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COKE AND DUBONNET 
By L. A. Ellwood, M.A., LL.B. 


The Editorial Board is fortunate to have secured permission from the In- 
stitute of Trade-Mark Agents and from the author to print here a paper by 
Mr. Ellwood, read before the Members of the Institute on March 18, 1953. 
Mr. Ellwood is associated with Unilever, Ltd. and is one of the best known and 
most widely active international lawyers in the trade-mark field. He is 
Vice-President of the British Trade-Marks, Patents and Designs Federation, 
Rapporteur of the Trade-Marks and Copyright Committee of the International 
Law Association, and technical adviser of the Industrial Property Commission 
of the International Chamber of Commerce. In the paper here printed for the 
first time, Mr. Ellwood takes his audience and his readers in this country over 
practically the entire world in discussing some recent significant trade-mark 
developments in various countries.—EbD. 


A perusal of the Digest of Trade-Mark, Trade Name and 
other cases in the Reports of Patent Cases in almost any year 
will reveal a remarkable variety of subjects—a mixture in fact 
almost as unexpected as Coke and Dubonnet. I am not recommend- 


ing that mixture literally, but, having no connection with either 
trade, I am recommending the sampling of foreign potations, or 
should I say citations, taken separately. The fount of learning 
to which I am inviting you this evening is Foreign and Dominion 
Case Law. Of course one will not have the right to hold oneself 
out as a competent adviser in any Foreign or Dominion law by 
reading its cases, but I do feel that a practitioner dr student con- 
cerned with so versatile a subject as the Law and Practice of 
Trade-Marks will gain immensely by the occasional study of 
Oversea Cases. The ultimate object of such study is to enable 
one to give better advise to clients who have or may acquire trade- 
marks in the countries concerned. 


It is my intention to refer to cases reported since. the Second 
World War although some may necessarily involve reference to 
earlier decisions. 


Canada prompted the first word of my title in Lime Cola 
Company v. The Coca Cola Company of Canada Limited (Fox’s 
Canadian Patent Cases Vol. 6, p. 30, 1947.) The headnote reads: 


323 
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‘‘A secondary meaning can only be acquired by use in Canada.”’ 


The case raises a question on the construction of Section 29 
of the Unfair Competition Act of 1932. That Section enables a 
Trade-Mark to be registered in special circumstances upon a dec- 
laration satisfying the Exchequer Court of Canada. The declara- 
tion must state that it has been proved to the satisfaction of the 
Court, that the mark has been so used by any person as to have 
become generally recognized by dealers in and/or users of the 
class of wares in association with which it has been used, as indi- 
cating that such person assumes responsibility for their character 
or quality, for the conditions under which or the class of person 
by whom they have been produced or for their place of origin. 
The Coca Cola Company of Canada Limited objected that the 
words ‘‘Lime Cola’’ had not been used in Canada in a manner to 
qualify for the declaration under Section 29. That Section does 
not say where the use is to be, but the Court came to the conclu- 
sion that the more reasonable construction was that the use of 
the trade-mark referred to meant use in Canada. Reference was 
made to the House of Lords case F. Reddaway & Co., Ltd. 44, 
R. P. C. at p. 37, 1. 19 and particularly to the speech of Viscount 
Dunedin, ‘‘I agree with Mr. Justice Tomlin, who said: ‘Though 
evidence of user in another country may be some evidence of an 
inherent quality of distinctiveness it cannot be evidence that the 
mark is adapted to distinguish in the market of this country.’ ”’ 


It is almost the daily task of a Trade-Mark Agent to advise 
clients to register their trade-marks in certain countries in advance 
of use, if there is any likelihood either of use being made in such 
countries in the future or of embarrassment being occasioned by 
the use of identical or similar marks by competitors. It would 
seem that one may now have to consider adding Canada to the 
list of such countries. I say this in view of the decision of the 
British Columbia Court of Appeal (upholding the decision of the 
Court of First Instance) in Chemicals Inc. and Overseas Commodi- 
ties Limited v. Shanahan’s Limited, in regard to the Trade-Marks 
‘‘Vano’’ and ‘‘Shano.’’ I quote from the head note appearing in 
Fox’s Canadian Patent Cases, Vol. 11, p. 206 (1951). 


‘‘The appellant, Chemicals Inc., sold a cleaning material under 
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the trade-mark ‘Vano’ which was registered in the United 
States but not in Canada. It made the trade-mark known in 
Canada by its use in printed publications circulated in the 
ordinary course among dealers and users as provided in 
Section 3 of the Unfair Competition Act 1932. The plaintiff 
did not apply to register the Trade-Mark ‘Vano’ in Canada 
until several years after the date of first making known. Sub- 
sequently, the defendant commenced the marketing in Canada 
of a cleaning compound under the trade-mark ‘Shano,’ which 
trade-mark was admitted to be similar to the plaintiff’s mark. 
The defendant registered its trade-mark. The plaintiff 
brought an action for passing off on the ground that, as the 
first person making the mark known in Canada, it was entitled 
to the exclusive use of that or any similar mark notwithstand- 
ing the defendant’s registration.’’ 


Justice of Appeal Sidney Smith said ‘‘once the defendant 
registered its trade-mark it was entitled under Section 4(1) to 
the exclusive use of it. It could not thereafter be sued for passing- 
off in respect of its use of that Trade-Mark because the Unfair 
Competition Act takes that right away.’’ The construction which 
the Court put upon Sections 3 and 4 of the Unfair Competition 
Act makes it imperative that any foreign trade-mark made known 
in Canada shall be registered within six months of the date upon 
which it was first made known there. The learned Editor of Fox’s 
Canadian Patent Cases respectfully disagrees with the decision 
explaining (p. 208) that ‘‘the entire doctrine of ‘making known’ 
is based upon Article 6 bis of the International Convention and it 
is noteworthy that not one of the learned Justices referred to that 
fact in his reasons for Judgment.’’ However, at present, the 
decision stands and practitioners must be warned by it. 


In conversation with United States lawyers one is not infre- 
quently told that some course which seems possible according to 
English Law would be quite impracticable in the U. S. A., being 
contrary to the constitution. A 1952 U. S. case has shown, con- 
versely, that a course which we in England might have thought 
impossible, is feasible there because of powers derived from the 
American Constitution. The case is Bulova Watch Co. Ince. v. 
Steele, 92 U.S. P. Q. 266 (42 T. M. R. 299). Article 1 Section 8 of 
the American Constitution enacts that “The Congress shall have 
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power 3. To regulate commerce with foreign nations and 
among the several States and with the Indian Tribes.’’ In the 
“instant case” (as American writers call it) the Appeals Court 
took the view that the Lanham Act, in which Congress, for the 
protection of American marks had used its power under the Com- 
merce Clause of the Constitution to the fullest extent, prohibits 
the importation of products copying the name of any domestic 
manufacture. 


The facts of the case are these. The plaintiffs whom I will 
eall ‘‘the American Bulova,’’ successors to a family business in 
watches in existence in 1875, found that tourists and others were 
importing into U. 8. A. from Mexico, watches bearing the trade- 
mark ‘‘Bulova.’’ In Mexico (as in many Latin American coun- 
tries) the first registrant and not the first user is entitled to a 
trade-mark. The defendant had the first registration. We shall 
perhaps not be surprised to learn that ‘}:c American Bulova Com- 
pany were not immediately successful in proceedings for cancel- 
lation or infringement in Mexico. Mexico is a Member of the 
International Convention (Hague Text), Article 6 bis of which 
(as I need hardly remind you) provides that a foreign owner’s 
mark well-known in the foreign country shall be protected against 
registration of an infringing mark provided that cancellation 
proceedings are filed within three years from the date of the 
infringing registration, or at any time in case of fraud. The inter- 
American Convention of 1929 contains stronger provisions for the 
protection of a prior user but it has not been ratified by Mexico. 


The watches sold in Mexico were assembled from parts shipped 
from Switzerland on the instructions of the defendant, Steele, 
who lived in Texas i.e. within the jurisdiction of the United States 
Courts. That circumstance, fortunate for the plaintiff, enabled 
proceedings to be brought within the U.S. A. 


To leave no stone unturned, the plaintiffs joined as defend- 
ants Steele’s wife Sofia, on account of the community property 
law of Texas and a Mexican Corporation to whose rights Steele 
had succeeded. 


The District Court dismissed the complaint on the ground 
that it had no jurisdiction over the subject matter, since the 
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defendants acts were performed solely in Mexico. The decision 
was in line with a previous one, Luft v. Zande (under the 1905 
Act), (34 T. M. R. 190), (61 U. S. P. Q. p. 424, 1944). In that 
case also the defendants had established their rights under local 
law to the trade-mark ‘‘Zande’’ where both parties were doing 
business and the Court refused to grant relief on the ground that 
to do so involved exercising an extra-territorial jurisdiction. 


In the Bulova case, however, the Appeals Court (by a major- 
ity of two judges in favor to one dissenting), decided that on the 
particular facts an injunction could be granted (92 U. S. P. Q. 
266). 


A petition for writ of certiorari was granted on 2nd June, 
1952 and was heard in the following December. 


By the way, an American definition of Certiorari is:—‘‘a 
sort of appeal, in which instead of filing the appeal papers in 
the lower court, the defeated party files a petition in the higher 
court requesting that court to order the lower court to send up 
the file for review.’’ (IBIP, DIP, p. 38.) 


The Court upheld the decision (by a majority of six judges,— 
two dissenting) and I quote a short passage from the majority 
judgment: 


‘“We do not deem material that petitioner affixed the mark 
‘Bulova’ in Mexico City rather than here, or that his pur- 
chases in the United States when viewed in isolation do not 
violate any of our laws. They were essential steps in the 
course of business consummated abroad; acts in themselves 
legal lose that character when they become part of an unlawful 
scheme.’”’ 


‘‘Mexico’s courts have nullified the Mexican registration of 
Bulova, there is thus no conflict which might afford petitioner 
a pretext that such relief would impugn foreign law. The ques- 
tion, therefore, whether a valid foreign registration would 
affect either the power to enjoin or the propriety of its exer- 
cise is not before us.” (43 T. M. R. 57.) 


I regret a copy of the decision of the Supreme Court of Mexico 
as to the nullification of the Mexico registration of ‘‘Bulova’’ on 
6th October 1952 is not yet available in this country. 
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We have each of us, no doubt, a favorite list of marks which 
have lost their distinctiveness and become common. To that list 
we may now add ‘‘Esecalator,’’ in U. 8. A. That word, registered 
as a Trade-Mark in 1900, was acquired in 1930 by the Otis Ele- 
vator Company. Evidently a conflict arose between the commer- 
cial pulling power of the word “Otis” as a house mark, and the 
word “Escalator” as a trade-mark. In that contest the house mark 
won, with the result that the trade-mark lost its distinctiveness 
entirely. In 1946 an advertisement appeared in the Architectural 
Forum: 


‘‘To the millions of daily passengers on ‘‘Otis’’ elevators and 
escalators, the ‘‘Otis’’ trade-mark or name plate means safe, 
convenient, energy saving transportation. 


To thousands of building owners and managers, the ‘‘Otis’’ 
trade-mark means the utmost in safe, efficient economical ele- 
vator, and escalator operation.” 


The Assistant Commissioner upheld the decision of the Exam- 
iner of Trade-Mark interferences recommending that the regis- 
tration of the trade-mark ‘‘Escalator’’ be cancelled. (Haughton 
Elevator Company v. Charles D. Seeberger (Otis Elevator Com- 
pany, substituted.) P. T. M. R. 1950, p. 304; 40 T. M. R. 326). 


What remedy has the proprietor of a trade-mark for a certain 
range of goods against a company, dealing in a different range 
of goods, which includes the same trade-mark in its corporate 
name? That is a question upon which trade-mark agents and 
lawyers are occasionally called upon to advise. In the United 
States of America a similar problem in regard to a trade-mark 
for services may arise and indeed has already arisen and been 
the subject of litigation. Perhaps we should pause to reflect, when 
we see advertisements of the Pan American Clipper, that the 
word “Clipper” in use since 1931 was admitted in 1949 to the 
Principal Register as a service mark under the Lanham Act. We 
may also reflect that a trade-mark which relates initially to the 
service of transportation by air is likely to extend to other forms 
of transport. Such was in fact the case. Pan American Airways 
allowed their shipping or forwarding agents to become known as 
and to use the designation ‘‘Clipper Cargo’’ Agents. In effect 
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the trade-mark ‘‘Clipper’’ was used in connection with a road 
service which preceded the air service, but was strictly in relation 
or appurtenant to it. The defendant Clipper Van Lines, Inc. 
having taken the word ‘‘Clipper’’ into its corporate title in 1945 
proceeded to use it for a service which it maintained was dis- 
tinguishable from the plaintiff’s service, for it specialized in the 
transport or removal of household goods by vans which were 
owned and operated, according to an elaborate agency plan, by 
its agents who were designated as ‘‘Clipper Agents.’’ The vans 
were painted white, with the word ‘‘Clipper’’ in large and con- 
spicuous letters at the front and sides, followed as to the latter 
’? in entirely visible but 


only with the words ‘‘Van Lines, Ine. 
smaller and contrasting form of letters. In addition to using the 
word ‘‘Clipper,’’ the defendant’s vans included the picture of 
an aeroplane in flight forming a conspicuous part of the entire 
design. The defendant’s advertising contained photographic re- 
productions of the vans decorated with the aeroplane picture. 


An interesting detail of the case is that the plaintiff gave 
the defendants two early warnings, first by a written notice of 
an asserted invasion by the defendant of the trade-mark ‘‘Clipper’’ 
with a request for discontinuance and then by a reminder about 
six weeks later which elicited a negative response. District Judge 
Byers took the view that the effect of such warnings was that 
the burden imposed upon the defendant was greatly diluted, in 
other words it could easily change its name so as*to avoid unfair 
competition. 


The following is a passage from the Judgment: 


‘‘The painting on the defendant’s agents’ vans of a good 
sized picture of an airplane, under defendant’s name, is 
minimized in argument, but seems to me to be so clear an 
attempt to identify those trucks with the enterprise conducted 
by the plaintiff, as to render discussion superfluous. The 
assertion that it was intended to signify speed is plausible, 
but so would the picture of any fast moving object such as 
a locomotive, race-horse, or indeed a clipper ship. The selec- 
tion of an aircraft in association with the word Clipper was 
too pointed to be fortuitous as the evidence now appraised. 
The defendant’s elaborate homage to the tradition expressed 
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in the term Clipper Ships was carefully desparaged in its 
deliberate omission of any such picture on its trucks.”’ 


The Court granted an injunction. (Pan American World Airways, 
Inc. v. Clipper Van Lines, Inc. et al., 41 T. M. R., p. 832—90 
U.S. P. Q. 53.) 


If we return from North America to Europe by air the plane 
may stop at Iceland and so we may now consider the decision of 
the Maritime and Commerical Court, Reykjavik, in Corn Products 
Refining Co. v. The Federation of Iceland Co-operative Societies 
(IBIP, III. 3, 45). In 1939 Corn Products Co., Ltd. Denmark, 
registered in Iceland the word “Maizena” as a trade-mark for 
grain and numerous other kinds of goods. In 1949 Corn Products 
Refining Company, of U. S. A., registered ‘‘Maizena’’ as a word 
in decorative lettering and inverted commas in respect of maize 
(it having been declared that the Danish Company’s registration 
did not cover maize). In September 1948 the defendant had com- 
menced importing maize from the Netherlands marked ‘‘Keg’s 
Maizena’’ and these imports were subsequently continued. The 


plaintiffs claimed a declaration that the defendants were not 
permitted to import and market goods marked “Keg’s Maizena.” 
The defendant’s plea that ‘‘Maizena’’ was a generic name for 
maize and starch failed and the word was shown to have been 
an invented word registered in U.S. A. in 1891. The Court granted 
the required declaration. 


In Italy there was a parallel case, in which the goods referred 
to were not identical goods (as in the Icelandic case) but were 
of the same description. The Supreme Court of Cassation in 
Rome held that a mark which is registered for alcoholic liquors 
also protects syrups for producing non-alcoholic drinks, and its 
use by a third party constituted both unfair competition and 
trade-mark infringement, even if no actual damages could be 
shown. (Ditta La Florida c. Pugno, Rassegna P. I. 1952, p. 95.) 


Could the word ‘‘Universal’’ become distinctive in respect of 
bicycles and accessories therefor? The Court at Milan held that 
it could not. (Fratelli Preta ec. Soc. Italeerchio, Rassegna P. I. 
1952, p. 227.) 
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I must mention another Italian case if only in order to intro- 
duce a parallel Swiss case. The Swiss and Italian ‘‘Nestlé’’ com- 
panies brought an action before the Court at Milan against Italian 
firms to stop them importing and selling in Italy the American 
made ‘‘Nescafé.’? The Court took the view that the trade-mark 
‘‘Nescafe’’ was a manufacturer’s mark, the function of which 
was to indicate origin; the language showed the orgin, and thus 
there was no deception and consequently no unfair competition. 


You may have noticed the emphasis laid on the fact that the 
‘‘Neseafe’’ mark was a manufacturer’s mark. I shall later be 
referring to similar emphasis in Belgian practice. (Société des 
Produits ‘‘Nestlé’’ e Societa Nestlé ce. Ditta Prodotti Mina et al. 
—Rassegna P. I. 1951, p. 57.) 


The finding was reversed by the Milan Court of Appeal. It 
regarded the distinction between a manufacturer’s and a mer- 
chant’s mark as one of form rather than substance. It held that 
the import and sale of the American “ Nescafé” constituted both 
infringement and unfair competition. It also confirmed that the 
Italian Nestlé Company, as exclusive licensee of the Swiss Nestlé 
company, which held the Italian registration, could lawfully sue 
for infringement within the area of its license. (Rassegna P. I. 
1951, p. 210 & Rivista P. I. I. 1951, pp. 48 & 86.) 


The parallel case in Switzerland dealing with the question of 
the defendant’s right to import, in competition with a local manu- 
facturer owning a Swiss registered trade-mark identical goods 
of another company bearing an identical trade-mark, was that 
of Seifenfabrik Sunlight v. Migros. The facts were as follows: 


The plaintiffs were a Swiss Company proprietors of the 
trade-mark ‘‘Lux’’ for soap which had been registered in 
1900. The defendants comprised or controlled a multiple 
store organization. In the summer of 1950 they imported 
tablets of soap made by the American Company, proprietors 
of the trade-mark “Lux” in the U. S. A., and advertised 
widely the American product at a lower price than the Swiss 
product. In the litigation which ensued the indignant Swiss 
manufacturers were successful at the beginning and the end. 
They obtained an interim injunction, but this was soon with- 
drawn because the Court of first instance at Zurich took the 
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view that the buying public was not being deceived. The 
buyer wanted “Lux” toilet soap which presumably he or 
she knew to be connected with the Unilever Concern, and in 
fact obtained genuine “Lux” Toilet Soap—no less genuine 
because it was made in U.S. A. instead of Switzerland. That 
Court declined to give any remedy, either under the heading 
“infringement” or under that of “unfair competition.” In 
April 1951 the Commercial Court at Zurich on appeal upheld 
the judgment of the Court of first instance. 


In February 1952 the Federal Court at Lausanne on 
Appeal overruled the judgment of the Court below and 
granted relief to the plaintiff. The Court pointed out that in 
the Courts below there had been confusion between protection 
of the trade-mark and protection of the product. The appel- 
lants were proprietors of the Swiss mark and accordingly 
they had the exclusive right to use it. The Court commented 
that although the trade-mark “Lux” might be regarded as a 
Concern mark within the Unilever organization it had not 
been made to appear as such vis-a-vis the public. Accordingly 
third parties were not entitled to intermeddle in the existing 
state of fact and law so as to draw profit for themselves. 
(GRUR, AIT. 1953, p. 42.) 


In Austria on 30th July, 1952 the Court of Appeal reversed 
an existing practice in regard to unused marks. The same word 
mark had been registered by the plaintiff in 1927 for confectionery 
and by the defendant in 1950. The plaintiff had ceased using his 
mark in 1938. As in England, so in some Continental countries 
e.g. Germany, non-user might lead to cancellation of the mark on 
the application of a person aggrieved. Austrian Law knows no 
‘‘Benutzungszwang’’ (necessity to use). But that did not neces- 
sarily decide the point whether or not an unused mark could be 
the basis of action under the Unfair Competition law to stop an 
identical or similar mark being used for similar goods. 


The Court held that an unused mark could be the basis of 
such action. One of the reasons given was that if a contrary view 
were taken it would mean that an international mark would lose 
much of its value, if before the foreign proprietor could enforce 
his rights in Austria enquiries had to be made as to his user in 
his home country. The Court thought that such a course would 
ignore Art. 6 of the Union Convention. As a result of the deci- 
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sion, reserve or defensive marks have gained in importance. (Oe. 
Bl. f. G. R. U. R. 1952, 1. 35.) 


A design which is solely functional even if novel cannot be 
registered under our Registered Designs Act, but what about 
a device used as a trade-mark which indicates or illustrates the 
function of the goods to which it is applied? A Viennese Court 
had to consider rival packets of baking powder with attractive 
and appetizing colored pictures of the cakes or pastries which 
could be made from the contents. One of the litigants claimed 
that the picture was his registered trade-mark, but the Court held 
that a picture of that kind could not be a valid trade-mark for 
those goods. ‘‘Technical-functional devices can never acquire 
exclusive rights’’ says the report. We should say ‘‘features com- 
mon to the trade are unregistrable.’’ (Oe. Bl. 1952 1. 34.) 


As a change from continental cases let us move for a few 
moments, figuratively at least, from Austria to Australia. The 
High Court at Melbourne heard a case in which a surname 
occurred and the mark involved was a device. Gordon Choons 
Nuts Ltd. (dealers in nuts, fireworks and other goods) applied to 
register, for fireworks, a mark consisting of its name and the 
device of three figures. The central figure, a man with a body 
and limbs made up of fireworks, stood between the figures of a 
boy and a girl each of which had a body in the form of a peanut. 
The application was opposed by Sym Choon & Co. Ltd. which 
carried on a similar business in nearby premises. The opponent 
had a trade-mark registered in respect of nuts (not of fireworks) 
which consisted of the figure of a boy and girl, each having a 
body in the form of a peanut. It also used an unregistered mark 
—showing Guy Fawkes propelled from an exploding barrel. The 
appeal against the decision of the Deputy Registrar allowing reg- 
istration was based on S. 114 of the Australian Act (S. 11 of our 
Act), by reason of the mark ‘“being likely to deceive.’’ The Chief 
Justice took the view that ‘‘inspection of the marks themselves 
makes it difficult to avoid the conclusion that the applicant has 
taken features of the opponents’ mark and combined them in such 
a manner as to produce in the mark which he claims, features 
of the opponents marks which would be apt to stick in the memory 
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of the purchasers (largely children) of such goods as nuts and 
fireworks and ... it is permissible to take into account the fact 
that nuts and fireworks are frequently sold together from the 
same shop.’’ All three Judges were agreed that the appeal should 
be allowed and the application for registration should be refused. 
(Sym Choon and Company Ltd. and Anor. v. Gordon Choons Nuts 
Lid., 80 C. L. R. 65.) 


Now a South African case on a surname. The Transvaal 
Provincial Division thought that ‘‘most English speaking persons 
of ordinary education and intelligence in the Union would know 
that there was a word ‘dell’ having some sort of meaning con- 
nected with a picture of.the countryside.’’ The Registrar had 
used the Johannesburg Telephone directory as a test. He found 
eight entries of the surname “Dell.” In supporting his decision 
refusing to register the mark, he said: 


‘‘In my view where a word is an ordinary word and also a 
not common surname it is for the applicant to establish to 
my satisfaction that its surname significance should be 
ignored. If he cannot do so he must obtain a deeming order 
of the Minister or the Court.’’ 


The Court upheld his decision. (Gerst v. Registrar of Trade- 
Marks. 1950 (3) S. A. 95 (T) & S. A. Law Journal 1951, p. 184.) 


Perhaps I should notice one feature common to the Australian 
and the South African cases I have mentioned: in each of them 
the Registrar was a party and the Court thought he should not 
have been. The South African Court allowed the Registrar’s costs 
but the Australian Court refused them. 


In India the Deputy Registrar at Caleutta had to consider 
whether ‘‘Capital’’ could be registered for stationery. There 
were twenty affidavits that the word was in fact distinctive of the 
applicant’s goods. The Statement of Grounds, quoting meanings 
from Oxford English Dictionary and Webster, asserted that ‘‘the 
word ‘Capital’ could not acquire any secondary significance as 
representing the goods of the applicant no matter what amount 
of evidence of use they may have.’’ (Re Application by Shree 
Gopal Paper Mills Ltd. P. D. T. M. Rev. 1952, p. 73.) 
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Returning to Europe I take Belgium next on my list. It is 
not only in U. S. A. that one may find a reference to the Consti- 
tution in litigation concerning trade-marks. The constitution has 
also been invoked in a Belgian case in which, with poetic justice, 
an American company—The Coca Cola company were concerned. 
(Brasserie et Malterie de la Marine, Spa Monopole et al. ec. The 
Coca Cola Co.—Pasicrisie Belge 1950 I. 556.) Spa Monopole, 
Ostende Thermal & others, who had contended that coca-cola was 
a generic term, objected to the phrases in the judgment of the 
Court of Appeal ‘‘it appeared to be an accepted fact that the 
expression had no reference to the class of product’’ and ‘‘it 
seemed to be a question rather of a suggestion or allusion than 
of a generic name.’’ They argued that the vague (lit. dubitative) 
words were inconsistent with Art. 97 of the Belgian Constitution, 
“Tout jugement est motivé.” (“Every judgment shall state the 
reasons on which it is based.’’) 


Judicial notice was taken of three facts (1) the terms ‘‘coca’”’ 
and ‘‘cola,’? one of which designates a South American shrub, 
the leaves of which yield cocaine, and the other an African tree, 


the nuts of which contain caffeine, are denominations necessary 
in pharmacy and medicine (2) the beverage covered by the trade- 
mark ‘‘Coca-Cola,’’ contains or used to contain extracts of coca 
and cola (3) these words were used for the purpose of emphasizing 
by an original appellation borrowed from the names of exotic 
plants the idea of the tonicity and strength of the beverage. On 
these facts the Appeal Court decided the trade-mark, composed 
as it was, of the words ‘‘coca’’ and ‘‘cola’’ was valid. 


We are probably all of us familiar with the provision of the 
Belgian Law of 1879 contained in Article 7: ‘‘A mark may not 
be transferred except with the establishment whose objects of 
manufacture or of commerce it serves to distinguish.’’ That rule 
is of course very inconvenient at times for Companies having an 
international business. The tendency of Belgian practioners is to 
be very strict in their advice on this subject since the litigation 
in regard to the mark “Churchill’ which went to the Antwerp 
Court in 1948, the Brussels Court of Appeal in 1949 and the Brus- 
sels Cour de Cassation in 1951. 

















THE TRADE-MARK REPORTER Vol. 43 T. M. R. 
In August 1941 an advertising agent deposited in his own 
name a trade-mark of which the essential constituent was the 
name ‘‘Churchill.’’ In 1944 a different party deposited the mark 
‘*Winston Churchill.’’ In May 1946 the advertising agent who 
had never used the mark purported to assign it to a Company 
named ‘‘Churchill Cigars.’’ He relied on a first registration ‘‘for 
all products’? (which would seem to be wide enough to include 
cigars.) The intermediate Court took the view that (a) a regis- 
tration ‘‘for all products’’ was bad and (b) one who does not 
make use of a mark cannot acquire an exclusive right. (Inciden- 
tally learned commentators criticized finding (a) in regard to a 
merchant’s mark as distinct from a manufacturer’s mark). The 
basis of the decision of the Highest Court was that the transfer 
of a mark without the establishment involves the loss of the trade- 
mark monopoly both by the transferor and by the purported trans- 
feree. Until the law is altered it would be most unwise. to assign 
and hope for the best, unless the assignment includes both the 
mark and the establishment. Previously it had been thought that 
an assignment which did not follow the rule would merely give 
a defective title to the transferee. Now it is clear that it invalidates 
the title of the transferor and the mark itself—a very serious 
matter. From the practice, as I understand it, it may I think, 
be found easier to separate a manufacturer’s mark and the estab- 
lishment relating to it than to split the goodwill of merchants’ 
marks. (L’Ing.-Cons. 1951, p. 185.) 


In an action taken by Thermos (1925) Limited of London 
to the Court of Appeal Brussels (First Chamber) for infringe- 
ment against the proprietors of ‘‘Thermostar,’’ also used for 
vacuum flasks, the following principles emerged: (a) If a trade- 
mark is distinctive at the date when it is deposited the proprietor 
does not lose his monopoly rights later on, when without concur- 
rence on his part the public begins to use the trade-mark in a 
generic sense, (b) word marks must be considered as a whole: 
they should not be dissected into prefixes, roots, and terminations 
with a view to comparing the separate sections, (c) a word mark 
must not be broken down so as to find a root which has a generic 
meaning (in this case thermo-, derived from the Greek, and 
appertaining to heat). The presence of a generic term as part 
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and parcel of a word mark does not prevent it from having or 
acquiring a distinctive character, if the word as a whole is an 
original invented word. (L’Ingénieur-Conseil 1951, page 27.) 


The Court of Appeal at Brussels has taken what some would 
perhaps regard as a more advanced view than Court of first 
instance at Antwerp in a case relating to luxury goods, especially 
perfumes, on which the expression “de France” and “de Paris” 
were used. It held that the use of such expressions when the 
goods were not made in France or in Paris amounted to unfair 
competition and moreover that a deposit of ‘‘de France’’ as a 
trade-mark was void for lack of distinctiveness. (Piver ec. S. A. 
Chemical Works Boechout (L’Ing.-Cons. 1952, p. 167.)) 


In Holland there have been a couple of recent cases which 
one might index under the heading ‘‘well-known trade-marks.”’ 
With them one must consider an earlier case reported in 1932. 
The problem is a familiar one. A trade-mark is registered for a 
particular range of goods. Yet, if that same mark is used by a 
competitor for other goods, the public may connect those other 


goods with the original well-known source. Dutch Law has no 
system of defensive registration but the problem has been par- 
tially solved in certain cases. 


In 1920 the Turkish Macedonian Tobacco Company registered 
the telescopic word “Turmac” for cigarettes and tobacco. In 1931 
a competitor registered the word ‘‘Turmacq’’ for razor blades 
and shaving requisites. By that time ‘‘Turmac’’ had become a 
household word in Holland for cigarettes. The new registration 
was therefore likely to mislead the public but the law did not 
give any remedy to the original proprietor. This did not mean 
that the mischief was incapable of being remedied. Article 4 of 
the Dutch Law provides that ‘‘a Trade-Mark shall not contain 
any words ... by means of which the use of a mark may affect 
public order.’’ Technically public order may be affected if the 
public is misled. The Public Prosecutor took this point before the 
Court at the Hague which upheld his contention and ordered the 
registration ‘‘Turmacq’’ for razor blades, ete., to be cancelled. 
(D. I. E. 1932, p. 97.) 


In 1952 the Court at the Hague ordered the cancellation of 


, 
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the trade-mark ‘‘Chevrolet’’ for clocks and watches on the ground 
that its use was calculated to create the impression among the 
public that the clocks and watches to be marketed or already 
marketed under the trade-mark ‘‘Chevrolet’’ originated from the 
manufacturers of the well-known ‘‘Chevrolet’’ motor cars. The 
finding of the Court was upheld on appeal. (B. I. E. 1952, p. 122.) 

In the same year the lower Court at the Hague declared the 
registration of the trade-mark ‘‘Buick’’ for clocks and watches 
null and void owing to its use being in conflict with public order, 
in that the trade-mark sought to create among the public a false 
impression that the quality of the goods corresponded to that of 
the well-known Buick motor cars. (B. I. E. 1952, p. 122.) 


From the three Judgments it may be deduced that the fact 
of the original trade-mark being very well-known is not in itself 
sufficient to make a second registration for other goods inadmis- 
sible. Evidently a certain connection between the groups of goods 
concerned is also insisted upon. In the ‘‘Turmac’’ case the Public 
Prosecutor claimed that shaving requisites are often presented 
as free gifts with smokers’ requisites. In the ‘‘Chevrolet’’ case 
the car clocks constituted the connection and the same was no 
doubt true in the ‘‘Buick’’ case although it was not expressly 
mentioned. 

The Belgian Coca-Cola case to which I referred resulted in 
the following marks being declared infringements viz: ‘‘Spa- 
Cola,’’ ‘‘Top-Cola,’’ ‘‘Royal-Cola’’ and ‘‘Ideal-Cola.’’ One is 
therefore inclined to look with surprise at “Ten-Cola” in Holland. 
In that country the Supreme Court refused to treat “Ten-Cola” 
as an infringement, on the ground that the word ‘‘Cola,’’ being 
descriptive of an ingredient of the beverage, was incapable of 
becoming distinctive as a trade-mark. A commentor observes that 
this attitude approaches that of the pre-war German Reichsgericht 
which allowed ‘‘Electro-Star’’ as against ‘‘Electro-Lux’’ on the 
ground that Electro- was common and ‘‘Star’’ and ‘‘Lux’’ were 
not confusingly similar. (B. I. E. 1951, p. 86, P. I. 1952, p. 193 
and J. W. 1931, p. 459.) 


The Coca Cola Co. went again to the Dutch Supreme Court 
in December, 1952 but its appeal was dismissed. So the trade- 
mark ‘‘Ten-Cola’’ survives. (B. I. E. 1953, p. 14.) 
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In Mexico the Company was also unfortunate as it did not 
succeed in getting ‘‘Chocola’’ removed from the Register. (Gaz. 
P. I. 1951, p. 1927.) 


Scandinavia must not be forgotten. A question has arisen 
there to which different answers have been given, namely: can 
the word ‘‘Orient’’ be distinctive and registrable and if so, in 
respect of what goods? We should all, I think, agree that the 
word ‘‘Orient’’ would not be registrable for carpets. What about 
razor blades? A registration in respect of razor blades was granted 
in Denmark and the text book Hude and Olsen (Page 66) suggests 
that it was rightly so registered as no buyer would think of razor 
blades as of oriental origin. (Perhaps the registration was granted 
before the ascendancy of Japan). The word is compared with 
‘‘Mont Blane’’ registered in Denmark for fine flour and ‘‘ North 
Pole” registered there for galoshes. When application was made 
in Finland a different view was taken. Two factors may have 
influenced the Registrar, 1. the applicants applied in half a dozen 
classes for a wide range of goods including skin cream, shaving 
lotion, shaving cream, alum pencils, tooth paste, vaseline (yes— 
the report says vaseline and not petroleum jelly), shampoo pow- 
der, powder, rouge, make up, disinfectants, shaving apparatus 
and razor blades, household and cooking utensils, clothes, shoe, 
nail and hair brushes, and combs. 2. Two earlier device registra- 
tions had been accepted in which figured, among other things, the 
words, ‘‘orient-henna shampoo.’’ From the device registrations 
it was inferred that the word ‘‘Orient’’ was common. As to the 
word ‘‘Orient’’ the registration authority held that it was indica- 
tive of origin for the goods in question and hence was unregis- 
trable. The Court upheld the registrar’s decision. (NIR 1952, 
p. 144.) 


A somewhat similar difference of opinion and practice arose 
as between Denmark and Sweden about the word ‘‘Vesuvius’’ 
for metal goods. Should it be allowed or rejected on the ground 
that it is an appellation of origin? A registration was granted 
in Denmark and the proprietors applied in Sweden where the 
Patent Office rejected their application on the ground that it rep- 
resented an appellation of origin. The Danish firm concerned 
appealed, claiming registration in Sweden of their mark in its 
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original form, and invoking the ‘‘telle quelle’’ clause of Article 6 
of the Union Convention. The Court on appeal reversed the 
Patent Office decision and allowed registration. The Court’s rea- 
sons are not clear but it is probable that it took the view that 
names of mountains and rivers as opposed to names of countries 
and towns are not as a rule to be regarded as appellations of 
origin. (Transpatent. Dec. 1952.) 


In Norway a decision is reported dealing with the rights of 
a prior user as against a registered proprietor. In 1938 a Swedish 
Company registered ‘‘Benzona’’ for various goods including 
‘‘milking machines, pulsators, milk coolers.’’ A Danish firm took 
proceedings relying on Article 10 of the Norwegian Trade-Mark 
Act 1936: 


‘‘A registered trade-mark may by decree of court be 
declared unlawfully registered by the registrant: 
a) If the same mark, prior to the application for registration 
was known in the sphere of customers in question as the indi- 
vidual mark of another enterprise for the same or similar 
goods 
b) In ease the registrant was at the time of the application 
aware that the same mark had been employed by another for 
the same or similar goods before it had been applied for or 
used by him 


Revocation proceedings must be instituted by the rightful 
owner of the mark within three years after the date of the regis- 
tration of the mark, excepting when the registrant has acted 
fraudulently. ’’ 





The Danish firm proved that it had started selling milking 
machines in Norway in 1929 and that in a 15 month period there- 
after it had sold 207 machines to some 70 odd purchasers. Upon 
this evidence the court deprived the Swedish Registered Pro- 
prietor of its registration. The report does not explain how it 
was that a 1938 registration could be disturbed as late as in 1951. 
(NIR 1952, p. 217). 



















In Germany in 1952 a case was taken to the Federal Court which 
is regarded as establishing a principle in regard to so-called 
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“strong” and “weak” marks. The plaintiff’s mark was “Gumax” 
registered in 1903 for (inter alia) leather and leather goods and 
including rubber adhesives. Gummi is the German for “rubber” 
and the idea of rubber is suggested by “Gumax” which in the tech- 
nical sense is therefore a weak mark. The defendants in 1946 
registered “Gumasol” for a rapid adhesive rubber sole. Now we 
in England should have regarded the anglicized equivalent 
‘‘Rubasol’’ as descriptive and unregistrable. The proprietors of 
‘‘Gumax’’ claiming an order forbidding the use of the mark 
‘‘Gumasol’’ were successful in the First Court, lost in the Appeal 
Court, and won again in the Federal Court. The Appeal Court had 
yielded to the argument that the prefix Gum- (suggesting ‘‘rub- 
ber’’) should be ignored and that the suffixes -ax and -asol were 
sufficiently distinguishable. The doctrine emerging from the Fed- 
eral Court decision is (i) In principle all Trade-Marks are entitled 
in the same way to protection against identical trade-marks and 
trade-marks which might be confused with them. To that extent 
no distinction may be made in principle between “strong” and 
“weak” trade-marks. This does not alter the fact, however, 
that the distinctive force of trade-marks may vary in individual 
eases. (ii) The risk of confusion between competing trade-marks 
which the trade-mark owner seeking an injunction has to prove 
must be considered in the light of the distinctive force inherent 
in his trade-mark. Attention must, however, also be paid to 
changes which the distinctive force may undergo in consequence 
of the trade-mark becoming established in the market or of subse- 
quent injury (dilution). GRUR, 1952, p. 419. 


Could the publishers of a fortnightly University newspaper 
sometimes shortly known as GUZ get an injunction against a news 
service, in a non-university town, shortly known as DUZ? Redress 
was sought under the German Unfair Competition Act. The Fed- 
eral Court refused to grant an injunction holding that the abbre- 
viated name of a firm, a publication or the like has characteristic 
distinctive force only if the circles concerned know what firm or 
what full name of a publication is indicated by the abbreviation. 
GRUR, 1952, p. 418. 


The difficulties of users of trade-marks in Western Germany 
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whose title is derived from a firm in the Eastern Zone is well illus- 
trated in a case which went to the Hanseatic Appeal Court con- 
cerning the trade-mark ARWA for stockings. That trade-mark 
was registered by a firm established in the Erzgebirge, which firm 
was expropriated in 1946 in favor of the Province of Saxony. 
The “Procurist” as the Germans call him 7. e., the manager author- 
ized to sign for the firm had previously obtained from the pro- 
prietress a written statement to the effect that he was allowed free 
of charge to use the trade-mark and to grant the use of it to third 
parties. He had then founded a new firm in the Western Zone 
which was using the trade-mark. 

The Western firm sought an injunction against a dealer who 
had offered goods manufactured at the expropriated Eastern Fac- 
tory for sale in the Western Zone under the trade-mark ARWA. 
The first Court dismissed the case. While the case was pending 
before the Court of Appeal the trade-mark was re-registered in 
the name of the plaintiff. But the Court of Appeal held the 
plaintiff liable for the costs because the case had been unfounded 
prior to the re-registration. 


The case serves to emphasize three principles: 

a) A claim for an injunction under Art. 24 of the German 
Trade-Marks Act can only be claimed by the registered 
holder of the trade-mark. 

b) A trade-mark license has no effect in rem and does not 
give the licensee any independent right of action. 

c) The right of action can be transferred to the licensee by 
special agreement, but such a transfer is not implicit in 
the mere permission to use the trade-mark. 


GRUR, 1952, p. 244. 

In France there has been a decision which is rather reassuring 
to an English practitioner, who, when he peruses the French (or 
the International) Trade-Mark Journals may well wonder whether 
there is any limit to the descriptive or deceptive elements in the 
marks he sees published. He knows that in theory there should be, 
because Art. 8,§.2, of the French Law of 28th June 1857 provides: 


“The following persons will be punished by a fine and im- 
prisonment or by one of these penalties only, namely, those 
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who have made use of a mark bearing indications calculated 
to deceive the purchaser as to the nature of the produce.” 


The case in which in practice a Declaration of Invalidity was 
confirmed was decided in the Lyons Court of Appeal in November 
1951. The Trade-Mark attacked was “Lavablaine” (which one 
might anglicize “Washabwool’’) for fabrics of wool and of cotton. 
The action was a three party one in which the proprietor who had 
deposited the trade-mark “Lavablaine” in 1937 sued both the 
retailer who had sold wool and cotton fabrics under a plastic label 
marked “Lavablaine” and the Paris wholesaler who had supplied 
the goods so invoiced. The Court held that although “Lavablaine” 
might have been an invented word carrying trade-mark monopoly 
rights in respect of other classes of goods yet in respect of wool 
it was descriptive and in respect of cotton deceptive. (Fernal ec. 
Mogier, B.O. P.I. 1.3531 p. 25, 1952.) 


Having learned how the French Court dealt with a telescopic 
word that was descriptive and deceptive we might hope for a 
parity of reasoning in the case of two separate words of the 
French language; one a noun closely related to the class of goods 
concerned and the other a laudatory epithet. We are therefore sur- 
prised—or are we—to find that a Court at Lille upheld the rights 
of the proprietor who had deposited the Trade-Mark “Couque 
Royale Extra” in 1933 and renewed it in 1949. The plaintiff 
claimed to have had the exclusive use of the words “Couque 
Royale” for gingerbread. “Couque” is a word which originated in 
Flanders and spread across France. I think the Americans would 
translate it as “Cookie.” The evidence suggested that a French- 
man would not apply the word “couque” to gingerbread, although 
Belgian bakers had done so and Belgian usage had spread across 
the border. The Court decided that the word “Couque” was taken 
out of public domain when applied to gingerbread. In republican 
France the word “Royale” was regarded as suggesting that a 
modest and popular morsel was worthy to appear on a king’s table. 
The Court held that the two words used together as one mark 
were distinctive of the plaintiff’s goods and granted an injunction 
against the defendants who had challenged it. (Notelaers ec. 
Vandamme B.O. P.I. 1.3553 p. 70, 1952.) 
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Can “Ramey” be allowed in competition with “Rami” as a 
trade-mark for pharmaceutical products? That question puzzled 
three French Courts. The plaintiff was International Affiliated 
Corporation, a foreign corporation which did not comply with 
the French Law that 51% of the directors of a company selling 
pharmaceutical goods must themselves be qualified pharmacists. 
That did not bar its rights to bring a claim in the French Courts. 
The first Court at Rouen held that “Ram-” had become common 
as a prefix in the pharmaceutical class. The Court of Cassation 
was not satisfied with that as an adequate reason for the decision 
and ordered a retrial. The Court at Caen thought that the sound 
of the final syllables “-i” and “-ey” were distinguishable and in 
any case the contents and the get-up of the products respectively 
sold as “Rami” and “Ramey” were different, so that there was 
no confusion. (International Affiliated Corporation ec. Marrel, 
Ann. P.I. 1952, p. 128.) 


The Courts of Algiers seem to have experienced the same 
difficulties as those of metropolitan France. “Reve D’Or” and 
“Reve D’el Kantara” came into competition for perfumes. 
The Algerian Court held that as trade-marks the two did not 
conflict but it decided against the defendants on the grounds of 
confusing similarity of get-up. (Piver ec. Floréal Muraour, Ann. 
P.I. 1952, p. 102.) Less than six months later a Paris Court de- 
clared invalid the mark “L’or De Madame Royale” as being an 
infringement or fraudulent imitation of Coty’s trade-mark “L’or” 
(Coty e. Grisi & Toutlemonde, R. I. P. I. A., 8 p. 22, 1952.) 


From Algiers to Athens: in Greece a tribunal independently 
reached the view, accepted by the Belgian Courts in the Coca-Cola 
ease, that two generic words run into one may make that one word 
distinctive. ‘‘Palmolive’’ was held distinctive and ‘‘Sapolive”’ 
was refused as confusible with it. A less obvious decision was the 
rejection of “Tiger” for sewing machines as a word likely to be 
confused with “Singer.” I suppose if “Tiger” were transliterated 
into the Greek alphabet there might be some visual similarity. 
(P. I. 1953, p. 34.) 


In Portugal two decisions may be noticed though they fail to 
establish any principle. ‘‘Lisette’’ was cancelled in view of an 
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earlier registration “Maria Elisabete” for canned fish. But “Estro- 
lan” was allowed as against “Estrol.” (Prop. Ind. 1953, p. 20.) 

From Spain no news of any important Trade-Mark cases has 
reached me but the authorities there have recognized “Jijona” as 
a collective mark for sweets and “Cazalla” for aniseed brandy. 
This is a convenient point at which to mention the Stresa Con- 
vention of 1951 (to which the U. K. was not a party) designating 
“Roquefort” in France and “Pecorino Romano” in Italy as cheeses 
which must be made in those localities, the use of those appella- 
tions for cheeses made elsewhere being deceptive. The Convention 
contained a Category B. list of local names of cheeses which might 
be used abroad if the country of manufacture were clearly stated. 
(P. I. 1951, p. 66 & P. I. 1953, p. 3 and Rev. Int. de P. I. 1952 8/9 
p. 67.) 


Doubtless you have been wondering where and when “Dubon- 
net’? would come into the mixture. I pass over the various “Du- 
bonnet” cases outside my chosen period and refer to one within it. 
It arose in Vietnam and it is reassuring to us to know that despite 
the incidents on the border of that State its Mixed Tribunal at 
Hanoi could deal satisfactorily with a trade-mark infringement 
ease in February 1952. The genuine label featured the word 
“Dubonnet” and above it in a circle the picture of a Dubonnet 
bottle against the background of a eat couchant. The general 
effect of the infringing label was reminiscent of the genuine label 
but if one looked at it closely one could see that the main word 
in similar lettering was “Quinquina” and a rabbit was substituted 
for a cat in the circle above it. The court proceeded upon reason- 
ing somewhat similar to that of our English doctrine of “imperfect 
recollection,” paying greater regard to similarities than to dif- 
ferences, and condemned the infringement. 


Well, there is my mixture. I am conscious that there are 
many more ingredients I could have added to make it more potent 
e.g. the recent Privy Council appeal from Malta about the trade- 
mark “Bata” for boots and shoes (Staines v. La Rosa, 1953, 1 
W. L. R. p. 474). Such addition would have made it more soporific 
than I am afraid it may have already become and I thank you for 
your sympathetic attention. 
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“24-HOUR-WATCH” GUARDS GOOD NAME OF “SANFORIZED”* 
By Robert M. Dowling** 










The Sanforized Division of Cluett, Peabody & Co. has just 
enjoyed the best July in its history, even better than that of 1946, 
when mounting supplies after wartime shortages resulted in post- 
war peak sales. 








This current, healthy, sales picture is all the more remarkable 
in the light of the radical change made in the Division’s licensing 
policy in 1949. Up to then, licensees had paid for the use of a 







patented shrinking process. When certain of these patents expired 
Q in 1949, the decision was made to change to a system of issuing 
, licenses to use the Sanforized trade-mark. There was an industry- 
4 wide slump in textile sales in 1949, and the Division’s manage- 






ment feared that trade-mark yardage was down because of the 

; change in licensing policy. But when 1950 trade-mark yardage 

rose 19% above those of 1948, it became apparent that licensees 

| 4 and the public were conscious of the value of the Sanforized trade- 
mark, irrespective of patents. 









iF 

\ A recent survey disclosed that 8 out of 10 Americans know 
what the Sanforized trade-mark means: the assurance it gives 
that a fabric or garment won’t shrink out of fit. Nearly two billion 
yards of fabrics so labeled are sold each year. 













; This trade-mark is a powerful sales aid, made so through 
A years of aggressive advertising and promotion on the part of its 
a owner, the Sanforized Division of our company. Shoppers, as 








only a few realize the need for careful policing. 







‘i well as members of the retail world and garment industry, all 
; have a healthy respect for what it is and what it promises. But 


The policing job is one which never ceases. It begins at the 
finishing plant licensed to use the trade-mark and carries through 
to the retail counter. It is because of this policing that one rarely 
hears of a Sanforized-labeled garment shrinking or of a store 
receiving a shrinkage complaint about a garment so tagged. 











*Reprinted by permission from the September 15, 1952 issue of SALES MANAGEMENT. 
**Vice-President in charge of Sanforized Division, Cluett, Peabody & Co., Inc., 
member of USTMA. 
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Cluett, Peabody licenses various trade-marks for use on other 
fabries as well as cotton, but the big story is in cotton. 


We begin with the question, ‘‘ What causes cotton to shrink?’’ 
The process is a complex one, but it can be said briefly that during 
the various highspeed finishing treatments given to cotton goods 
after coming from the looms—bleaching, dyeing, sizing, etc., as 
well as weaving, the fibers are stretched. The percentage of stretch 
differs with the fabric, but the result is the same. When the fin- 
ished cloth is immersed in water the fibers relax: they revert back 
to their normal dimensions. As the inventor of the process, San- 
ford Cluett, puts it, they do this in revenge for the treatment to 
which they have been subjected. 


Before going back to Sanforized’s policing methods, let us 
look into our acquisition of the trade-mark. The story starts with 
World War I, when men in the Armed Forces first became accus- 
tomed to wearing shirts with attached collars. They liked them 
and wanted them in civilian life. Cluett, Peabody, manufacturer 
of the popular Arrow collar, realized it would have to go into the 
shirt nranufacturing business, or cease operations. Shrinkage 
was a serious problem, and the company set out to solve it. Eventu- 
ally the solution was found in a mechanical process for com- 
pressing the cloth and relaxing the taut fibers. The trade-mark 
for the process’ standard came from the inventor, Sanford Cluett, 
then head of the firm’s research department. Instead of confining 
the process to Arrow products, it was decided.to make it available 
to the entire textile industry. From this decision came the system 
of licensing other firms to use the process to reduce shrinkage, in 
conformance with our carefully maintained standards. 


Having made that decision, we faced the need for educating 
the public to demand cloth so treated; and, simultaneously, for 
educating the entire textile industry and the retail world. Along 
with that need came the obligation to uphold standards: to see 
that licensees maintained uniform, minimum shrinkage tolerances, 
so that the Sanforized trade-mark would fulfill the promise of its 
name. 


Advertising was the medium used in this educational pro- 
gram. For the past 20 years our Sanforized Division has adver- 
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tised regularly and extensively in both consumer and business 
publications. It was a pioneer in the large-space use of advertis- 
ing in the textile field, in an era when—with the exception of a 
few sheet manufacturers—most of those in the industry confined 
their copy appeal to the ‘‘Come in and see our new spring line’’ 
theme. Sanforized also pioneered in double-page spreads in busi- 
ness papers, now a common practice. 


In the consumer field, we sponsor the largest single-product 
campaign in the cotton textile field, using 16 pages in Life, 16 in 
The Saturday Evening Post, and 8 pages in each of the leading 
women’s service magazines. We are also using daily shopping 
radio and TV programs in 8 leading cities. We lean toward the 
use of humorous copy, with line drawings showing amusing situa- 
tions involving shrinkage—the woman who bought the dress which 
shrank, or the man with the too-tight collar. Sometimes there is 
contrast, as between the woman whose dress bears the Sanforized 
label and the unhappy creature whose dress shrank. Young & 
Rubicam, Inc., is our advertising agency. 


Readership is consistently high, with Starch surveys usually 
showing our advertisements among the top three in the ‘‘most- 
read’’ class. 


Our licensees are assured of our continuance of large-scale 
advertising, since it is written in our license agreement that we 
will spend a certain specified part of our gross royalties in the 
promotion of the Sanforized trade-mark. 


Important as our advertising has been in winning acceptance 
of our trade-mark, it would be useless without maintenance of 
standards. This, in turn, means policing. 


Each licensee has its own special ‘‘Sanforized’’ department. 
By agreement with Cluett, Peabody, the plant keeps a record of 
every lot of fabric which is to carry the label. Here are the steps 
to be taken: A wash test is made to determine the shrinkage 
potential of the lot of cloth. The machines are then set to com- 
press that particular potential, whether it be 3% or 14%. After 
a run of cloth has been shrunk, samples are again wash-tested. 
If the work has been properly done, there will be a residual shrink- 





Vol. 43 T. M. R. ‘*24-HOUR-WATCH’’ GUARDS GOOD NAME 349 


age of not more than 1%. On a ecard for this lot of cloth there are 
attached swatches of the original unshrunk cloth, of the wash test 
results, and of the treated cloth after wash tests. 


To check the work at the plants, Cluett, Peabody has a staff 
of about 20 technicians who visit them regularly and make their 
own wash tests, comparing results with those of the plant for 
each lot. And, as a further check, they forward samples to Clu- 
ett’s main plant at Troy, where the same tests are again made. 
All up the line the standard is the same: The finished fabric to 
which the Sanforized label is to be attached must not shrink more 
than 1%. 


The chief function of the technicians is to see to it that 
licensees maintain standards. But they are also trouble-shooters 
who render various services to the plants they visit. They are 
experts at operating shrinkage machines and can show ways of 
adapting them to various weaves and new materials. They pass 
on shrinkage information developed by the research staff at Troy, 
for example, how to shrink such difficult-to-shrink fabrics as seer- 


sucker; waffle pique, terry cloth, and the like. They know what 
can’t yet be done, such as shrinking quilted fabrics. Like good 
salesmen, these men are clearing houses of information. 


In addition to the technical staff, the Sanforized Division has 
about a dozen contact men, trained in merchandising, who visit 
retail stores and manufacturers—liaison men who know about 
resources and styling. They help train retail personnel—an im- 
portant service. They regularly visit stores in 52 cities. It is 
largely because of these men and their close contact with the 
various merchandising levels of their territories that misuse of 
the label is so rare. 


Though at times it seems that the attempt to educate retail 
sales personnel is love’s labor lost, we continue hopefully to do it. 
Our contact men address groups and talk to individuals. There 
is a prepared sales training talk they can use as a guide. We have 
also sent out various printed pieces to help salespeople deal with 
the shrinkage question. 


Boiled down, our advice to salespeople is: Don’t make an 
unsupported claim regarding shrinkage to the shopper. Look at 
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the label. If there is no shrinkage claim on it, go to the buyer and 
ask her what to say to customers on this subject. If there is a 
shrinkage claim, point it out to the customer. We feel, though, 
that the term ‘‘pre-shrunk”’ is a vague term. We like to remind 
salespeople that a valid claim can be made for the garment with 
the ‘‘Sanforized’’ label, though this is rarely necessary, since the 
customer herself knows what it promises, 


One of our training devices for saleswomen is in the form of 
teaser leaflets, sent out at intervals. They carry amusing line 
drawings, each with its own specific message. One titled ‘‘The 
Secret of Trigger-Word Tessie,’’ tells why Tessie was able to sell 
more dresses than any other two salesgirls in the department 
(because she studied the talking points of the dresses before the 
customers came in, and mentioned them—especially ‘‘Sanfor- 
ized’’). Another ‘‘Sad Sadie,’’ tells of the girl who doesn’t realize 
the evils of shrinkage—that as little as 3% shrinkage can steal 
away the looks of a cotton dress; that 5% shrinkage can reduce 
a size 16 dress to a size 12 after only one washing. 


When Cluett, Peabody began to license textile finishing plants 
to use its process, many were indifferent toward the idea and 
took it up only because retailers and manufacturers insisted upon 
it. At that stage, we had to bear down hard, in both consumer 
and trade advertising, on the meaning and value of the ‘‘Sanfor- 
ized’’ label. Nowadays the garment manufacturers and, more 
spectacularly, the retailers, realize the value of the trade-mark 
and are more than willing to capitalize on the acceptance the com- 
pany has won for it. 


Today over 200 plants in the U. 8S. and abroad are licensed 
to use the ‘‘Sanforized’’ trade-mark. The percentage of retail 
advertising showing or mentioning the trade name keeps rising. 
This is a reliable index of the trade-mark’s acceptance and one 
we watch closely. For example, we maintain a continuing check 
of all retail advertising in 10 large, selected cities, counting num- 
bers of mention of the term ‘‘Sanforized.’’ For the first six 
months of 1952 there was an increase of 8.5% in the number of 
mentions, in comparison with the figure for the first six months of 
1951. For the past several years we have also had comprehensive 
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What to say when a customer asks . . . “Will It Shrink?” 


(We quote here a condensed version of the copy that 
appears in C-P’s excellent leaflet for the use of retail 
salespeople. Cover shown at left.—The Editors.) 


Remember... you speak for your store! Your store will stand be- 
hind . . . must stand behind anything you say about the merchandise 
you sell. That is why it is so important that everything you say is 
accurate and factual. This is especially true in the case of shrinkage 
claims. No one ean tell whether a cotton garment or cotton piece 
goods will or will not shrink merely by looking at it. Thus, any 
unsupported claim you make will be simply a guess. So when a 
customer asks ‘‘ Will it shrink?’’ play safe, protect yourself and your 
store. Always look at the label. 


... If shrinkage is not mentioned on the tag or label... When the 
fabric or garment manufacturer fails to make a shrinkage claim, it 
is unwise and unsafe for you to do so. In most cases you will find 
many other features to stress ... and since you do not know how 
much the garment will shrink—play safe—suggest a larger size. 
Remember, if the garment is unshrank, the fit will be seriously altered 
after but one washing. 


... lf the label or tag merely says “pre-shrunk” or some similar 
phrase... There are various ways of reducing shrinkage in a 
cotton .fabric. However, even after such treatments, the fabric may 
still shrink enough in laundering to alter the fit or the style of a 
garment. If the manufacturer’s shrinkage claim is vague, you should 
be careful not to make too specific a claim, The amount of shrinkage 
remaining in such fabrics can vary widely. 


... If the label or tag says “SANFORIZED”... The ‘‘Sanforized’”’ 
trade-mark on a tag or label enables you to make a positive shrinkage 
claim with perfect safety. A ‘‘Sanforized’’ cotton will not shrink out 
of fit no matter how many times it is laundered. You know that. 
Your customer knows it too. : 


What Not to Say 


Today, billions of yards of ‘‘Sanforized’’ cottons are made up into 
garments or sold over the counter. You see this famous trade-mark 
time and time again in the cotton departments of your store. But 
remember, not all cottons are ‘‘Sanforized’’ cottons, so— 


Don’t say a fabric or garment is a ‘‘Sanforized’’ fabrie or garment 
unless you actually see the trade-mark on the tag or label. 

Don’t say, airily and vaguely, (as some salesgirls do) ‘‘Oh, yes, 
all our cottons are ‘‘Sanforized’’ unless all your cottons actually do 
carry the trade-mark on the tag or label. 

Don't say ‘‘This is a ‘Sanforized’ cotton .. . but it just doesn’t say 
so on the label.’’ Merchandise not labeled ‘‘Sanforized”’ is not ‘‘San- 
forized’’ merchandise. 





352 THE TRADE-MARK REPORTER Vol. 43 T. M. R. 


breakdowns, counts of mentions in the retail advertising published 
in 54 cities, during the Mother’s Day to Father’s Day period. In 
each of the last three years the number of mentions has been in 
the neighborhood of 100,000 a year, never less than that. 


These statistics are broken down in detail, geographically and 
by type of product. They provide a method of checking sales. We 
would, for example, look into a decline in number of mentions of 
‘‘Sanforized’’ in advertising, for, let us say, boys’ wear, or 
women’s house dresses, in a certain city, to determine whether 
business as a whole was off during that period in that region, or 
whether this type of merchandise has suffered a slump, or 
whether our own sales methods were at fault somehow. We also 
have breakdowns by stores. These are interesting not only to us, 
but to the stores, because they like to see how their advertisements 
for similar products compare with those of other stores. 


Another index of our progress is the mail order catalog. In 
the most recent issues of the catalogs of the two largest mail order 
houses, there were mentions of ‘‘Sanforized’’ in the descriptions 


of approximately 85% of men’s furnishings offered; 96% of men’s 
work clothing; 84% of boys’ wear; 55% of misses and women’s 
wear; 44% of children’s and infants’ wear; 24% of piece goods. 


Our checking system not only answers the question, ‘‘ How 
are we doing?’’ It also spots any misuse of the Sanforized label. 
And there’s still another benefit. The contact men can give the 
stores this information, as stated above. Few would take the 
time to collect records of their own advertising, much less the 
records of other stores. The stores’ merchandising staffs like this, 
not only as a matter of general interest, but also because it indi- 
cates that the Sanforized Division considers each retail outlet as 
an entity. The calls of our contact men are not mere handshaking 
tours. Sometimes, through having been in close touch with fabric 
and garment manufacturers, our men are able to go to the stores 
before they have had delivery on certain lines, and suggest pro- 
motions to them. 

Availability of shrink-resistant fabrics has had considerable 


effect on style and design, in ways of which the general public is 
unaware. Look about you and note the well-fitting work clothes 
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men now wear instead of the baggy overalls of yesteryear. The 
attractive two-piece washable uniforms worn by servicemen in 
many industries are a reality because they can be made of fabric 
that won’t shrink out of fit. Men’s pajamas have style and fit 
today. The new fitted, contour sheets would not be practical were 
it not for shrinking standards. 


That the ‘‘Sanforized’’ trade-mark has won wide popular 
acceptance is self-evident. The label is assurance of a character- 
istic consumers value in fabrics. But this alone would not have 
won for us the place we now hold. It was necessary to tell the 
‘‘Sanforized’’ story to the public and to the industry, through 
aggressive promotion; and to maintain standards, through strict 
policing. We have succeeded thus far in this dual objective, but 
we cannot relax our efforts. Our program must continue. We 
can’t afford to rest on the laurels of yesterday’s ball game. 
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NOTES FROM THE PATENT OFFICE 


Republication and Renewal 


By Katharine |. Hancock* 


A high percentage of expirations among republished trade- 
mark registrations appears to point to a widespread misunder- 
standing of the meaning of republication under Sec. 12 (c) of the 
Trade-Mark Act of 1946, and of the relation between republication 
and the renewal procedure under Sec. 9 of the Trade-Mark Act 
of 1946. 


A look at the Patent Office trade-mark bound volume No. 380 
containing copies of 970 registrations issued between July 19 and 
August 30, 1932, shows that 117 of those registrations have been 
republished. Of these 117 republished registrations, 82 have been 
renewed and 35 (30 per cent) have expired. 


Taking advantage of republication indicates that the trade- 
mark involved is an active one and that the owner is interested 
in maintaining rights in the registration. The republication and 
expiration dates in the above cases are less than four and one- 
half years apart (in the majority of cases less than three and one- 
half years apart). Usually circumstances which would change the 
owner’s purpose would not develop in so short a time. No doubt 
many of the owners of these expired republished registrations 
did not intend to allow their registrations to expire, and did so 
only because of a misunderstanding of what republication accom- 
plishes. 


There seems to be an impression that republication starts a 
new term for a registration. But this is not true. 


Republication is the procedure by which the owner of a trade- 
mark registration under the Act of 1881 or of 1905 may elect to 
transfer the registration to the Trade-Mark Act of 1946. This 
is done by presenting an affidavit stating use of the mark and 
claiming the benefits of the Act of 1946. Notice of this claim is 
given by printing the trade-mark in the Official Gazette. This 
notice is (rather unfortunately, it now turns out) called ‘‘ publica- 


*Trade-Mark Examiner, U. 8. Patent Office, Member of District of Columbia Bar. 
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tion’’ in See. 12(c), despite the fact that it is not ‘‘publication”’ 
in the historical trade-mark sense because republished trade- 
marks are not subject to opposition and the republication pro- 
cedure is not related to the term of a registration. Undoubtedly 
it is natural to think of ‘‘republication’’ as starting a new term 
(by analogy to ‘‘publication’’ as a part of the original granting 
of a registration), but this is not the meaning given in Sec. 12(c). 
In that Section republication constitutes merely a ‘‘reprinting’’ 
of a trade-mark, for the sole purpose of giving notice of the claim 
of benefits of the Trade-Mark Act of 1946. 


Renewal is the procedure by which the term or life of a reg- 
istration is extended. Renewal is required of all registrations— 
even republished ones. A registration has a term of twenty years 
by its original grant. At the end of that time, a registration may 
be kept in force for another twenty year term by a separate re- 
newal proceeding under Sec. 9, and this renewal procedure may 
be repeated at the end of every twenty year period thereafter. But 
unless the renewal procedure is followed at these designated times, 
the registration automatically expires. 


Republication is not a substitute for renewal. The two pro- 
cedures are separate and distinct, and accomplish entirely dif- 
ferent purposes. 


Republication neither initiates nor affects the term of a reg- 
istration. It merely transfers a registration to the 1946 Act for 
whatever the remaining term of the registration may be. 


Since November 1, 1950, Notices of Republication sent to 
registrants have included a statement that republication does not 
extend the term of the registration and that the registration will 
expire unless renewed at the end of its current term under See. 9. 
This fact has been further called to the attention of trade-mark 
owners and attorneys by a Notice in 668 Official Gazette 558, 
March 17, 1953, concerning the necessity of renewing republished 
registrations. 


An example of the adverse effects of failure to understand 
the nature of republication and renewal can be seen in the cases 
of Harry H. Myers (Malvina D. Myers, Assignee, Substituted), 
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doing business as Sure Shot Laboratories v. Polk Miller Products 
Corporation, 96 U.S. P. Q. 233, 43 T. M. R. 276, and In re Malvina 
D. Myers, doing business as Sure Shot Laboratories, 96 U.S. P. Q. 
238, 43 T. M. R. 284, where, although the registration was duly 
republished, it was allowed to expire two years later by failure 
to renew, in the midst of litigation based upon the registration, 
thus raising the question of whether the entire litigation might 
not be moot. 
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CHANGES IN TRADE-MARK PRACTICE RULES* 


The following amendments to the Rules of Trade-Mark Prac- 
tice in the U. S. Patent Office became effective on January 1, 1953: 


‘*Trade-mark rule 1.6 has been amended to read as follows: 


1.6 Times for taking action; expiration on Saturday, Sunday 
or holiday. Whenever periods of time are specified in these rules 
in days, calendar days are intended unless otherwise indicated. 
When the day, or the last day, fixed by statute or by or under 
these rules for taking any action or paying any fee falls on Satur- 
day, Sunday, or on a holiday within the District of Columbia, the 
action may be taken or the fee paid, on the next succeeding day 
which is not a Saturday, Sunday, or a holiday. 


Trade-mark rule 2.1 has been amended by changing ‘.20’ to 
‘30’ in items (u) and (v) and by changing ‘20’ to ‘30’ in item (x). 


Trade-mark rule 4.6 has been amended by changing ‘R.S. 487, 
as amended; 35 U. S. C. 11’ in the cross reference at the end to 
read ‘35 U.S. C. 32’. 


Trade-mark rule 26.2 has been amended by adding the follow- 
ing sentence at the end of the second paragraph: 


Petition for rehearing or reconsideration or modification of 
the decision on appeal must be filed within thirty days from the 
date of the decision. 


Trade-mark rule 26.3 has been amended by adding the follow- 
ing sentence at the end: 


Petition for rehearing or reconsideration or modification of 
the decision on appeal must be filed within thirty days from the 
date of the decision. 


Trade-mark rule 26.4 has been amended by changing ‘section 
4915, Revised Statutes (35 U.S. C. 63),’ to read ‘35 U. S. C. 145 
or 146,’ and by changing ‘rules 301, 302 and 305’ to read ‘rules 
301 to 304’.”’ 

* From the Supplement to May 1952 edition of ‘‘Rules of Practice in Trade-Mark 
Cases,’’ Washington, D. C. This supplement can be obtained by writing to the Super- 


intendent of Documents, U. 8. Government Printing Office, Washington 25, D. C. Price 
per copy 5 cents. 
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Attention is also directed to new rules 303 and 304 of the Laws 
of Patent Practice since they deal with procedures for filing 
appeals from the Commissioner’s decision by way of a civil 
action under what was formerly R. S. 4195. The major change is 
in the time for filing such civil action. Under the provisions of 
R. S. 4195 the time within which a civil action had to be filed was 
six months after the decision of the Commissioner. Under new 
rule 304 of the Laws of Patent Practice the time for commencing 
civil action is SIXTY DAYS from the date of the final decision 
of the Commissioner. 


If an unsuccessful party has filed an appeal to the Court of 
Customs and Patent Appeals the adverse party, if he elects to 
have the matter continued by way of civil action, must file his 
notice of election within twenty days after the appellant shall have 
filed notice of appeal to CCPA. 
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Hanpsook oF MateriaL Trape Names. By O. T. Zimmerman and 
Irvin Lavine. Second edition. Dover, New Hampshire, In- 
dustrial Research Service, 1953. Pp. xvi, 794. $20.00; $22.50 
(outside of U.S. A.). 

A copy of the 1953 edition of the Handbook of Material 
Trade Names compiled by O. T. Zimmerman and Irvin Lavine 
is in the U.S. T. M. A. library and available to members. The com- 
pilers are members of the faculty of the University of New Hamp- 
shire, Mr. Zimmerman being professor of Chemical Engineering 
at that institution and Mr. Lavine a lecturer in the same Depart- 
ment. 


The new compilation represents a prodigious amount of work 
on the part of these men. Containing, as it does, about five times 
as much information as did the 1946 edition it should be of even 
greater help and value to Technicians, Purchasing Agents, Man- 
ufacturers and others. 


The present volume is divided into three parts—a trade name 
section, a classification section and a directory. 


About 15,000 trade names of materials are listed in alpha- 
betical or numerical order in the first section together with state- 
ments of their properties or uses and the names of the manufac- 
turers. Trade names as uSed in this section are the names by 
which the materials are known or identified in commerce and may 
be trade-marks or common names. Wherever the facts are known, 
the authors have indicated whether or not a-trade name is regis- 
tered. 


The classification section lists alphabetically several hundred 
broad or generic classes of materials and under each class gives 
the trade names of materials that are in that class. For example, 
under ABRASIVES are listed sixty trade names of abrasive 
materials that are identified and described in the first section. 


The directory contains an alphabetical list of the names and 
addresses of the manufacturers or distributors of the materials. 
The trade names of the materials made by a manufacturer are 
given under his name. 


Henry J. SAvaGe 
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Trave-Marks, forming part of Section 2 of ‘‘Do’s and Don’ts in 
Advertising Copy,’’ 11 pages and Index. A Looseleaf Service 
for Advertisers, Advertising Agencies, Broadcasters and 
Printed Media. Edited by John J. Dunne. A limited supply of 
this chapter is available at the National Better Business Bu- 
reau, Inc., 405 Lexington Avenue, New York 17, N. Y. 


The trade-mark chapter of ‘‘Do’s and Don’ts’’ is a good job 
despite the fact that some of its bibliography is old (Liddy, 1937; 
Leavenworth, 1936, ete.) and that it covers a broad territory in 
a small space. One is surprised, however, that a current précis 
on trade-marks should not cite such agile fencers with words and 
phrases as Derenberg, Middleton (with his impish pen) and the 
ubiquitous Miss Robert.’ One feels lost without the presence of 
those stalwarts; it is like appraising a farm that has no boundary 
monuments. 


The piece in ‘‘Do’s and Don’ts’’ is divisible generally into 
two parts: 1) procedures for designing and protecting emblems of 
commercial origin, and 2), an analysis of the Trade-Mark Act 
of 1946. It also has a paragraph on the relationship of the Federal 
Trade Commission to the Lanham Act. 


The practical advice to the business community is particularly 
good. The statutory language speaks for itself except where a 
Derenberg or a Robert or a Middleton might be needed to in- 
terpret. In any event, the anonymous author of the N.B.B.B. piece 
cautions against laymen invading the legal profession. I think 
that, in a very strict sense, he follows his own admonition; once 
or twice he marches up to the line, but seems skillfully to escape 
the application of the New York Statute which still considers the 
law to be a learned profession whose secrets are reserved to the 
initiate. 

The reference to the Federal Trade Commission is apt to be 
misleading. In fact, that agency has been almost completely inac- 
tive under the Lanham Act for reasons set forth in a 1948 writing 
on the subject. That paragraph might have been left out without 
any one being particularly harmed. 


1. Not to be confused with any one, particularly, the author of ‘‘Robert’s Rules 
of Order.’’ 
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Also, we might quarrel with such sweeping dicta as that 
‘‘Linoleum,’’ ‘‘Cellophane,’’ ete. never were ‘‘protected trade- 
marks,’’ but this is pin-pricking—and the business man doesn’t 
care anyway. 

Isaac W. DiacrEs 
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NOTES FROM OTHER NATIONS 
Argentina 
German Owned Trade-Marks 
The Argentine Government, through President Peron, has 
announced that Argentina will restore some 1,365 German trade- 
marks seized in 1945 as enemy property. A total of 2,504 trade- 


marks were seized from German owners after Argentina declared 
war on Germany on March 27, 1945. 


Austria 
Trade-Mark Legislation 


Under the legislation in force in Austria up to her occupation 
by Nazi Germany in 1938, trade-marks were registered irrespec- 
tive of whether identical or resembling trade-marks were already 
on the Register. Only after registration a search was made and 
if it had been ascertained that identical or confusingly resembling 
trade-marks had been previously registered in respect of the same 
goods or goods of the same description, both parties were notified 


according to Section 18 of the Trade-Marks Act, 1890, as amended, 
but no other steps were taken by the authorities ex officio; it was 
left to the owners of the previously registered trade-marks to 
file an action for cancellation if they thought fit to do so. That 
scheme was generally termed as system of ‘‘avis prealable.’’ 


When Austria was liberated in 1945 the Austrian trade-marks 
legislation which had been replaced by the German legislation 
during the occupation was restored but the operation of the above 
quoted Section 18 was temporarily suspended owing to the scarcity 
of staff and because a part of the old trade-marks Registers was 
not available. 


This legal situation was altered by a statute of July 25, 1952, 

No. 210 Austrian Federal Law Gazette. It provides inter alia that 
applications for registration of trade-marks shall be examined 
before registration with regard to previously registered or applied 
for trade-marks. If it is found that identical or confusingly re- 
Editor’s note: Information contained in this section has been furnished by 


members and special acknowledgment is made to the Trade-Marks, Patents and Designs 
Federation of London. 
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sembling trade-marks had been registered in respect of the same 
goods or the same description of goods or that such applications 
were pending, the applicant shall be notified thereof. Should he 
decide not to withdraw or alter his application, the trade-mark 
is to be registered just the same, provided the application was 
in accordance with the other provisions in Austrian trade-marks 
legislation, but then, i.e. after registration, notification shall be 
sent to the owners of older rights or applicants whose applica- 
tions had been filed previously. This applies also to internationally 
registered trade-marks, so that after registration of a trade- 
mark in Austria, also the owners of older identical or similar 
international trade-marks—whose protection had not been refused 
in Austria—are to be notified of such a registration, always pro- 
vided that the goods were identical or of the same description. 


This scheme came into force from 1st July 1952 onwards as 
provided by a Regulation dated May 24, 1952, and applies to all 
applications for registration of trade-marks filed on or after 
July 1, 1952. 


After such notifications have been sent 
1. before registration to the applicant, and 


2. after registration to the owners of previously registered 
trade-marks (either registered in Austria or internationally) or 
to applicants whose applications had been filed before the appli- 
cation in question, no further action is taken by the Patent Office 
as long as no steps are undertaken by the persons mentioned 
under 2 to secure their rights. The result is that identical or 
resembling trade-marks may stand on the Register in respect of 
identical goods or goods of the same description, provided there 
is no opposition by the owners of older rights. 


It should be noted that the above scheme does not apply to 
internationally registered trade-marks communicated by the Berne 
International Bureau to the Austrian Patent Office. In that case, 
the Patent Office does not institute a search with regard to exist- 
ing trade-mark rights so that the owners of internationally regis- 
tered trade-marks must ascertain themselves whether identical or 
resembling trade-marks are already on the Register in Austria; 
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and it is also left to the owners of previously registered Austrian 
trade-marks to ascertain whether their rights are violated by inter- 
national trade-marks, protection of which had not been refused 
in Austria for non-compliance with Austrian law.' 


Canada 
Expungement Proceeding 


In Jaczynski, et al v. Lemieua?* the Exchequer Court of Canada 
passed on the question of expungement of a registration by a 
Canadian agent of a French firm whose importations into Canada 
had been interrupted by World War II. The plaintiff had used 
the trade-mark ‘‘Schoum”’ on pharmaceutical products since 1898 
in France. The trade-mark was registered in France. The prep- 
aration had been sold in Canada under the trade-mark since 1913 
but the plaintiff had not registered the mark in Canada. The 
defendant had been plaintiff’s Canadian agent in 1939 and the 
agency was interrupted in 1940 by the war. When trade between 
Canada and France was resumed in 1945 the plaintiffs learned 
that in 1941 the defendant had registered the trade-mark in his 
own name and was selling a pharmaceutical product, not that 
of plaintiffs, under the name of ‘‘Solution Schoum.’’ In 1947 
plaintiffs filed an action to expunge. 


Defense was based on the grounds that plaintiffs had not 
registered their mark within the period specified in the Unfair 
Competition Act; that plaintiffs’ claim was barred by laches; and 
that since the plaintiffs’ trade-mark had not been registered, it 
no longer existed as a trade-mark. 


The court held that a trade-mark depends upon use, and 
registration merely confirms the title acquired by use; that failure 
to register within six months after the date of first use may 
affect the true ownership of the mark; that the delay in filing 
expungement proceedings had not prejudiced the defendant; that 
there is no time limit provided in the Unfair Competition Act for 
filing expungement proceedings; and that the defendant had 


1. Prepared by Paul Abel, Consultant on International and Austrian Law, from 
London for the Journal of the ‘Patent Office Society. aoe with permission. Ref- 
erence to these changes ey appeared in 43 T. M. R. 

2. 12 Fox Pat. C. 
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adopted the mark with knowledge of plaintiffs’ rights. The regis- 
tration was ordered expunged. 


Registration Proceedings 


In Rubenstem et al v. the Registrar of Trade-Marks and 
Bulova Watch Company, Inc.® the applicant appealed to the Ex- 
chequer Court from the decision of the Registrar refusing regis- 
tration of ‘‘Bulla’’ for watches on the basis of the existing regis- 
tration of ‘‘Bulova.’’ The applicant, since 1949, had been selling 
watches under the trade-mark ‘‘Bulla’’ as imported from a Swiss 
firm which had used the trade-mark ‘‘Bulla’’ since 1872. There 
was no evidence which showed that the applicant had acquired 
any rights in the mark from the Swiss manufacturer. The evi- 
dence showed that none of the watches had been sold at any time 
in the United States and none had been sold in Canada under the 
mark until 1949. The evidence further indicated that the use 
made by the applicant of the mark ‘‘Bulla’’ had been extremely 
limited, and the court held: ‘‘When there has been no substantial 
contemporaneous use of the two marks, the fact that there is no 


evidence of actual confusion through such use as there has been 
is not of much importance, and in this case I attach no great 
weight to it.’’ 


The court found confusing similarity between the two marks 
and affirmed the decision of the Registrar refusing registration. 


Czechoslovakia 7 
New Statute and Regulations 


A series of laws and regulations of the government has rad- 
ically altered Czechoslovakia’s traditionally western policy re- 
specting trade-marks. According to official announcements in 
Prague, the measures have been designed to end the policy and 
procedures ‘‘of the bourgeois era and create prerequisites for the 
advancement of technology for the struggle for a better and more 
beautiful socialistic future.’’ The following seems to represent 
the principal features of the measures: 


1. Although Czechoslovakia is a member of the International 


3. 12 Fox Pat. C. 162. 





366 THE TRADE-MARK REPORTER Vol. 43 T. M. R. 


Convention, the present policy and procedures are modeled on 
existing legislation in the Soviet Union, which has never adhered 
to the International Convention. The philosophy places emphasis 
on the degree of utility to the State that may be inherent in the 
trade-mark, rather than upon granting rights to individuals and 
protecting those rights. The matter of compensation for the 
State’s utilization of trade-marks is to be decided by the State. 


2. Developments and improvements achieved by a person 
working in a State-owned enterprise must be turned over to the 
State and the measures demand the ‘‘voluntary’’ donations of 
trade-marks to the State in return for compensation. (It should 
be noted that virtually all enterprises in Czechoslovakia engaged 
in the manufacture, processing and marketing of ordinary com- 
modities are State-owned and that all essential industries are 
State-owned.) The State is authorized to take possession of trade- 
marks if and when they are suitable to the build-up of the social- 
istic structure, and compensation is to be established by a govern- 
ment commission under the State Planning Office. 


3. The measures specifically provide that they do not affect 
obligations under national treaties, and that foreign nationals 
shall have the same rights as Czechoslovak nationals on mutually 
agreed terms and to the extent of these terms. Foreign nationals 
must, however, in proceedings under the measures, be represented 
by persons or organizations designated by the State. 


Great Britain 
Merchandise Marks Bill 


The Merchandise Marks Bill, to which reference was made in 
43 Trade-Mark Reporter 173, has been debated in the House of 
Lords. The following is a summary of the points raised during 
the debate. 


(a) The existing Acts are limited to offenses based on 
‘‘false’’ trade descriptions. In the Bill it is proposed to include 
‘‘misleading’’ trade descriptions as well. 


(b) In the Bill it is proposed to include trade descriptions 
that refer to ‘‘the quality, fitness for purpose, strength, accuracy, 
performance or behaviour of any goods.’’ Criticisms of this inclu- 
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sion were directed especially against the word ‘‘quality.’’ It is 
probable that an amendment of the Bill will be proposed to delete 
the word ‘‘quality’’ and to add some words so as to make the defi- 
nition read ‘‘the fitness for purpose, strength, accuracy, perform- 
ance, or behaviour or other physically ascertainable and definable 
characteristic of any goods.”’ 


(c) The Bill includes no suggested improvement of the pro- 
cedure for enforcement of the Merchandise Marks Acts. 


(d) It was suggested that the Merchandise Marks Acts should 
be consolidated. 
British Standards Mark 


The British Standards Institution ‘‘Kite’’ mark, referred to 
in 43 Trade-Mark Reporter 173, was the subject of a question 
raised by Commons directed to the President of the Board of 
Trade. The question involved the steps which would be taken to 
check the validity of the use of the mark on furniture and to what 
extent improper use carried a penalty. The President of the Board 
of Trade replied that the mark was registered as a certification 
trade-mark under the Trade-Marks Act of 1938 by the British 
Standards Institution; that inspectors were employed to watch 
its use; and that misapplication of the mark could be the subject 
either of a civil suit for infringement or of a prosecution under 
the Merchandise Marks Acts. 


Unfair Competition _ 


In Cellular Clothing Co. Ltd. v. G. White & Co. Ltd., Mr. Jus- 
tice Harman of the Chancery Division, High Court of Justice 
passed on two legal points involved in a passing-off action. The 
plaintiff was relying on evidence that its employees had been 
trapped. No notice was given to the defendants of passing-off at 
the time, and after suit had been filed, particulars of the passing- 
off charges were refused to the defendants until they were pre- 
sented in the evidence filed to support a motion for interlocutory 
injunction. 


Mr. Justice Harman held that evidence of these trap orders, 
confirmation being absent, was insufficient to support a claim for 
injunction. 
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The original action sought relief from infringement of trade- 
mark, but the allegations concerned passing-off only. The plaintiff 
sought to amend its complaint in the trial by reciting additional 
facts related to an incident which occurred before suit was filed. 
The court, on the ground that these facts were, or should have been, 
known to the plaintiff’s solicitors when the complaint was drawn, 
refused leave to amend. 


Mr. Justice Harman observed that there was no allegation 
that the defendant threatened or intended to continue the wrong- 
ful acts and, in the absence of such allegation, it was doubtful 
whether, in the face of denials of passing-off, an injunction could 
have been granted even if the three instances of passing-off had 
actually been proved. The action was dismissed with costs. 


Syria 
Compulsory Registration 


The Minister of National Economy, on January 7, 1953, issued 
Order No. 11 under Decree No. 245 which makes applicable the 
compulsory registration of trade-marks for ‘‘medicinal and phar- 


maceutical preparations and products, natural or manufactured, 
locally made or imported.’’ The Order under the Decree makes 
no mention of measures to be taken with respect to such products 
which are already on the market or of the date upon which the 
provisions of Article 8 of the Decree will take effect. It is under- 
stood unofficially that a delay of five months will be granted. 


No orders have been issued under the second Decree referred 
to in 43 T. M. R. 262 dealing with conserved foodstuffs, perfum- 
ery, toilet articles and alcoholic drinks. 


Owners of trade-marks registered and used in connection 
with medicinal and pharmaceutical preparations as described in 
Order No. 11 should probably file the additional documents speci- 
fied by clauses 1 (c), 2 (d) and 2 (e) of Article 2 of Decree No. 
495. 
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CONSOLIDATED COSMETICS, ET AL. v. NEILSON CHEMICAL 
COMPANY 


No. 7927—E. D. Mich., §. Div.—December 15, 1952 


TRADE-MaARK AcT OF 1946-——REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
‘*Rustaboo’’ for chemical and detergent preparations for cleaning and 
preparing metal surfaces for painting not confusingly similar to ‘‘Tabu’’ and 
‘*Taboo’’ for cosmetics, toilet soap and perfumes. 


TRADE-MAaRK AcT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 

In determining similarity, factors of form, appearance, sound, spelling, 
and ideas connoted by them, and whether one with an indefinite recollection of 
the real mark would likely be misled, may be considered; test is not a probing 
side-by-side comparison by experts, but the impression likely to be made on 
ordinary purchases; a mark is not to be resolved into its component parts 
and analyzed separately. Applying these principles to the facts in instant case, 
the differences in the marks, when considered with the dissimilarities in products, 
and sufficient to obviate any reasonable likelihood of confusion in trade. 


REMEDIES—INFRINGEMENT—COLORABLE IMITATIONS 
‘*Rustaboo’’ does not infringe ‘‘Tabu’’ or ‘‘Taboo’’, particularly in view 
of differences in goods. 


REMEDIES—INFRINGEMENT— DILUTION 


Doctrine of dilution operates to give protection against the use of a mark 
on distinctly different goods, but it has no application unless the marks are 
similar; doctrine has been sparingly applied and only in situations where marks 
were identical or obvious simulations. 


> 


REGISTRATION PROCEDURE—APPEALS—R. 8S. 4915 


Determination of Patent Office as to registrability is accepted as controlling 
in subsequent R. 8. 4915 action unless contrary is established by evidence of char- 
acter and amount which carries through to a conviction. 


CourTS—JURISDICTION 
An equity court has jurisdiction, in a proper case, over matters of unfair 
competition which are not within the province of the Commissioner. 


Action for trade-mark infringement and unfair competition by Con- 
solidated Cosmetics and Les Parfums de Dana, Inc. v. Neilson Chemical 
Company and appeal under R. S. 4915 in application to register, Serial 
No. 489,918, filed October 13, 1945. Complaint dismissed. 


Joseph A. Cassese, of Detroit, Michigan, for plaintiff. 


Jorgensen & Alexander, of Detroit, Michigan, for defendant. 
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Kosctinsk1, District Judge. 


This is a suit for trade-mark infringement and unfair competition in 
which plaintiffs also seek reversal of a Patent Office decision accepting 
for registration defendant’s application for an alleged infringing trade- 
mark. 


On October 13, 1945 defendant filed an application in the United States 
Patent Office, Serial No. 489,918, for registration of its trade-mark 
Rustaboo for a chemical and detergent preparation for cleaning and pre- 
paring metal surfaces for painting. Plaintiff, Consolidated Cosmetics, as 
marketer of cosmetics, toilet soap, and perfumes under the trade-mark 
names Tabu and Taboo, filed opposition No. 25494 thereto, entitled Con- 
solidated Cosmetics v. Neilson Chemical Company, to prevent registration 
of defendant’s proposed trade-mark on its said application. 


The opposition was considered by the Examiner of Interferences on 
the opposer’s claim of confusion as the sole statutory ground for negativ- 
ing applicant’s right of registration. In support of its contention that 
products of the respective parties are goods of the same descriptive prop- 
erties and can be used for the same purposes, the opposer presented evi- 
dence of an actual experiment made with its Tabu toilet soap on a piece 
of rusted metal surface; rebuttal evidence included similar tests with de- 
fendant’s product. 


The examiner determined that opposer’s products other than Tabu 
toilet soap were so widely dissimilar in every essential particular as not 
to constitute goods of the same descriptive properties and that a likelihood 
of confusion in trade within the contemplation of the statute could not 
arise unless products with which the marks of the parties are used possess 
the same descriptive properties. He further determined that opposer’s 
Tabu toilet soap could not fulfill the function of applicant’s goods and 
that applicant’s goods included the necessary chemical agent for removal 
or neutralization of all surface rust in order to properly prepare rusted 
metal objects for painting, while toilet soap, which lacks this ingredient, 
serves merely as a lubricant for abrasive action and its use leaves all but 
surface rust undisturbed. He concluded that Tabu toilet soap and Rustaboo 
are dissimilar in composition and form, are used for substantially unre- 
lated purposes, are sold through different trade channels and to different 
classes of purchasers, and the differences with respect to the goods of both 
parties and those present in the marks used upon them are cumulative in 
their effect and amply sufficient to obviate any reasonable likelihood of 
confusion in trade or deception of purchasers. He dismissed the opposition 
and adjudged the applicant, defendant herein, entitled to registration of 
his trade-mark Rustaboo. 


Opposer appealed this ruling to the Commissioner of Patents who con- 
curred in the findings of the examiner and affirmed his decision. 
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This suit was thereupon filed under Title 35 U. S. C. §89, as amended 
by Title 15 U. S. C. §1071, for equitable relief by way of injunction to 
restrain defendant from infringing plaintiff’s registered trade-marks and 
from otherwise committing any acts of unfair competition, for an accounting 
of gains and profits by defendant and assessment of damages against it, and 
for reversal of the Patent Commissioner’s decision dismissing plaintiff’s 
opposition in the proceedings had before him. 


During the pendency of this suit, the trade-marks Tabu and Taboo 
were assigned by the Consolidated Cosmetics to Les Parfums de Dana, Inc., 
and the assignee was added as party-plaintiff herein. 


It is plaintiff’s contention in the present action that the opposition 
should have been sustained in the Patent Office on the grounds (1) that 
Rustaboo is confusingly similar to plaintiff’s trade-marks Tabu and Taboo, 
(2) that Rustaboo and plaintiffs’ soap and other chemical and detergent 
preparations are goods of the same descriptive properties, (3) that defend- 
ant merely placed Rust, a descriptive word without trade-mark significance, 
in front of plaintiffs’ trade-mark Taboo (4) that Rust is used by over fifty 
different persons and companies on detergents and other goods of the same 
descriptive properties so that defendant relied on Taboo as the only part 
of Rustaboo capable of distinguishing its goods from others using Rust, 
and the defendant has, therefore appropriated all of plaintiffs’ trade-mark 
Taboo and should not be permitted to register that mark, either alone or 


with the word Rust, (5) that goods of both plaintiffs and defendant are 
sold in the same places to the same customers, and have similar uses, (6) 
that defendant abandoned its use of the trade-mark Rustaboo, (7) that 
defendant did not have exclusive use of the trade-mark Rustaboo and is 
therefore not entitled to registration, which is only granted to an exclusive 
user, and (8) that the trade and purchasing public have acquiesced in 
plaintiffs’ exclusive rights to the trade-marks Tabu and Taboo. 


Defendant denies these claims and challenges plaintiffs’ right to ex- 
elusive use of their trade-marks on any but the specific goods or goods asso- 
ciated with the specific goods set forth in the trade-mark certificates, as 
well as their claim that Tabu and Taboo has been associated solely with 
plaintiffs’ products inasmuch as identical or closely-similar marks have 
been previously registered by others. 


At the trial the issues were submitted upon a record of all proceedings 
had in the Patent Office, as well as depositions subsequently taken. All 
physical and documentary exhibits introduced in edrlier proceedings were 
made available to this court as part of the record of this case. 


On the basis of all the evidence before it, this court makes the following 


FInpiInes oF Fact 


1. Plaintiffs, as well as their predecessors, were engaged for many 
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years in the creation, distribution, and sale of cosmetics, toilet goods and 
perfumes, and have used the trade-marks Tabu and Taboo on such products 
as owners of the following registered trade-marks: 


(a) No. 314,493, registered July 3, 1934, for Tabu, for lipsticks 
and rouge, in Class 6—Chemicals, medicines and pharmaceutical prep- 
arations ; 


(b) No. 343,897, registered March 9, 1937, for Tabu, for anti- 
perspirant, lipstick, rouge, face powder, eyelash and eyebrow mascara, 
creams for the hands and face, preparations for skin, hair and finger 
nails, and perfumes in Class 6—Chemicals, medicines and pharmaceu- 
tical preparations; and 


(c) No. 393,970, registered March 10, 1942, for Tabu, for toilet 
soap, in Class 4—Abrasive, detergent and polishing materials. 


2. Plaintiff, Les Parfums de Dana, Inc., is now admittedly the owner 
of these trade-marks. 


3. Plaintiffs’ goods bearing said trade-marks have been extensively 
and nationally advertised in such magazines as Harper’s Bazaar, Vogue, 
Beauty Fashion, Town and Country, and in newspapers throughout the 
country. The pictorial representations and descriptive material used in 
the advertisements suggest a purpose to attract the interest and win 
approval for the products primarily of women with discriminating taste 
in toilet preparations. 


4. Tabu and Taboo products, including Tabu toilet soap, are highly 
seented, attractively packaged, and sold generally in beauty salons as well 
as all leading drug and department stores. Sales of the products are also 
extensive and national in scope. 


5. A flaecon containing one-eighth of a fluid ounce of Tabu perfume 
sells for $3.25, according to the price tag marked on a package of this item 
submitted in evidence. Tabu toilet soap sells for approximately $2.00 a 
box of three cakes. 


6. Plaintiff’s products do not include any soaps or detergents other 
than Tabu toilet soap. 


7. Containers with Tabu and Taboo products which are specially 
boxed, bear the legend of their source as emanating from plaintiffs. 


8. Defendant manufactures and markets a liquid industrial and house- 
hold product under the name of Rustaboo which is a chemical and detergent 
preparation for cleaning and preparing metal surfaces for painting; it 
contains metal-attacking, rust-inhibiting and neutralizing agents and is 
composed of phosphoric acid, grease solvents, and wetting agents. 


9. Rustaboo has an unpleasant odor; it is poisonous and toxie and 
contains tissue-destroying agents. It is classified by postal authorities as 
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a corrosive and hazardous liquid. Phosphoric acid, one of its ingredients, 
is harmful and dangerous to the skin and other surfaces. 


10. Rustaboo is advertised in commercial journals and is sold, in 
plain, soft-glass bottles, in hardware stores and hardware departments of 
department stores. It has never been sold in drug stores, heretofore, but 
conceivably could be sold in drug stores which carry hardware items. 


11. Rustaboo sells for approximately 50¢ for a minimum-sized, four- 
ounce bottle. It is sold also in containers which vary from six-ounce to 
one-gallon capacity. 


12. Rustaboo bears a label which clearly designates it as a rust- 
remover and metal cleaner and gives the name of defendant as manufac- 
turer, or its distributors, or both. It is common practice to use steel wool 
in applying this liquid for cleaning metal and removing rust and this 
method of application is recommended on the label. 


13. The evidence established use of the marks Tabu and Taboo by 
plaintiffs on the goods described in the trade-mark registrations since a 
date prior to any date of use claimed by defendant, as well as substantial 
public recognition as to plaintiff’s perfumes and cosmetics. 


14. Products of both parties contain chemicals and, hence, may be 
referred to as chemicals. Plaintiffs’ specific product Tabu toilet soap and 
Rustaboo may also be, generally, classified as detergents since they both 
meet the definition of that term given in Webster’s New International 
Dictionary, 2d Ed., as ‘‘a cleansing agent, or solvent, as water or soap.’’ 
But for this common general classification, the dissimilarities in the two 
products, such as appearance, composition, price, packaging, media through 
which they are advertised, counters in which they are displayed and over 
which they are sold, the class of purchasers thereof, as well as the intended 
uses of each, are glaringly obvious and confusion between the two products 
themselves in the minds of the purchasing public is not only unlikely but 
improbable. 


15. In devising an appropriate name for its product defendant in- 
tended the name to suggest that the product so named frightens away rust 
and is, in effect, a rust-chaser. The origin of the name could be traced to 
a combination of the words Rust and Boo, with addition of a vowel for 
euphonious effect. This combination represents the aim of defendant in 
selecting a name more exactingly than the combination of Rust and Taboo, 
the origin which plaintiffs attribute to Rustaboo. In Rustaboo, attention 
is immediately focused on the initial syllable, Rust, and a clue is supplied 
that the product performs some function in relation to rust. 


Taboo and its variant form Tabu are words of the English language 
found in Webster’s New International Dictionary, 2d Ed., and have a 
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recognized pronunciation, with stress on the last syllable. In pronouncing 
Rustaboo it would be natural to place the accent on the initial syllable, 
though coined names of products are not always uniformly pronounced by 
all members of the purchasing public; in any event, stress on the last 
syllable in Rustaboo would be unlikely. This difference in stress, alone, 
renders the sound of each name quite dissimilar. A careful, side-by-side 
scrutiny, reveals a common suffix, but all similarity ceases at this point. In 
fact, the common suffix Aboo is present not only in Taboo and Rustaboo, 
but in at least one other well-known product, Bugaboo, and presence of 
the letter ‘‘t’’ in front of this suffix is coincidental since Rust ends with 
that letter, while Bug in Bugaboo ends with another consonant. 


Considering Rustaboo in its entirety, however, as a single, coined word, 
it is not similar, phonetically or in appearance, to plaintiff’s marks Tabu 
and Taboo and is unlikely to cause confusion with those marks or to lead 
the average purchaser to believe that Rustaboo emanates from the same 
source as Tabu and Taboo products. 


16. It is true that Rustaboo can be dissected into the word Rust and 
the suffix Aboo or the vowel ‘‘a’’ plus the word Boo. Rust is a descriptive 
word by itself; the suffix Aboo is meaningless; and the word Boo is not 
descriptive but is used in a fanciful and arbitrary manner in relation to 
the product. Again, however, the name Rustaboo must be examined in its 
entirety as a single, coined or manufactured word, and as such, it is not 
descriptive. 


17. The evidence established the fact that defendant has continued to 
manufacture and sell Rustaboo ever since it was first placed on the market, 
except when raw materials were unavailable, but that sales have not been 
actively promoted during pendency of legal proceedings involving registra- 
tion of the trade-mark for its name. It fails to establish, on the other hand, 
any intent on the part of defendant to discontinue use of such trade-mark. 


18. The evidence failed to establish use of the name Rustaboo by per- 
sons other than defendant and its authorized distributors. 


CONCLUSIONS OF LAW 


1. Plaintiffs challenge the Patent Commissioner’s dismissal of their 
opposition to defendant’s application for trade-mark registration on the 
ground that, having held products of the respective parties to the mer- 
chandise of the same descriptive properties, the opposition should have 
been sustained and registration of the trade-mark Rustaboo refused. They 
quote from the opinion of the Examiner of Interferences, whose ruling 
was affirmed by the Commissioner: ‘‘It is probably true that the goods of 
the parties possess the same descriptive properties in a broad sense, in that 
both are detergents.’’ The examiner further concluded, however, ‘‘that 
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the products are otherwise dissimilar in composition and form, are used for 
substantially unrelated purposes, and so far as the record indicates are sold 
through different trade channels and to different classes of purchasers.”’ 
The affirming opinion of the Commissioner, also expresses a view that toilet 
soap and defendant’s preparation differ radically in every respect, and that 
the goods of the respective parties are so different in their purpose, use, 
and channels of sales that there is not even a remote likelihood that con- 
fusion might result from the concurrent use of the marks of the parties 
upon these goods. These conclusions clearly contradict the effect of the 
Patent Office language as interpreted by plaintiffs. 


2. The function of a trade-mark is to point out distinctively the 
origin or ownership of an article to which it is affixed and to distinguish 
goods of one person from those of another. Elgin Nat. Watch Co. v. Illinois 
Watch Case Co., 179 U. S. 665. But ‘‘When the mark is used in a way 
that does not deceive the public * * *. It is not taboo.’’ Prestonettes, Inc. 
v. Coty, 264 U. S. 359, 368, quoted in Champion Plug Co. v. Sanders, 331 
U.S. 125 [37 T. M. R. 323]. And the mere fact that plaintiffs have adopted 
and used the trade-marks on their goods does not prevent the adoption and 
use of the same trade-mark by defendant or any other persons on articles 
of a different dscription. American Steel Foundries v. Robertson, 269 U. S. 
372 ; Goldsmith Bros. v. Atlas Supply Co., 148 F. 2d 1016 [35 T. M. R. 130] ; 
McKesson & Robbins v. Isenberg, 167 F. 2d 510 [38 T. M. R. 663]. 


Registration of the trade-mark protects a consumer from misrepresenta- 
tion as to the source or origin of the product and also protects the owner 
of the trade-mark from its use by another to palm off his goods as those of 
the trade-mark owner. In other words, the main objective is prevention of 
confusion, either with reference to the goods themselves, or their source. 
The Commissioner not only found that goods of the respective parties were 
not merchandise of the same descriptive properties but he also found dis- 
similarities in the marks used upon such goods. ~ 


3. The present case, according to the statutes under which plaintiffs 
are proceeding, is an independent action in which the questions are tried 
de novo, upon all the evidence, new and old. Century Distilling Co. v. 
Continental Distilling Co., 106 F. 2d 486 [42 U. S. P. Q. 348], certiorari 
denied 309 U. S. 662 [44 U. S. P. Q. 718]. But the decision made in the 
Patent Office between the contesting parties concerning the registrability of 
defendant’s trade-mark must be accepted as controlling on that question 
in a subsequent suit between the same parties to determine rights of the 
parties under registered trade-marks, unless the contrary is established 
by evidence which in character and amount carried through to a conviction. 
Colventol Chemical Products v. Langfield, 134 F. 2d 899; certiorari denied 
320 U. S. 743. However, this court read the entire record of the proceed- 
ings before the Commissioner, as supplemented by the additional evidence 
in subsequent depositions and has examined all physical and documentary 
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exhibits before it, to make an independent appraisal and evaluation of such 
evidence on the issues before the Commissioner, (1) are goods of the parties 
merchandise possessing the same descriptive properties, (2) is there any 
likelihood of confusion between products of the parties or their source, 
(3) did defendant have exclusive use of the name of Rustaboo, (4) did de- 
fendant abandon its trade-mark, and (5) is Rustaboo descriptive and, 
therefore, unregistrable as a trade-mark. 


4. Filing of defendant’s application for registration on Rustaboo in 
Class 4—Abrasive, detergent and polishing materials, which is the same 
class previously assigned to plaintiffs’ trade-mark, Tabu on toilet soap, is 
not determinative of the descriptive properties of these goods. Such classi- 
fication is intended merely for the convenience of the Patent Office in the 
administration of its business, Title 15 U. S. C. § 1112 and Rules of Prac- 
tice in Trade-Mark Cases promulgated thereunder, Title 37 C. F. R., Part 
100, See. 100.161, 15 U. S. C. Appendix, and is not binding on the federal 
courts. L. E. Waterman Co. v. Gordon, 72 F. 2d 272 [24 T. M. R. 347]. 
Many of the separate categories into which goods and services covered by 
trade-marks have been divided by the Commissioner are so general as to 
encompass, within a single class, products which are remote in similarity 
to each other and would not be considered goods of the same descriptive 
properties. 


5. In determining whether goods possess the same descriptive prop- 
erties each case must be decided on its own facts and the court may con- 
sider such elements as similarities of appearance and use of the goods, 
whether goods are originally sold in the same kind of retail stores, ordi- 
narily produced by the same manufacturers, whether goods have common 
purchasers, and any other data which tends to identify the products as 
similar or dissimilar. Dwinell-Wright Co. v. National Fruit Co., 140 
F. 2d 618. 


6. Successful application of Tabu toilet soap to partially remove rust 
from metal surfaces, a use not intended for it, does not endow it with the 
descriptive property of a rust-remover or a substance to prepare metal sur- 
faces for painting, the function for which Rustaboo was specifically manu- 
factured. Any limited or incidental use has no material bearing on that 
issue. Procter & Gamble Co. v. Sweets Laboratories, Inc., 187 F. 2d 365 
[33 T. M. R. 416]. 


7. Plaintiffs failed, by competent evidence, to prove the allegations 
in their opposition respecting similarity of the descriptive properties of 
their products and defendant’s Rustaboo. On the contrary, the evidence 
before the Commissioner established radical dissimilarities between these 
goods and improbability of any confusion as to their identity. 


8. Plaintiffs’ trade-marks protect them against not only their use 
upon the articles to which they have applied the marks, but upon such 
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other goods as might naturally be supposed to come from them. Telechron 
Inc. v. Telicon Corp., 97 F. Supp. 131 [41 T. M. R. 418]. But the evidence 
in this case convinces this court that a product such as defendant’s 
Rustaboo would never be considered as originating with plaintiffs and that 
reasonable extension of plaintiffs’ business would not include goods similar 
to defendant’s Rustaboo. 


9. In comparing similarity of trade-marks, factors such as similarity 
in form, appearance, spelling, sound, and ideas connoted by them, may be 
considered, and whether one with an indefinite recollection of the real mark 
would likely be misled. Brooks v. Great Atlantic & Pacific Tea Co., 92 
F. 2d 794 [27 T. M. R. 777]. Northam Warren Corporation v. Universal 
Cosmetic Co., 18 F. 2d 774; Coca-Cola Co. v. Busch, 44 F. Supp. 405 
[32 T. M. R. 174] ; Brown-Forman Distillery Co. vy. Arthur M. Bloch Liquor 
Importers, 99 F. 2d 708 [28 T. M. R. 579]. The test is not a probing side-by- 
side comparison by experts but the impression the mark is likely to make on 
ordinary purchasers. Baker v. Master Printers Union of New Jersey, 34 
F. Supp. 808 [30 T. M. R. 640]. Furthermore, a trade-mark is not to be re- 
solved into its component parts and each part analyzed separately, but 
the trade-mark should be considered in its entirety. Food Fair Stores v. 
Food Fair, 177 F. 24 177 [39 T. M. R. 894]. 


10. Applying these principles of law to the facts in this case, the 
differences in the marks of the parties, particularly if considered with the 
dissimilarities in the products to which they are attached, are amply suf- 
ficient to obviate any reasonable likelihood of confusion in trade or decep- 
tion of the purchasers. 


11. Under the trade-mark laws a trade-mark is deemed to be aban- 
doned if it has been discontinued with intent not to resume its use. Intent 
not to resume may be inferred from circumstances and nonuse for two 
consecutive years shall be prima facie abandonment. 15 U. S. C. § 1127 
and cases cited thereunder. Plaintiffs failed to establish abandonment of 
the trade-mark Rustaboo by defendant, under the facts as found by this 
court. 


12. Plaintiffs have also failed to establish that defendant did not 
have exclusive use of its trade-mark Rustaboo. 


13. That the name Rustaboo is capable of division and the word Rust, 
a descriptive word, may be segregated therefrom, does not render de- 
fendant’s trade-mark objectionable under Title 15 U. S. C. § 1052, pro- 
hibiting registration of trade-marks which are merely descriptive of the 
goods to which they are affixed. A combination of words may constitute 
a trade-mark though some or each of the parts, standing alone, would not 
constitute a trade-mark. It is the combination which makes the trade- 
mark. Caron Corp. v. Conde, Ltd., 126 Mise. 676. Even a combination 
of words, all of which components are descriptive, into a single, coined, 
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arbitrary, and fanciful word, may be a valid technical trade-mark. Henry 
Muhs Co. v. Farm Craft Foods, 37 F. Supp. 1013 [31 T. M. R. 164]. 


14. The Commissioner of Patents correctly determined the issues 
before him and dismissal of Opposition No. 25494 as well as acceptance 
for Application No. 489,918 for registration of the trade-mark Rustaboo 
was proper and warranted under the circumstances. 


15. Plaintiffs invoke the equity powers of this court to consider 
factors beyond those to which they claim the Commissioner of Patents 
was limited in determining registrability of defendant’s trade-mark and 
plaintiff’s opposition thereto, as the Commissioner could not consider 
the equities or the doctrine of unfair competition. Whether an infringe- 
ment suit unaccompanied by claims of unfair competition, filed under 
the statute, affords more than certain advantages to a defeated party in 
Patent Office proceedings, such as an opportunity to present new evidence 
in a trial de novo and greater scope in appeal, as claimed by plaintiffs, 
is questioned, but need not be determined here. An equity court, in a 
proper case, does have jurisdiction over matters of unfair competition, 
not within the province of the Commissioner. Plaintiffs not only rely on 
the same allegations for their charges of infringement as well, as those of 
unfair competition, but allege jurisdictional grounds, so that their claims 
of unfair competition are properly before this court. 


16. The essence of the wrong in trade-mark infringement and unfair 
competition, however, is identical. According to the decision in Hanover 
Star Milling Co. v. Metcalf, 240 U. S. 403, 413, the essential element in 
both consists in the sale of the goods of one manufacturer or vendor for 
those of another. See also Hemmeter Cigar Co. v. Congress Cigar Co. Inc., 
118 F. 2d 64 [31 T. M. R. 182] ; James Heddon’s Sons v. Millsite Steel and 
Wire Works, 35 F. Supp. 169 [30 T. M. R. 649]. Where confusion is un- 
likely, either as to identity of the products or their source, there is no 
opportunity to palm off one’s products as those of another. 


17. Cases from other jurisdictions cited by plaintiffs to support their 
argument that equity courts will prevent appropriation of another’s trade- 
mark though likelihood of confusion is lacking, have been considered. A 
careful perusal of some of these decisions reveals that, in the last analysis, 
the decision turned on possibility of confusion. The connection between 
products there involved, though remote, was found sufficient to imply 
that the original user either branched out his business into such remotely 
associated field, or at least placed his stamp of approval on the products 
marketed by the new user of the trade-mark. In other cases the courts 
seemed to take cognizance of a preconceived plan and deliberate attempt 
by the new user to benefit by the excellent reputation established by the 
original user. Lack of intent in technical trade-mark infringement has 
been uniformly held unessential, but the same unanimity of opinion is not 
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apparent in unfair competition cases and many courts have, at least, 
given some weight to a patent attempt to deceive the public or to benefit 
in some manner by hitching a free ride on the reputation and good will 
developed by another. None of the factors present in the cases cited by 
plaintiffs are present in the instant case. 


18. Plaintiffs also advance the theory of dilution for consideration 
by the court, contending that the value of their trade-marks, built up 
through extensive advertising and a good business reputation over a period 
of many years, would be gradually diminished by dilution, even though 
use of the mark by others could not lead to any confusion. The statute 
affords to an owner of a registered trade-mark protection against use by 
others, without his consent, of reproductions, counterfeits, copies or col- 
orable imitations of his mark on merchandise of substantially the same 
descriptive properties. The dilution doctrine operates to give him the 
same protection against use of his mark by others on goods of different 
descriptive properties. But the marks must be deemed similar before the 
doctrine has any application. Pro-Phy-Lac-Tic Brush Co. v. Jordan Marsh 
Co., 165 F. 2d 549 [38 T. M. R. 177]. This doctrine has been sparingly 
applied and only in situations where marks were identical or obvious 
simulations. 


In view of this court’s determination that the marks here involved 
are not similar within the meaning of the statute, the doctrine is also 
inapplicable in the case at bar. 


19. Defendant’s trade-mark Rustaboo does not infringe plaintiffs’ 
marks Taboo and Tabu. 


20. Defendant has not committed any acts of unfair competition 
with reference to plaintiffs and their said trade-marks Taboo and Tabu. 


DECREE 


It is Hereby Ordered, Adjudged and Decreed: 


That this cause be dismissed, with prejudice, plaintiffs having failed 
to prove the allegations contained in the complaint filed herein, charging 
defendants with trade-mark infringement and unfair competition. 


HERMAN A. NOTHEIS, JR., ET AL. v. THE PERFECT MEASURING 
TAPE CO.; In the matter of the Petition for Writ of Habeas 
Corpus for Herman A. Notheis, Jr.; Ex parte Lawson R. Bell 


Nos. 4665, 4669, 4670—Ct. of App. Lucas Co., Ohio—January 12, 1953 


CourTsS—MOTIONS 
Motion, unverified and unsupported by affidavit or other evidence, to restrain 
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plaintiff from proceeding with depositions and from requiring production of 
books and records of defendants’ business is overruled. 


UNFAIR COMPETITION—BASIS OF RELIEF—TRADE SECRETS 


In the absence of an express contract not to engage in a competition pursuit, 
a former employee may, in new employment, solicit the trade of his former 
customers and will not be enjoined from so doing at the instance of his former 
employer where there is no disclosure or use of trade secrets or confidential in- 
formation secured in the course of former employment. 


CouRTS—CONTEMPT PROCEEDINGS 
Refusal to answer questions and produce books and records on ground of 
privilege, prior to joindee of issue, is not contumacious. 


Appeal from Court of Common Pleas. 


Action for unfair competition involving trade secrets and confidential 
information by The Perfect Measuring Tape Co. v. Herman A. Notheis, 
Jr., and Lawson R. Bell; and Petition for Writ of Habeas Corpus by 
Notheis and Bell for discharge from contempt of Court. Defendants’ 
motion to restrain plaintiff from taking testimony overruled. Affirmed. 


Defendants’ petition for writ of habeas corpus denied. Reversed. 


George R. Effler and Striecher, Gorman & Barone for plaintiff. 


Theodore Markwood for defendants. 


Conn, J. The first case given consideration, No. 4665, is an appeal 
on questions of law and fact taken from an order of the common pleas 
court overruling a motion of defendants for a temporary injunction. 
Having determined that the order so entered was ‘‘an order affecting 
a substantial right made in a special proceeding’’ and pursuant to Sec- 
tion 12223-2, General Code, the cause has been submitted on the orig- 
inal papers and transcript of the docket and journal entries and tran- 
script of the evidence taken by deposition. 


In the petition it is alleged that plaintiff is engaged in manufac- 
turing and marketing paper measuring tapes which are used in the 
textile industry; that plaintiff uses unique machines in the manufacture 
of said tapes; that prior to the activities of the defendants herein, 
plaintiff was the sole manufacturer of the type of tapes described in 
its petition and the sole suppliers of such tapes in the United States, 
Canada and elsewhere within the marketing areas of said product. 


That for about fifteen years prior to August 10, 1951, the defendant, 
Herman A. Notheis, Jr., had been a trusted employee of plaintiff and 
its predecessor in title, that during said period of employment, said 
employee had access to plaintiff’s records, including its suppliers, its 
customers, its price lists and shipments; that during said employment 
said defendant operated the machines of plaintiff which ‘‘are secret 
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precision devices of complicated mechanical construction’’ for the man- 
ufacture of said tapes and including dispensing devices essential to 
the use of measuring tapes by its customers. 


It is further alleged that during the year 1950, while said defendant 
was employed by plaintiff, he conceived the idea of constructing a ma- 
chine similar to plaintiff’s and later, about June, 1951, he and defendant 
Lawson R. Bell, entered into a co-partnership for the purpose of man- 
ufacturing and selling paper measuring tapes and for that purpose 
used the machine which said defendant, Notheis, Jr. had ‘‘secretly and 
surreptitiously’’ built in ‘‘functional imitation of plaintiff’s secret ma- 
chines’’; that said defendant had access to the trade secrets of plaintiff’s 
business, its customers and price lists and subsequently entered into 
competition with plaintiff and made use of above mentioned and other 
secret trade information acquired by said defendant during his employ- 
ment by plaintiff. 


That on August 10, 1951, said defendant terminated his employ- 
ment; that since said date he has devoted his entire time to the business 
of said partnership, using secret trade information which he had obtained 
from plaintiff and that defendants have appropriated unto themselves 
property rights of plaintiff of great value. Plaintiff prays for a re- 
straining order, accounting and damages. 


‘The motion of defendants above referred to was filed following 
notices to take depositions of defendants and also subpoenas duces 
tecum. 


The motion seeks to restrain plaintiff from proceeding with the 
depositions so far as such deposition may pertain to questions in the 
field of the trade secrets of defendants, including suppliers of mer- 
chandise, customer and price lists, correspondence and financial infor- 
mation concerning defendants’ business, on the ground that these matters 
are privileged, confidential and constitute trade secrets. 


Defendants also seek to restrain plaintiff in requiring defendants 
to produce books and records of defendants’ business including the 
procurement of materials and manufacturing of measuring tapes, names 
of customers, price lists, dates of shipment, correspondence, ete., for 
the reason that same are privileged, confidential and embrace trade 
secrets. 


While a motion is not dignified as a pleading under the Code (See- 
tion 11303, General Code), yet it is commonly adopted by a litigant who 
seeks a provisional order, as in the instant case, under which it is sought 
to protect the assorted property rights of defendants during the pend- 
ency of an action. 


Defendants’ motion contains numerous fact allegations, but not- 
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withstanding its factual content it is not verified nor supported by an 
affidavit. Neither do we find any evidence offered in support of the 
motion or tending to support any one of the several allegations of fact. 
On the record before us, it is our opinion that the overruling of defend- 
ants’ motion by the common pleas court was not erroneous and its 
action is affirmed. 


We next proceed with the appeals in the habeas corpus cases 
numbered 4669 and 4670. The original appeals in those cases on law 
and fact were dismissed by the court on its own motion and each case 
retained as an appeal on questions of law. As the issues are substan- 
tially identical, these appeals will be considered together. The respond- 
ent-appellee and appellants herein will be designated plaintiff and 
defendants respectively, as in the original action. 


Following the filing of the petition outlined above and the service 
of summons, the plaintiff served on defendants notices and subpoenas 
to take depositions as upon cross-examination under the statute, and 
also subpoenas duces tecum directing defendants to bring with them 
certain specified books and records of the International Tape Company, 
under which name the defendants were doing business. 


Pursuant to said notice and subpoena, the deposition of defendant, 
Notheis, Jr., was taken on June 4, 1952, and thereafter continued from 
time to time. The witness was examined at length relative to the busi- 
ness of defendants, as co-partners doing business under the name Inter- 
national Tape Company, including specific inquiries as to the time 
defendant conceived the idea of a measuring tape machine and building 
same, time defendant began construction of such machine, sources of 
information, date when tapes were first produced on said machine, 
first sales made, source of materials, profits, and production of books 
and records of defendants’ business. Approximately sixty questions 
of the general character indicated were asked and, on advice of counsel, 
answers were refused on the ground of privilege. 


The deposition of defendant, Lawson R. Bell, was also taken. Many 
inquiries made of this witness were similar to those asked of defendant 
Notheis, Jr., including some additional questions respecting sales made 
in competition with plaintiff, and answers were refused on advice of 
counsel, based on the ground already stated. 


At the time the depositions were taken, the only pleading filed was 
plaintiff’s petition and therefore the issues were not as yet made up on 
the pleadings. 


We observe that plaintiff does not claim that its method of producing 
measuring tape and the mechanical devices used for that purpose were 
protected by patent, or that defendant, Notheis, Jr., had violated his 
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contract of employment when he engaged in business in competition 
with plaintiff. 


As already pointed out, it is the claim of plaintiff that said de- 
fendant had been its trusted employee, engaged in operating plaintiff’s 
machines, which were secret precision devices; that as such employee, 
he became acquainted with the business of plaintiff, methods of man- 
ufacturing and marketing the measuring tapes of plaintiff; that defend- 
ants secretly set up machinery and opened a place of business and that 
thereafter defendants manufactured and placed on the market measur- 
ing tapes in competition with plaintiff. 


The record discloses that the advice of counsel given the defendant 
at the time they respectively refused to answer the several questions 
was predicated on the claim that plaintiff had not offered any evidence 
prior to the time the depositions were taken that it had any trade 
secrets during the employment of defendant Notheis, Jr., and further 
that the inquiries made of defendants and the books and records of the 
International Tape Company directed to be produced were privileged 
and confidential trade secrets. It was further stated by counsel that 
the inquiries related directly to such matters as dates of invention and 
conception ‘‘which are particularly important information in the patent 
field and concerns the patent interests of this defendant’’. 


Following the refusal of defendants to answer certain questions 
and to produce books and records and upon order of the notary to do so, 
and the further refusal to answer, each of said defendants were adjudged 
guilty of contempt and ordered imprisoned in the county jail until 
they respectively submitted to testify. 


Thereupon separate citations for writs of habeas corpus were filed 
and writs obtained by each of said defendants. Upon hearing, the 
trial court determined that each of said defendants were lawfully de- 
tained, denied the writ and remanded the defendants to the custody of 
the sheriff, there to remain until they severally consented to answer the 
questions propounded to them and obey the subpoenas duces tecum. 


In separate appeals to this court defendants assign as errors, briefly 
re-stated, that the trial court erred in adjudging that the petitioners 
were lawfully restrained of their liberty and in failing to grant peti- 
tioners writs of habeas corpus and to order their discharge under said 
commitments. Further, the court erred in not ordering the proceedings 
placed ‘‘in camera’’ for the protection of the property rights of all 
parties. 


No claim is made that defendant, Notheis, Jr., in consideration of 
his employment had agreed not to divulge any trade secrets of plaintiff 
or that any measures had been adopted by plaintiff, by contract or 
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patent, to protect trade secrets it may have had relative to the char- 
acter and operation of its mechanical devices or methods of manufac- 
turing and marketing its product. 


As already noted, no evidence had been adduced in support of 
plaintiff’s claim, prior to the time the depositions of defendants were 
taken that the machines used and the methods of manufacture employed 
by it constituted trade secrets, or that there was an obligation, implied 
or contractual, owing plaintiff by defendants or either of them, to re- 
frain from engaging in a competing business. 


It may be suggested further that when it once is made to appear 
that particular trade practices and trade secrets of the employer, as 
distinguished from general secrets of trade, had been entrusted to an 
employee in confidence, in the course of his employment, the law implies 
an obligation on such employee not to disclose such trade secrets or 
use them to his own advantage in any manner which would amount 
to a breach of confidence or of good faith. On the other hand, in the 
absence of such implied obligation or any restriction covenant, an em- 
ployee who has quit the service of his employer may use in his own 
business or in the business of another, his experience, skill, acumen, 
memory and general knowledge. The following authorities throw light 
on the questions presented on the record before us: 


Curry v. Marquardt, 133 Ohio St., 77; 

Imboden v. L. W. Hauker, Inc., 41 N. E. 2nd, 271, (2nd District 
Court of Appeals) ; 

National Tube Co. v. Eastern Tube Co., 13 C. D., 468; 
30 C. C., e. s. 459; 

In re Deye, 85 Ohio App., 302; 

Crocker-Wheeler Co. v. Bullock, 14 Ohio Fed. Dee. 561; 

Griffin Mfg. Co. Inc. v. Gold Dust Corp., 245 App. Div. (N. Y.) 
385 ; 

Junker v. Plummer, 67 N. E. 2nd, 667 (Mass.) ; 

Statement of general rule and annotations; 

126 A. L. R., 758; 

35 Amer. Juris., 527, See. 99; 

56 C. J. S., 483, See. 72. 


While there appears to be some conflict among the decisions of the 
reviewing courts, the prevailing rule, to which attention has been di- 
rected, is concisely stated in the syllabus of Curry v. Marquardt, supra, 
as follows: 


‘In the absence of an express contract not to engage in a competitive 
pursuit, an employee, upon taking a new employment in a competing 
business, may solicit for his employer the trade or business of his 
former customers and will not be enjoined from so doing at the 
instance of his former employer where there is no disclosure or use 
of trade secrets or confidential information relative to the trade or 
business in which he had been engaged and which he had secured in 
the course of his former employment.’’ 
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Counsel for plaintiff cites the case of Ex parte Bevel, 126 Ohio St., 
126, wherein a charge of fraudulent conspiracy was made against the 
officers of a corporation by plaintiff. Notice to take depositions and 
subpoenas duces tecum were served on the officers, but they refused 
to answer or to produce books and records, on the advice of counsel. It 
was pointed out in the opinion of the court that no question of privilege 
had been raised. The case of Jn re Bott, 146 Ohio St., 511, is also relied on 
by plaintiff. In this case the witness refused to produce papers and docu- 
ments ‘‘for no reason than that his refusal is on advice of counsel.’’ No 
claim of privilege had been asserted. These cases are unlike the cases 
before us. 


To further distinguish the instant cases from those cases when no 
claim of privilege is made, we call attention to In re Martin, 141 Ohio St., 
87. In this case the witness was advised by counsel not to answer on the 
ground that the testimony sought was not relevant, competent or material.’’ 
Judge Bell, in the opinion of the court, pointed out that the witness ‘‘by 
such action constituted himself the judge as to what testimony was relevant, 
competent and material.’’ The court also distinguished the earlier cases 
of DeCamp v. Archibald, 50 Ohio St., 618; Ex Parte Jennings, 60 Ohio St., 
310, and Ex Parte Schoepf, 74 Ohio St., 1. It appears that in each of 
these cases a question of privilege was raised and asserted. See also In re 
Hyde, 194 Ohio St., 407, and American Law Institute, Agency, See. 396. 


In the instant case, equitable considerations require that the trade 
practices and secrets of defendants’ business, and also the mechanical 
devices and processes employed therein, be given a cloak of protective 
security as potent and efficacious as that to which plaintiff may be entitled. 
A eourt of equity imposes on those who seek equity the obligation to do 
equity. 


In the light of those considerations, the assertion of the right, privi- 
lege or immunity which plaintiff alleges has been transgressed by defend- 
ants is not unlike in substance nor superior in quality to that privilege or 
right which was asserted by defendants at the time their depositions were 
taken and immunity claimed, including the right to be protected in relation 
to any ‘‘new and useful’’ mechanical device or process which has been 
discovered by them. 


It should also be observed that at the time the depositions were taken 
the issues were not made up on the pleadings and plaintiff had not made 
any showing in support of the allegations in its petition, including the alle- 
gations that plaintiff’s business embraced certain trade secrets and that 
they were surreptitiously taken by defendants. It appears to follow that 
plaintiff must at least make a prima facie showing in support of its petition 
that it has business or trade secrets which were wrongfully appropriated 
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by defendants before it can claim the right to pry out or curiously inspect 
the alleged trade secrets of defendants. 


In view of the conclusions we have reached, it becomes unnecessary 
for the court to consider and determine the claim that the trial court erred 
in not making an order protecting the property rights of the parties by 
impounding the testimony, that is, placing the evidence ‘‘in camera.’’ 


The judgments entered by that court denying the writs of habeas 
corpus, cases numbered 4669 and 4670, are each reversed and said de- 
fendants are discharged. 


Fess and Savorp, JJ., concur. 


VAUGHAN NOVELTY MFG. CO. v. G. G. GREENE MFG. CORP. 
No. 10840—C. A. 3—February 25, 1953 


UNFAIR COMPETITION—BASIS OF RELIEF—IN GENERAL 


Imitation of functional features does not constitute unfair competition where 
reasonable steps are taken by defendant to distinguish its product from plaintiff ’s. 


UNFAIR COMPETITION—BASIS OF RELIEF—IN GENERAL 


The term ‘‘special significance’’ has same meaning in principle as ‘‘second- 
ary meaning’’ whether parties sell to jobbers and distributors or to general 
public; functional features, unpatented, do not acquire secondary meaning. 


UNFAIR COMPETITION—BASIS OF RELIEF—IMITATION OF PropucT 


Imitation of all functional features of plaintiff’s product is not enough to 
require defendant to stop making and selling the imitation; consuming public 
has an interest in making use of functional features of plaintiff’s product superior 
to plaintiff’s interest in being their sole vendor; all that plaintiff may justly 
demand is that defendant take reasonable steps to prevent buyers of its 
merchandise from thinking they have bought plaintiff’s. 


CouRTS—J URISDIOTION 
Although their is both federal question and diversity jurisdiction, unfair 
competition is determined by local law. 


Appeal from Western District of Pennsylvania. 


Action by Vaughan Novelty Mfg. Co. v. G. G. Greene Mfg. Corp. for 
injunction against violation of consent decree for unfair competition. 
Plaintiff appealed from dismissal of action. Affirmed. 


Warren C. Horton, of Chicago, Illinois, and Brown, Critchlow, Flick & 
Peckham, of Pittsburgh, Pennsylvania, for plaintiff. 


Wm. Glassman, of Warren, Pennsylvania, and Thomas W. Pomeroy, Jr., 
of Pittsburgh, Pennsylvania, for defendant. 


Before Biaes, Chief Judge, and Goopricu and Srauey, Cireuit Judges. 





Vol. 43 T. M. R. VAUGHAN NOVELTY v. G. G. GREENE 


SraLey, Circuit Judge. 


This is an appeal from a denial of plaintiff’s petition for an injunc- 
tion, seeking to restrain defendant from making and selling a certain can 
opener, which acts are alleged to be violative of a consent decree entered 
in an earlier stage of this litigation. 


Plaintiff started this action in April of 1949, charging defendant with 
patent and trade-mark infringement and unfair competition relating to a 
certain bottle-cap remover. The case did not go to trial, the parties agreeing 
to a consent judgment, which was entered by the district court on April 28, 
1950. In August of 1951, plaintiff filed the present petition, alleging that 
defendant had violated the decree by its sale of a slavish imitation of plain- 
tiff’s can opener, thus deceiving prospective purchasers into regarding de- 
fendant’s opener as plaintiff’s. 


Plaintiff makes and sells a can opener called the ‘‘Safety Roll Jr.’’ 
Since the entry of the consent decree, defendant has made and sold, and 
threatens to continue to do so, a can opener which the district court found 
to be ‘‘substantially identical in design and dimensions to the ‘Safety Roll 
Jr.’ with the exception that the handle has hook-shaped openings at each 
end such as used in bottle openers whereas the ‘Safety Roll Jr.’ has closed 
ends with a circular hole near each end of the handle.’’ 105 F. Supp. 595, 
596 (W. D. Pa. 1952). Defendant’s opener has stamped on the handle ‘‘G. 
G. Greene, Warren, Pa.,’’ while plaintiff’s opener has the following direc- 
tions on its handle: ‘‘If Blade Sticks Wash In Hot Water’’ and has on its 
frame ‘‘Vaughan Safety Roll Jr. Trade-Mark Can Opener.’’ The district 
court held that all parts of plaintiff’s opener were functional and, therefore, 
concluded that only Section 9 of the consent decree was relevant.! It held 
also that the phrase ‘‘special significance’’ as used in the decree was equiv- 
alent to ‘‘secondary meaning’’ as that phrase is used in unfair competition 
eases. The court found that plaintiff’s evidence had established only that 
there was a considerable public demand for a can opener like plaintiff’s 
and that there was no showing that the public purchased it because of its 


1. The pertinent sections of the decree are as follows: 


‘8. Defendant shall not manufacture, offer for sale, or sell products copying 
or imitating such of the nonfunctional features of products manufactured by 
plaintiff as have acquired generally a special significance identifying plaintiff’s 
products, where the copy or imitation is likely to cause prospective purchasers to 
regard defendant’s products as those of plaintiff. 


**9. Defendant has the “— to manufacture, offer for sale, and sell products 
which copy and imitate the functional features of -products manufactured by 
plaintiff, provided that such functional features are not protected by currently 
effective Letters Patent, and provided further that, where the copied or imitated 
functional features of plaintiff’s products have acquired generally a special 
significance identifying plaintiff’s products, and the copying or imitating of such 
functional features by defendant is likely to cause prospective purchasers to 
regard defendant’s products as plaintiff’s products, defendant must take reason- 
able steps to prevent confusion.’’ 


The decree shows that, while the bottlecap remover was the only item specifically 
mentioned, the parties did intend to establish rules for all of their competing products. 





388 THE TRADE-MARK REPORTER Vol. 43 T. M. R. 


source. Consequently, the court concluded that plaintiff’s opener had not 
acquired a special significance and, thus, that defendant had not violated 
the decree. Alternatively, it held that, even were it convinced that plain- 
tiff’s opener had acquired a special significance, plaintiff could not prevail 
because the steps taken by defendant to distinguish its opener from plain- 
tiff’s were reasonable and, therefore, legally sufficient. We think the dis- 
trict court’s result was correct. 


In the consent decree, the parties wrote their own private code of un- 
fair competition. Our first task is to discover the meaning of Sections 8 
and 9 of that private code,? which sections are the only ones relevant to 
this proceeding. On this question, we agree with the finding of the district 
court that the terms used in the decree were intended to be given a mean- 
ing consonant with that given them in unfair competition cases. Indeed, 
a reading of Section 741 of the Restatement of the Law of Torts indicates 
that, in drafting the decree the parties may have used that section as a 
form-book.® In short, we think that Sections 8 and 9 of the decree are no 
more than a concise statement of that phase of the law of unfair competition 
relating to confusion of source by the imitation of the physical appearance 
of another’s goods.* By Sections 8 and 9 of the decree, plaintiff got no 
more than defendant’s agreement to do what it was already bound to do 
under the law. Plaintiff tells us that this construction rewrites the decree 
which, of course, we may not do. Plaintiff says that the phrase ‘‘secondary 


meaning’’ was deliberately rejected and ‘‘special significance’’ was chosen 
because the parties sell, not to the general public, but to jobbers, distribu- 
tors, and chain organizations. We fail to see why the principle of secondary 
meaning would not apply equally well to sales to both of those groups. In 
any event, we think that special significance has the same content as does 
secondary meaning.® Plaintiff has not pointed out, nor have we found, any 


2. See note 1, supra. 
3. ‘‘Elements of Unprivileged Imitation. 


‘*One who markets goods, the physical appearance of which is a copy or imitation 
of the physical appearance of the goods of which another is the initial distributor, 
markets them with an unprivileged imitation, under the rule stated in §711, if his goods 
are of the same class as those of the other and are sold in a market in which the other’s 
interest is protected, and 

‘(he & & 

‘*(b) the copied or imitated feature has acquired generally in the market a 
special significance identifying the other’s goods, and 

‘*(i) the copy or imitation is likely to cause prospective purchasers to regard his 
goods as those of the other, and 

‘*(ii) the copied or imitated feature is nonfunctional, or, if it is functional, he 
does not take reasonable steps to inform prospective purchasers that the goods which 
he markets are not those of the other.’’ Restatement, Torts §741 (1938). 

4. Restatement, Torts §§711(c) and 741 (1938). See also 1 Nims, Unfair 
Competition and Trade-Marks, Ch. IV, Secondary Meaning, and Ch. X, Simulation of 
Articles Themselves (1947). 

5. ‘* ‘Secondary meaning.’ The special significance of a designation described 
in Clause (b) of this Section and in comment a is customarily referred to as the 
‘secondary meaning’ of the designation. * * *’’ Restatement, Torts §716, comment b 
(1938). 

The discussion in §716 deals with secondary meaning as originally developed, 
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judicial assertion to the contrary. Consequently, this is an ordinary unfair 
competition case.® 


After applying the customary test,’ the district court concluded that 
plaintiff had failed to establish that its opener had acquired a special sig- 
nificance identifying it as plaintiff’s product. Naturally, plaintiff attacks 
that conclusion, and we concede that it is a close question. In our view of 
the case, however, we need not take a stand on the matter. We will assume 
that the shape and size of plaintiff’s opener had acquired a special signi- 
ficance. 


The district court found that the two openers were substantially iden- 
tical, and a mere glance confirms that conclusion. But no express finding 
was made as to whether the degree of similarity was such as would be, in the 
words of the decree, ‘‘likely to cause prospective purchasers to regard de- 
fendant’s products as plaintiff’s products * * *.’’ We think, however, that 
a finding of substantial identity sufficiently indicates the district court’s 
view that there was confusing similarity. Had the court felt that there was 
not such similarity, the matter would have ended there. Its subsequent 
conclusions that the imitated features were functional and that defendant 
had taken reasonable steps to avoid confusion are meaningful only upon 
the assumption that the products were confusingly similar. 


The district court further concluded that all parts of plaintiff’s opener 


were functional. It must be borne in mind that the word ‘‘functional’’ in 
these imitation cases does not mean merely utilitarian. It is much broader.’ 
However that may be, plaintiff does not question the conclusion that all 
parts of its opener are functional. Indeed, the arguments in both its main 


that is, in the protection of trade names. The principle, however, is equally applicable 
to the protection of the physical appearance of one’s goods which, as is the case 
of a trade name, has come to identify the source of the goods in the minds of a 
substantial part of the purchasing public. Restatement, Torts §741, comment h (1938). 


‘*The cases of so-called ‘nonfunctional’ unfair competition * * * are only instances 
of the doctrine of ‘secondary’ meaning. All of then? presuppose that the appearance 
of the article, like its descriptive title in true cases of ‘secondary’ meaning, has 
become associated in the public mind with the first comer as manufacturer or source, 
and, if a second comer imitates the artic'e exactly, that the public will believe his 
goods have come from the first, and wili buy, in part, at least, because of that 
deception.’’ Crescent Tool Co. v. Kilborn § Bishop Co., 247 F. 299, 300 (C. A. 2, 1917). 

6. Although there is both federal-question and diversity jurisdiction here, the 
Supreme Court has told us often enough that the tort of unfair competition is to be 
determined by local law. Pecheur Lozenge Co. v. National Candy Co., 315 U. 8. 666 
[32 T. M. R. 194] (1942); Kellogg Co. v. National Biscuit Co., 305 U. 8. 111, 113 
n. 1 [28 T. M. R. 569] (1938). See also Fashion Originators’ Guild of America, Inc. 
v. FTC, 312 U. 8. 457, 468 (1941). Therefore, the law of Pennsylvania is controlling 
since the alleged unfair acts were committed there. Both parties rely almost entirely 
on federal precedents, but there is no claim or indication that Pennsylvania differs 
from the federal law. Gum v. Gumakers of America, 136 F. 2d 957, 960-61 (C. A. 3, 
1943). 

7. Restatement, Torts §741, comment h (1938). 

8. Restatement, Torts §742 (1938). 

9. The following is plaintiff’s statement of the questions involved: 

‘¢1. Has Plaintiff’s can opener, Exhibit 3, acquired a special significance 
in its appearance and parts, identifying the product as Plaintiff’s? 
‘<2. Is not Defendant’s can opener, Exhibit 2, such an exact copy of 
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ell 


and reply brief are based on the assumption that the copied features of 
its opener are functional. Consequently, we shall so treat them here.!° 


The defendant’s Chinese copy is a result of its imitation of all the 
functional features of plaintiff’s opener. This is not enough, however, 
to require defendant to stop making and selling its imitation. The con- 
suming public has an interest in making use of the functional features 
of plaintiff’s opener, superior to plaintiff’s interest in being their sole 
vendor. Since the items copied are functional, defendant has as much 
right to use them as does plaintiff, even though plaintiff may have been 
their originator. All that plaintiff may justly demand is that defendant 
take reasonable steps to prevent buyers of defendant’s opener from think- 
ing they have bought plaintiff’s.1} 


Defendant has inscribed on the handle of its opener ‘‘G. G. Greene, 
Warren, Pa.’’ The size of the lettering is at least as large as the inscrip- 


Plaintiff’s Exhibit 3 as to be likely to cause confusion? 

‘*3. Has Defendant taken reasonable steps to prevent confusion between the 
two products? 

‘*4, Is not Defendant’s continued manufacture and sale of the can 
opener, Exhibit 2, since April 28, 1950 a violation of the Consent Judgment 
entered on that date?’’ 


10. There is nothing startling about saying that shape, size, or even color are 
functional. Restatement, Torts §742, comment a (1938). The following cases are 
indicative of the range of functionality. Kellogg Co. v. National Biscuit Co., 305 U. 8. 
111, 122 [39 U. 8. P. Q. 296, 300-301] (1938) (the pillow-like shape of a shredded 
wheat biscuit; Smith, Kline & French Laboratories v. Clark & Clark, 157 F. 2d 725 
(C. A. 3), cert. denied, 329 U. S. 796 (1946) (scoring on pills to make breaking easier; 
concave bottom, beveled edges, and the white color of pills); James Heddon’s Sons v. 
Millsite Steel & Wire Works, 128 F. 2d 6 [32 T. M. R. 410] (C. A. 6), cert. denied 317 
U. 8. 674 (1942) (shape, size, and color of artificial fishing lures) ; J.'C. Penney Co. v. 
H. D. Lee Mercantile Co., 120 F. 2d 949 (C. A. 8, 1941) (design of pockets in workmen’s 
overalls) ; Pope Automatic Merchandising Co. v. McCrwm-Howell Co., 191 F. 979 (C. A. 
7, 1911) /cert. denied, 223 U. S. 730 (1912) (tacit holding that form and natural aluminum 
color of an electric vacuum cleaner were functional) ; Diamond Match Co. v. Saginaw 
Match Co., 142 F. 727 (C. A. 6), cert. denied, 203 U. S. 589 (1906) (two-tone, red 
and blue head of a sulphur match). See also the exhaustive collection of cases in 
3 Callman, Unfair Competition and Trade-Marks §77.4(e)(1) n. 97 (2d ed. 1950). 

In several isolated sentences in its brief, plaintiff does argue that there are many 
different shapes and sizes which defendant could use and still produce a workable 
ean opener. This is true, but the same could be said of the pillow-shaped shredded 
wheat biscuit, the rounded overall pockets, and the two-tone match head in the cases 
cited above. 

11. ‘‘Reasonable steps to appraise purchasers. If an imitated feature is functional 
but has also acquired generally in the market a special significance as an indication of 
the source of the goods, the imitation is privileged if it is accompanied by reasonable 
effort to avoid deceiving prospective purchasers as to the source. This may frequently 
be done by prominent disclosure of the true source. At other times, additional notice 
may be necessary. What steps are reasonable depends upon the circumstances of each 
ease. If they cannot be taken as a practical matter in a particular case, they are 
not reasonable in that case. If they are not calculated to avoid deception of customers, 
or if they would involve a financial expenditure which would substantially hinder 
competition in the sale of the goods, they are not reasonable. And if there are no 
reasonable steps to be taken in a particular case, the feature may be imitated despite 
its special significance. 

‘<Tf the imitated feature is non-functional, then the imitation is unprivileged if, in 
fact, it is likely to deceive purchasers. Only steps which will effectively avoid this 
likelihood of deception can render the imitation of such a feature privileged.’’ Re- 
statement, Torts §741, comment j (1938). 
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tion on plaintiff’s opener. ‘‘In the light of plaintiff’s indication by its 
own practice that the manner in which its name is printed upon the Blony 
wrapper is sufficient to inform the public of the origin of its product, we 
eannot hold that the substantially similar way in which the defendant 
prints its name upon the wrappers of its product is insufficient for the 
same purpose.’’ Gum v. Gumakers of America, 136 F. 2d 957, 960 [33 
T. M. R. 381] (C. A. 3, 1943). Labeling is often the only reasonable step to 
take to avoid confusion.!2 To require more is to say in the same breath that 
defendant may copy because the feature is functional, yet, in order to avoid 
confusing the sources, he may not copy. In design and size the two openers 
are very much alike but as to the inscriptions thereon they are very dif- 
ferent. They are similar where similarity is allowed and different where 
difference is required. That is enough. 


Defendant’s only witness, one Hutley, a tool and die designer for de- 
fendant, testified that after the entry of the consent decree he made three 
new handles, but that these proposed changes were rejected because they 
used too much stock, were too expensive, did not have eye appeal, or had 
a tendency to catch on the finger as it was turned in opening a can. We 
think that these proposed changes, and the reasons for their rejection,!® 
substantiate our conclusion that labeling is the only reasonable way to 
indicate source here. 


_ But, says plaintiff, the labeling had been done before the decree, and, 


thus, defendant took no steps whatsoever to indicate source after the 
decree. The argument is that by the decree defendant was bound to take 
additional steps, thereafter, to prevent confusion, but that defendant has 
done nothing that was not part of its former practice. We are told that 
to allow this makes the decree worthless. If our conclusion is correct, 
however, that the decree is merely a restatement of the common law rules 
covering imitation of another’s goods, the result is that defendant’s opener, 
as it was before the decree, did not constitute an actionable imitation of 
plaintiff’s opener, and, thus, was not such an imitation after the decree. 


For the reasons stated, the judgment of the district court will be 
affirmed. 


THE PANATECH CORPORATION v. CARL ZEISS, INC. ET AL. 
No. 77-208—S. D. N. Y.—February 27, 1953 


REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF 
Claim for relief under Trade-Mark Act of 1946 may not be enforced against the 
Attorney General under Sec. 1346 (a) (2) of Title 28. 


12. Smith, Kline & French Laboratories v. Clark § Clark, 157 F. 2d 725, 731 
(C. A. 3), cert. denied, 329 U. 8. 796 (1946); J. C. Penney Co. v. H. D. Lee Mercantile 
Co., 120 F. 2d 949 (C. RB. 8, 1941). 

13. See note 11, supra. 
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CourTsS—JURISDICTION 
Court does not have jurisdiction of Attorney General since his official residence 
is in District of Columbia; and since he is not properly a party to the suit, com- 
plaint is dismissed on motion. 


TITLE—LICENSES 
Licenses of a trade-mark has no standing to sue or be sued in his own name 
in an action for infringement. 


Suit by The Panatech Corporation v. Carl Zeiss, Inc., Harry M. 
Durning, Collector of Customs, and Herbert J. Brownell, Attorney General, 
for declaratory judgment as to title to trade-mark, to cancel registration of 
trade-mark, to cancel recordation under Trading With The Enemy Act, 
to enjoin continued interference with the importation of goods bearing the 
depicted mark, and for treble damages under the Clayton Act. On motion 
of defendants to dismiss, dismissed as to the Attorney General; denied as 
to Carl Zeiss, Inc., and the Collector of Customs. 


Rogers, Hoge & Hills, of New York City, for plaintiff. 


Myles J. Lane, of New York City, for defendants. 


EDELSTEIN, D. J. 


Plaintiff has brought an action against the Attorney General of the 
United States, the Collector of Customs for the Port of New York and 
Carl Zeiss, Inc. for relief based upon the refusal of the Collector to permit 
the importation by the plaintiff of certain trade marked merchandise. The 
Attorney General has moved to dismiss the complaint on the ground that 
he cannot be sued in the Southern District of New York and that he is an 
indispensable party to the maintenance of the action. The other defendants 
join in the motion on the latter ground. 


The Attorney General, by virtue of seizures under the Trading With 
The Enemy Act, 50 U. S. C. App. § 1 et seg. and as successor to the Alien 
Property Custodian, is the record owner of the registered trade-mark 
‘*Zeiss.’’ He is also the owner of all of the stock of Carl Zeiss, Inc., a firm 
engaged in the business of distributing merchandise so trade marked in the 
United States, and he has licensed! the mark to the corporation. Plaintiff 
has attempted to import certain merchandise bearing the ‘‘Zeiss’’ trade- 
mark and the Collector of Customs at New York acting under § 526 of the 
Tariff Act 19 U. S. C. § 1526, has refused to permit the importation on the 
ground that only Carl Zeiss, Inc., had been licensed by the record owner 
of the trade-mark to import merchandise so marked. The complaint seeks: 
a declaration that the Attorney General and its licenses have no right, title 
or interest in the ‘‘Zeiss’’ trade-mark; an order compelling the Commis- 
sioner of Patents to cancel the trade-mark registration in the name of the 


1. Neither the license nor any details concerning its terms and provisions is in the 
record. 
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Attorney General; an order cancelling the Attorney General’s recordation 
of the ‘‘Zeiss’’ trade-mark; an injunction restraining the Collector from 
interfering with the importation of trade marked merchandise by the 
plaintiff; and treble damages against Carl Zeiss, Inc., under the Clayton 
Act. 


The plaintiff contends that, since this is the district of its residence, 
venue may be properly laid here in a suit against the Attorney General 
cognizable under § 9(a) of the Trading With The Enemy Act. The Attor- 
ney General as successor to the Alien Property Custodian, may be sued 
under the Act, in the district of the claimant’s residence; but § 9(a) also 
prescribes conditions to the maintenance of such a suit. Assuming that the 
plaintiff’s claim of ‘‘interest, right or title’’ in the vested property is 
sufficient to sustain the remedy sought under the statute.2 It has never- 
theless failed to allege that it has filed the notice of claim required by 
§ 9(a).8 The absence of this required condition to suit precludes its main- 
tenance. See Central Union Trust v. Garvan, 254 U. S. 554, 567-568 ; Com- 
mercial Trust v. Miller, 262 U. S. 51, 56-57; cf., Militano v. United States, 
(2 Cir.) 156 F. 2d 599, 601. 


Plaintiff further argues that essentially this suit is one against the 
United States, with the Attorney General being named as a mere device 
of convenience. Therefore, it urges that it is entitled to maintain this 
action under § 1346 (a) (2) and (b) of Title 28, United States Code. 
Under § 1346 (a) (2) the right to redress is claimed by virtue of § 37 of 
the Trade-Mark Act of 1946 (Lanham Act), 15 U. S. C. 1119, to cancel 
the Attorney General’s trade-mark registration; by virtue of § 38, 15 
U. 8S. C. §1120, for wrongful procurement of his renewal registration ; 
and by virtue of § 44 (h) and (i), 15 U. S. C. § 1126 (h) and (i), for 
unfair competition. Under § 1346 (b) a right to redress is claimed against 
the Attorney General for common law unfair*competition. But § 1346 in 
terms provides only for claims against the United States for money dam- 


2. Plaintiff apparently claims only the right of any United States citizen in 
the mark. C/., Massachusetts v. Mellon, 262 U. 8. 447, 448. 

3. Section 9(a) provides that any person not an enemy or ally of an enemy 
claiming any interest, right or title to any vested proprety may file a notice with the 
custodian of his claim; and the President, if application is made by the claimant, 
may order payment etc. to him of the property. ‘‘If the President shall not so order 
within sixty days after the filing of such application or if the claimant shall have 
filed the notice above required and shall have made no application to the President, 
said claimant may institute a suit * * *’’ in the District 6f Columbia or in the district 
court of the United States for the district in which the claimant resides. 

4. Whether these sections of the Lanham Act create a new federal right against 
unfair competition has not yet been passed upon by the Court of Appeals for this 
Circuit; Briddell, Inc. v. Alglobe Trading Corp., 194 F. 2d 416, 421 [42 T. M. R. 207]; 
Dad’s Root Beer Co. v. Doc’s Beverages, Inc., 193 F. 2d 77, 81 [41 T. M. R. 149]. See 
Ross Products v. Newman, 94 F. Supp. 566 [41 T. M. R. 161]; Ronson Art Metal 
Works v. Gibson, 108 F. Supp. 755 [43 T. M. R. 190]; but an affirmative answer 
to the problem has been given by the Court of Appeals for the Ninth Circuit, 
Stauffer v. Exley, 184 F. 2d 962. 
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ages, and no such claim is asserted against the United States or the At- 
torney General.5 


If, as urged by the plaintiff, the Trade-Mark Act of 1946 authorizes 
the Attorney General to be sued, ef., Polaroid Corporation v. Markham, 
(D. C. Cir.) 148 F. 2d 219, the necessity for making him a party to the 
suit remains. Since his official residence is in the District of Columbia, 
he may be sued only in that district. Butterworth v. Hill, 114 U. 8. 128; 
Hammer v. Robertson, (2 Cir.) 6 F. 2d 460. Consequently he is not prop- 
erly a party to this suit, and the complaint will be dismissed as to him. 


The motion to dismiss the complaint entirely is grounded upon the 
alleged indispensability of the Attorney General as a party defendant. 
It is argued that if the case is dismissed as to the owner and registrant 
of the trade-mark, there can be no resolution of the questions raising the 
issue of the validity of the mark in a suit against a licensee. Upon analogy 
to patent cases, under the doctrine of Waterman v. Mackenzie, 138 U. S. 
252, it would appear that a licensee of a trade-mark would have no standing 
to sue or be sued in his own name in an action for infringement. The 
general proposition of law may be conceded. However, it is asserted by 
the plaintiff that the facts in this case fall under the doctrine of A. L. 
Smith Iron Co. v. Dickson, (2 Cir.) 141 F. 2d 3; see also, Helene Curtis 
Industries v. Sales Affiliates, 105 F. Supp. 886, 896-897. Such facts are 
not yet, at this stage of the proceedings, apparent from the record; but 


they are suggested, and it cannot now be said that plaintiff will not be 
able to prove a state of facts in support of its claim under which it would 
be entitled to relief, in the absence of the Attorney General. Consequently, 
the motion to dismiss as to the collector and Carl Zeiss, Inc. will be denied, 
but without prejudice to a proper renewal at the appropriate time. 


5. I am unable to follow the labyrinthian reasoning which reaches the conclusion 
that a right to redress granted under the Lanham Act may be enforced under 
§1346(a)(2) of Title 28. It would seem to be the obvious purpose of §1346 to pro- 
vide relief against the United States which is not otherwise available under other 
statutes. The claim made under the Tort Claims Act appears to be equally tenuous. 
No argument is made or authority cited for the application of the statute to non- 
negligent torts. See 35 Georgetown L. J. 1, 3. Moreover, in order to avoid the provisions 
of §2680(e) of Title 28, which excepts from the provisions of §1346(b) ‘‘any claim 
arising out of an act or omission of any employee of the Government in administering 
the provisions’’ of the Trading With The Enemy Act, the plaintiff denies alleging 
any act or omission of the Attorney General; it describes the complaint as showing 
facts which constitute a tortious use by the United States of government property in 
a manner constituting unfair competition. But the attempted distinction is one of 
semantics, for the alleged tortious use by the United States must arise out of acts 
and omissions constituting the conduct of the Attorney General in the course of his 
duties of administering the Act. See also §2680(a); Coates v. United States, (8 Cir.) 
181 F. 2d 816. 
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EX PARTE MID-WEST REFINERIES, INC. 


Commissioner of Patents—February 16, 1953 


REGISTRATION PROCEDURE—PLEADING AND PRACTICE 


Applicant cannot question the decision of the examiner to institute concurrent 
use proceedings. If applicant believes institution of the proceeding is improper, 
or irregular, he may file suitable motion to dissolve. If he believes prior judgment 
determines contemplated proceeding on ground of res judicata immediately after 
institution of proceeding. In either case, the other party will have an opportunity 
to be heard. 


REGISTRATION PROCEDURE—PLEADING AND PRACTICE 


If required copy of application is not received by examiner within twenty 
days of this decision, he may have copy made and proceed with preparation and 
forwarding of notices prescribed in Rule 22.1. 


Petition to Commissioner to direct examiner that concurrent regis- 
tration proceedings are unnecessary, filed by Mid-West Refineries, Inc., 
Serial No. 563,686. Petition denied. 


Henry L. Shenier, of New York City, for applicant. 


Frperico, Examiner in Chief. 


This is an application for a concurrent registration under the proviso 
in section 2(d) of the Trade-Mark Act of 1946. The applicant, in accord- 


ance with the statute and the rules, named an exception to its claim of 
exclusive use, and the goods and area for which it desired registration. 
The examiner, preparatory to instituting concurrent use proceedings with 
the named other user, under Trade-Mark Rule 22.1, required applicant 
to file a duplicate set of application papers. The applicant has petitioned 
the Commissioner to direct the examiner that no concurrent use proceed- 
ings are necessary in the instant case, that no duplicate set of application 
papers are required, and that the mark should~be published for opposition. 
The writer has been delegated to determine the matter. 


A prior application of the applicant was involved in a concurrent 
use proceeding with an application of the same coneurrent user named 
in the instant application. That proceeding was terminated by a judg- 
ment based on a stipulation of the parties, and a restricted concurrent 
registration was issued to applicant. The present application contains 
the same restrictions as the registration but differs from the registration 
in the addition of two items to the list of goods on which the mark is 
used. Applicant urges that the prior proceeding has decided all issues 
between the parties, that it is res judicata, and that a second concurrent 
use proceedings should not be instituted. 


The present application is regarded by the examiner as materially 
different from the earlier one in view of the additional goods recited. The 
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statute requires, in section 2(d), that the Commissioner shall give to each 
party named in an application for concurrent registration written notice 
of the application and of the time and place of hearings thereon. The man- 
ner of giving this notice is set forth in Trade-Mark Rule 22.1: the party 
is sent a written notice giving a certain amount of information and is also 
sent a duplicate copy of the application for concurrent registration. By the 
provisions of the rule the examiner may require the applicant to furnish 
the copy of his application, including the drawing and the specimen. 


It does not seem to me that applicant can question at this stage the de- 
cision of the examiner to forward the notice and thereby institute the con- 
current use proceeding, any more than an applicant can question the de- 
cision of the Examiner of Trade-Marks to institute an interference, prior 
to the declaration of the interference (although of course his views on the 
matter may be considered). If applicant believes that the institution of 
the proceeding is improper or irregular he may file a suitable motion to 
dissolve it, if he believes that the prior judgment also determines the con- 
templated proceeding he may move for judgment on the ground of res 
judicata immediately after its institution. In either case the other party 
will have an opportunity to be heard. 


The examiner may wait twenty days from the date of this decision for 
receipt of the copy of the application required. If the copy is not received 


the examiner himself may have a copy made and proceed with the prep- 
aration and forwarding of the notices contemplated by Rule 22.1. 


The petition is denied. 


BINNEY & SMITH COMPANY v. INTERNATIONAL PULVERIZING 
CORPORATION, ET AL. 
(THE MICRONIZER COMPANY, assignee, substituted) 


Commissioner of Patents—February 20, 1953 


CANCELLATION—IN GENERAL 
‘*Micronized’’ for an ingredient of paint is confusingly similar to ‘‘Micronex’’ 
for gas-black and carbon-black; but the marks are not confusingly similar when 
one is used on tale and clay and the other on gas-black and carbon-black. 


CANCELLATION—EVIDENCE 
Liberality in assuming facts relating to literary matters, meaning of words 
and matter of common experience is proper, but greater caution should be exer- 
cised in assuming special technical facts, particularly where arguments are based 
on facts not proven in the record. 


CANCELLATION—DEFENSES 


Defense of laches cannot be sustained when the party defending takes no 
testimony whatsoever; laches is affirmative defense which must be proven. 
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i 


Appeal from the Examiner of Interferences. 


Cancellation proceedings by Binney & Smith Company against Inter- 
national Pulverizing Corporation (The Micronizer Company, assignee, 
substituted ). Registrations No. 323,734 (issued April 30, 1932), No. 315,301 
(issued July 24, 1934), and No. 369,442 (issued July 25, 1939), and against 
Whittaker Micronizing Corporation, assignor to International Pulverizing 
Corporation (The Micronizer Company, assignee, substituted) Registration 
No. 315,301 (issued July 24, 1934). Registrant-respondent appealed from 
decision sustaining petitions. Affirmed as to Registrations No. 323,734 and 
No. 321,034; reversed as to Registrations No. 315,301 and 369,442. 


Munn, Liddy and Glaccum, of New York City, for petitioner. 


Dean Laurence and Winston E. Miller of St. Johns, Michigan, for regis- 
trant-respondent. 


Feperico, Examiner in Chief. 


These are appeals by the registrant from a decision of the Examiner 
of Interferences sustaining petitions to cancel four registrations. 


The petitioner relied solely upon its prior registration, No. 147,072, 
registered October 4, 1921, and renewed, for the mark ‘‘Micronex’’ used 
for ‘‘a gas-black and carbon-black in bags, in Class 16, Paints and painters’ 
materials.’’ 


Each of the registrations sought to be cancelled is for the mark 
‘*Micronized’’, used for various goods. 


Cancellation No. 5491 involves registration No. 323,734, issued April 30, 
1935, in which the goods are specified as ‘‘ Pulverized Carbons, Particularly 
Graphite and Other Non-Metallic Elements, in Class 1, Raw or partly- 
prepared materials.’’ Use since November 7, 1934 is alleged. 


Cancellation No. 5492 involves registration No. 321,034, issued Janu- 
ary 15, 1935, which recites ‘‘Pulverized limestone, sold as an ingredient of 
paint, in Class 16, Paints and painters’ materials’’ as the goods. Use since 
July 2, 1934 is alleged. 

Cancellation No. 5493 involves registration No. 315,301, issued July 24, 
1934, which recites ‘‘Tale, in Class 1, Raw or partly prepared materials’’ 
as the goods. Use since February 26, 1934 is alleged. 


Cancellation No. 5494 involves registration No. 369,442, issued July 25, 
1939, which recites ‘‘Pulverized clays, in Class 1, Raw or partly prepared 
materials’’ as the goods. Use since December 23, 1938 is alleged. 

Neither party filed any testimony. 


The petitions for cancellation were filed October 21, 1949, which was 
over ten years after the most recent of the registrations involved, and over 
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fifteen years after the oldest, and the question of laches was raised by the 
registrant. The examiner held that, no evidence of any description having 
been filed, the defense of laches could not be sustained since mere delay 
cannot in and of itself constitute laches. Laches is an affirmative defense 
which must be proven and a party who has taken no testimony whatsoever 
obviously has failed to make out a case of laches. 


There is no question of priority and the only issue involved in each of 
the cancellations is whether registrant’s mark so resembles petitioner’s 
registered mark as to be likely when applied to the goods of the registrant 
to cause confusion or mistake or to deceive purchasers. 


The examiner (while recognizing that the word ‘‘micron’’, by virtue of 
its meaning of a small particle, may have a descriptive significance in con- 
nection with the goods) stated that the two marks must be considered in 
their entireties in determining the matter of confusing similarity, and 
held that the nature and similarities of the two were such that their use on 
the specified goods, which were held to be so intimately related in char- 
acter that their sale under the same or confusingly similar marks would 
lead purchasers to suppose that they emanated from the same source, 
would be reasonably likely to cause confusion or to deceive purchasers. 


With respect to the goods of the parties, the examiner referred gen- 
erally to publications which had been mentioned in petitioner’s brief, and 


specifically to Webster’s New International Dictionary, and stated that 
the items recited in the registrations of the parties ‘‘are all in common use 
as ingredients in the manufacture of paints’’, without separate analysis of 
each of respondent’s products. The statement of the examiner may or may 
not be true but it is not based upon evidence in the ease, nor is the breadth 
of the statement, particularly with respect to the use of the word ‘‘com- 
mon’’, even borne out by the matters brought in by petitioner’s argument. 


In the third and fourth cancellations the goods of the respective parties, 
namely gas-black and carbon-black on the one hand, and tale and clay on 
the other, are on their face wholly different, and such matters of common 
knowledge as could properly be taken into consideration without proof 
would serve to emphasize such difference rather than show any relationship 
between the goods. This common knowledge is of the nature that tale is 
used for taleum powder and clay for pottery, modelling, and the like. 
I do not believe that it would be proper to go much beyond this in taking 
judicial notice in this ease. While liberality might be exercised in assuming 
facts relating to literary matters, the meanings of words, and matters of 
common experience, I believe that greater caution should be exercised in 
assuming special technical facts without some measure of proof by the 
parties, particularly when, as here, both parties base their arguments in 
part at least on facts not proven in the record. The decisions of the exam- 
iner in the third and fourth cancellations are reversed on the ground 
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that petitioner has failed to prove that the goods are so related that the 
use of the respective marks on them would be likely to cause confusion. 


With respect to the first and second cancellations, the statements in 
the registrations themselves are sufficient to sustain the examiner’s decision. 
Petitioner’s registration itself places the goods ‘‘gas-black and carbon- 
black’’ in Class 16, ‘‘Paints and painters’ materials’’ and hence it must 
be taken that they are intended for paints or primarily for paints. The 
product recited in respondent’s registration in the second cancellation is 
specifically recited as ‘‘sold as an ingredient of paint’’. The products are 
thus used for the same purpose. In the first cancellation, the goods of the 
respondent are specified as pulverized carbons generally; the goods of 
both parties are carbon, and furthermore are carbon in powder form. In 
urging that the goods are not related respondent in its brief gives detailed 
statements of the mode of manufacture and the uses of its products, to 
which petitioner properly objects on the ground that there is no testimony 
to support any of the statements. 


The decision of the Examiner of Interferences is affirmed in ecan- 
cellations No. 5491 and No. 5492, and is reversed in cancellations No. 5493 
and No. 5494. 


EX PARTE LUSTUR-SEAL CORPORATION 


, Commissioner of Patents—February 20, 1953 


TRADE-MARK AcT OF 1946—REGISTRABILITY—IN GENERAL 
Mark is unregistrable when it contains as its dominant feature the entire 
mark of another registrant. 
TRADE-MarK AcT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
‘*Haze Cream,’’ with ‘‘Cream’’ disclaimed, for automobile polish is con- 
fusingly similar to ‘‘Haze’’ for ready-mixed paint. 
TRADE-MARK AcT OF 1946—REGISTRABILITY—Goops OF DIFFERENT CLASSES 


Although respective goods are specifically different, they are closely related in 
character and function and are sold through the same merchandising outlets, and 
confusion is therefore likely to result. 


Appeal from the Examiner of Trade-Marks. 


Application of Lustur-Seal Corporation to register a trade-mark, 
Serial No. 567,792, filed October 28, 1948. Applicant appealed from de- 
cision refusing registration. Affirmed. 


Townsend P. Beaman, of Jackson, Michigan, for applicant. 
Frperico, Examiner in Chief. 


This is an appeal from the decision of the Examiner of Trade-Marks 
refusing to register the mark ‘‘Haze-Cream”’ as a trade-mark for ‘‘ polish 
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for painted, enameled or lacquered surfaces, particularly as an automobile 
polish.’’ The word ‘‘cream’’ has been disclaimed apart from the mark as 
shown. Registration was refused by the examiner on the basis of regis- 
tration No. 398,050, October 6, 1942, for the mark ‘‘Haze’’ for ‘‘ready- 
mixed paint.”’ 

The mark sought to be registered contains as its dominant feature the 
entire mark of the registration. The word ‘‘cream’’ in applicant’s mark 
would not be apt to have any trade-mark significance attached to it since 
it would ordinarily be taken as a description of the consistency of appli- 
eant’s product. While the respective goods are specifically different never- 
theless they are closely related in character and function, paints being 
protective and decorative coatings for surfaces and the polish being used 
on surfaces on which the paint is used. The respective products are also 
sold through the same merchandising outlets. I agree with the examiner 
that the use of the mark by the applicant would be likely to result in con- 
fusion or mistake as to origin in the mind of the purchasing public. A 
purchaser of ‘‘Haze’’ paint might readily think that ‘‘Haze Cream”’ 
polish for painted surfaces may have emanated from the same sources or 
that there was some connection between them. 






















The decision of the examiner is affirmed. 





AMI, INCORPORATED v. ELECTRIC & MUSICAL INDUSTRIES, 
LIMITED 


Commissioner of Patents—February 25, 1953 










TRADE-MarK Act OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 

‘*E M I,’’ with pictorial design, for phonographs, television transmitters and 
receivers, radios, recorders, and parts thereof, is confusingly similar to word-mark 
‘*AMI’’ for phonographs, record changers, amplifiers and parts thereof. 










TRADE-MarK Act oF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
In composite mark involving words or letter in association with pictorial 

words or letter in association with pictorial matter, product would normally 

be asked for and known by words or letters which could be spoken; in instant 
case ‘‘AMI’’ and ‘‘E M I”? standing alone are so nearly alike in sound as to be 
substantially identical. 












TRADE-MARK AcT OF 1946—REGISTRABILITY—IN GENERAL 

Where goods are identical, the appearance of the marks, the sound of the 
marks when spoken, and the meaning of the marks are all taken into considera- 
tion, and if any or all of these elements suggest probability of confusion, new- 
comer is not entitled to registration. 











Appeal from Examiner of Interferences. 
Opposition proceeding No. 29844 by Ami, Incorporated v. Electric and 
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Musical Industries, Limited, Serial No. 524,959, filed June 27, 1947. Appli- 
cation appealed from decision sustaining opposition. Affirmed. 


Clarence J. Loftus and William E. Lucas, of Chicago, Illinois, for opposer. 
Ralph E. Atherton, of Schenectady, New York, for applicant. 
McCann, Examiner in Chief. 


This is an appeal from the decision of the Examiner of Interferences 
sustaining the opposition brought by Ami, Incorporated to the registration 
of the notation ‘‘E M I’’ by Electric & Musical Industries Limited on the 
Principal Register of the Act of 1946. The mark is applied to ‘‘electric 
phonograph dise sound record players, thermionic tube amplifiers, radio 
and television aerials, electric transformers, television interference limiters, 
commercial and domestic radio receivers, electric line protection units, 
electric fadar units, loud speakers and loud speaking repair kits, radio 
chassis stands, microphones and stands therefor, electric phonograph dise 
sound recorders, cathode ray tubes, thermionic tubes, electric oscillators, 
earphones, head phones and pillow phones, magnetic sound tape recorders 
and reproducers, electric dictating machines, transportable radio frequency 
industrial heaters, magnetic dise and tape sound recording media, electric 
bench lamps, magnetic dise sound recorders and sound reproducers, and 
commercial television transmitters and receivers.’”’ 


- The opposition is based upon prior use and ownership of registration 
No. 526,016, registered June 6, 1950, of the mark ‘‘AMI”’ applied to 
‘‘electrically operated phonographs and parts thereof,’’ including record 
changers, amplifiers and the like and the statutory basis for the opposition 
is that clause of section 2(d) which applied to the likelihood of confusion, 
or mistake, or deception of purchasers. 


The Examiner of Interferences states that the opposer’s ownership of 
its pleaded registration and priority of use ef its mark on similar goods 
of the same descriptive properties of those of applicant is not disputed by 
applicant, and is deemed established by the record and the only question 
that requires determination is whether or not the marks of the parties bear 
such near resemblances as would be likely to cause confusion, or mistake, 
or deception of purchasers when contemporaneously used on the goods 
involved. 


Applicant’s mark is a composite mark which includes the three letters 
‘*E M1”’ arranged in a vertical row and outlined*by a common dark border 
simulating a flash of lightning and superimposed on a circular background 
representing the Eastern Hemisphere. 


The examiner admits that in the comparison of the marks they must be 
considered in their entireties and states that it is well settled in marks 
which are composed of words or letters, in association with pictorial matter, 
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for painted, enameled or lacquered surfaces, particularly as an automobile 
polish.’’ The word ‘‘cream’’ has been disclaimed apart from the mark as 
shown. Registration was refused by the examiner on the basis of regis- 
tration No. 398,050, October 6, 1942, for the mark ‘‘Haze’’ for ‘‘ready- 
mixed paint.”’ 


The mark sought to be registered contains as its dominant feature the 
entire mark of the registration. The word ‘‘cream’’ in applicant’s mark 
would not be apt to have any trade-mark significance attached to it since 
it would ordinarily be taken as a description of the consistency of appli- 
eant’s product. While the respective goods are specifically different never- 
theless they are closely related in character and function, paints being 
protective and decorative coatings for surfaces and the polish being used 
on surfaces on which the paint is used. The respective products are also 
sold through the same merchandising outlets. I agree with the examiner 
that the use of the mark by the applicant would be likely to result in con- 
fusion or mistake as to origin in the mind of the purchasing public. A 
purchaser of ‘‘Haze’’ paint might readily think that ‘‘Haze Cream”’ 
polish for painted surfaces may have emanated from the same sources or 
that there was some connection between them. 


The decision of the examiner is affirmed. 





AMI, INCORPORATED v. ELECTRIC & MUSICAL INDUSTRIES, 
LIMITED 


Commissioner of Patents—February 25, 1953 


TRADE-MarK Act OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
‘*E M I,’’ with pictorial design, for phonographs, television transmitters and 
receivers, radios, recorders, and parts thereof, is confusingly similar to word-mark 
‘*AMI’’ for phonographs, record changers, amplifiers and parts thereof. 


TRADE-MarK Act OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
In composite mark involving words or letter in association with pictorial 
words or letter in association with pictorial matter, product would normally 
be asked for and known by words or letters which could be spoken; in instant 
ease ‘‘AMI’’ and ‘‘E M I’’ standing alone are so nearly alike in sound as to be 
substantially identical. 


TRADE-MaARK Act oF 1946—REGISTRABILITY—IN GENERAL 


Where goods are identical, the appearance of the marks, the sound of the 
marks when spoken, and the meaning of the marks are all taken into considera- 
tion, and if any or all of these elements suggest probability of confusion, new- 
comer is not entitled to registration. 


Appeal from Examiner of Interferences. 


Opposition proceeding No. 29844 by Ami, Incorporated v. Electric and 
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Musical Industries, Limited, Serial No. 524,959, filed June 27, 1947. Appli- 
cation appealed from decision sustaining opposition. Affirmed. 


Clarence J. Loftus and William E. Lucas, of Chicago, Illinois, for opposer. 
Ralph E. Atherton, of Schenectady, New York, for applicant. 
McCann, Examiner in Chief. 


This is an appeal from the decision of the Examiner of Interferences 
sustaining the opposition brought by Amt, Incorporated to the registration 
of the notation ‘‘E M I’’ by Electric & Musical Industries Limited on the 
Principal Register of the Act of 1946. The mark is applied to ‘‘electric 
phonograph dise sound record players, thermionic tube amplifiers, radio 
and television aerials, electric transformers, television interference limiters, 
commercial and domestic radio receivers, electric line protection units, 
electric fadar units, loud speakers and loud speaking repair kits, radio 
chassis stands, microphones and stands therefor, electric phonograph dise 
sound recorders, cathode ray tubes, thermionic tubes, electric oscillators, 
earphones, head phones and pillow phones, magnetic sound tape recorders 
and reproducers, electric dictating machines, transportable radio frequency 
industrial heaters, magnetic dise and tape sound recording media, electric 
bench lamps, magnetic dise sound recorders and sound reproducers, and 
commercial television transmitters and receivers.’’ 


- The opposition is based upon prior use and ownership of registration 
No. 526,016, registered June 6, 1950, of the mark ‘‘AMI”’ applied to 
‘‘electrically operated phonographs and parts thereof,’’ including record 
changers, amplifiers and the like and the statutory basis for the opposition 
is that clause of section 2(d) which applied to the likelihood of confusion, 
or mistake, or deception of purchasers. 


The Examiner of Interferences states that the opposer’s ownership of 
its pleaded registration and priority of use ef its mark on similar goods 
of the same descriptive properties of those of applicant is not disputed by 
applicant, and is deemed established by the record and the only question 
that requires determination is whether or not the marks of the parties bear 
such near resemblances as would be likely to cause confusion, or mistake, 
or deception of purchasers when contemporaneously used on the goods 
involved. 


Applicant’s mark is a composite mark which includes the three letters 
‘‘*E M1”’ arranged in a vertical row and outlined*by a common dark border 
simulating a flash of lightning and superimposed on a circular background 
representing the Eastern Hemisphere. 


The examiner admits that in the comparison of the marks they must be 
considered in their entireties and states that it is well settled in marks 
which are composed of words or letters, in association with pictorial matter, 
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that the words or letters comprise the dominating parts of the marks by 
which the goods would normally be called for by purchasers, and it is the 
opinion of the examiner that the letters ‘‘AMI’’ which constitute the 
opposer’s mark and the letters ‘‘E M I’’ contained in the mark of the ap- 
plicant are so nearly alike in sound as to be confusingly similar and would 
clearly be likely to cause confusion or mistake or deception of purchasers 
when applied contemporaneously to similar goods, as here, regardless of 
how the marks were displayed. 


Applicant admits in its appeal brief that the only question to be de- 
termined is whether the two marks disclose any resemblance upon which a 
finding of likelihood of confusion may properly be predicated. He states 
that the recent decision by the U. S. Court of Customs and Patent Appeals 
in The Alligator Company v. Larus & Brother Company, Inc., 39 C. C. P. A. 
939, 196 F. 2d 532, 93 U. S. P. Q. 436, and of the District Court of Appeals, 
District of Columbia, in Marzall, Commissioner of Patents v. Cook, 196 
F. 2d 241, 93 U. S. P. Q. 149, are directly in point. Applicant also insists 
that the initial part of the mark should be accorded predominant im- 
portance and since the part ‘‘A’’ in one mark and ‘‘E”’ in the other are 
so different in both appearance and sound that they are unlikely to cause 
confusion. 


It is true as stated by applicant that the composite mark must bi: con- 
sidered as a whole in determining the likelihood of confusion. It is also 
true, as stated by the examiner, that in a composite mark involving words 
or letters in association with pictorial matter the product would normally 
be asked for and known by the words or letters since that is the part of 
the mark which could be spoken. W. B. Roddenbery Co. v. Kalich, 34 
C. C. P. A. 745, 158 F. 2d 289, 72 U.S. P. Q. 188; Vitamin Corporation of 
America v. American Home Products Corporation, 35 C. C. P. A. 952, 
166 F. 2d 203, 76 U. S. P. Q. 611; E-Z Mills, Inc. v. Martin Brothers Co., 
25 C. C. P. A. 992, 95 F. 2d 269, 37 U. S. P. Q. 199. It is well settled that 
where goods are identical, the appearance of the marks, the sound of the 
marks when spoken and the meaning of the marks are all taken into con- 
sideration and if any or all of these elements suggest a probability of 
confusion, the newcomer is not entitled to registration. Norris Incorporated 
v. Charms Company, 27 C. C. P. A. 1174, 111 F. 2d 479, 45 U.S. P. Q. 442; 
Cluett, Peabody & Co., Inc. v. Wright, 18 C. C. P. A. 937, 46 F. 2d 711, 
8 U.S. P. Q. 344; Kroger Grocery & Baking Co. v. Blue Earth Canning 
Co., 24 C. C. P. A. 1098, 88 F. 2d 725, 33 U. S. P. Q. 187. In the instant 
ease the letters ‘‘AMI’’ and ‘‘E M I”’ standing alone are so nearly alike 
in sound as to be substantially identical. 


I agree with the examiner that applicant’s mark using the letters 
‘‘E M I”’ would be likely to cause confusion and deception of purchasers if 
used contemporaneously with the opposer’s mark ‘‘AMI’’ on the same 
goods. 
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In The Alligator Company v. Larus & Brother Company, Inc., cited 
by appellant, the court was careful to point out that if they were deemed 
mistaken as to the matter of resemblance there could surely be no confusion 
or deception possible with respect to the goods which was cigarettes on the 
one hand and rainwear on the other. The Marzall, Commissioner of Patents 
v. Cook decision, 93 U. S. P. Q. 149, discussed by applicant in the brief, was 
a Per Curiam decision, and it is not too clear therefrom on what grounds 
the decision was sustained. However, it is well settled that citations of cases 
in trade-mark litigation are of little importance and the issue in any par- 
ticular case must be determined in accordance with the views and circum- 
stanees therein. Kensington Steel Co. v. Nichols Engineering & Research 
Corp., 38 C. C. P. A. 979, 188 F. 2d 397, 89 U. S. P. Q. 330; In re Dutch 
Maid Ice Cream Co., 25 C. C. P. A. 1009, 95 F. 2d 262, 37 U.S. P. Q. 202. 


The decision of the Examiner of Interferences is affirmed. 


EX PARTE BANKERS BOX COMPANY 


Commissioner of Patents—February 25, 1953 


TRADE-MARK AcT OF 1946—REGISTRABILITY—GENERIC TERMS 
The word ‘‘prefabricate’’ is a generic term used in a broad sense to indicate 

‘anything pre-cut or pre-formed so that it can be readily assembled and put 
together. The term ‘‘Prefab’’ is an obvious corruption or contraction of ‘‘pre- 
fabricate’’ and has been used as such since long before applicant’s date of 
first use; ‘‘Prefab’’ is therefore not registrable on Principal Register for 
shelving for storage boxes or drawers. 

TRADE-MARK AcT OF 1946—REGISTRABILITY—IN GENERAL 


Present meaning of a word is significant and controlling; not what it meant 
five or ten years ago. 


> 


Appeal from Examiner of Trade-Marks. 


Application to register a trade-mark filed by Bankers Box Company, 
Serial No. 566,687, filed October 8, 1948. 


Applicant appealed from decision refusing registration. Affirmed. 
E. Thrall Brewer, of Chicago, Illinois, for applicant. 
McCann, Examiner in Chief. 


This is an appeal from the final refusal by the Examiner of Trade- 
Marks to register the word ‘‘Prefab,’’ formed from simulated wooden let- 
ters, on the Principal Register of the Act of 1946 as applied to ‘‘shelving 
for storage boxes or drawers.’’ 


Registration was refused on the ground that ‘‘Prefab’’ is a generic 
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term as applied to the goods and is incapable of identifying and distinguish- 
ing them from those manufactured or sold by others. 


The examiner points out that the term ‘‘Prefab’’ is a shortened form 
of the word ‘‘prefabricated’’ or ‘‘prefabrication,’’ and that both terms 
have come into wide use in recent years in connection with ‘‘factory-pre- 
cut’’ houses. The examiner points out that Webster’s New International 
Dictionary, Second Edition, published in 1950 lists both terms in the 
addenda section and defines ‘‘prefab’’ as ‘‘a prefabricated, house or struc- 
ture; a prefabrication.’’? The examiner also states that the term ‘‘prefabri- 
cation’’ is the noun form of ‘‘prefabricate’’ which is defined in Webster’s 
Dictionary as follows: 


‘‘To fabricate all the parts of (as a house) at the factory, so that 
construction consists merely of assembling and uniting standardized 
parts. ”’ 


The examiner points out that while this definition cites a house as one 
type of prefabrication, it certainly does not restrict its usage to houses. 


In reply to applicant’s contention that the term ‘‘Prefab’’ was not 
a dictionary term at the time this application was filed, the examiner states 
that it is immaterial whether the term ‘‘Prefab’’ was generic ten years 
ago or five years ago or even at the time the application was filed, since the 
significant point is that the term is generic at the present time, and this fact 
is substantiated by the dictionary definition. 


The examiner also states that the terms ‘‘prefabricated’’ and ‘‘Pre- 
fab’’ were in use long before applicant’s alleged first date of use and as 
proof thereof the examiner cites the following magazine articles indexed 
in ‘‘The Industrial Arts Index for 1945’’ (published in 1946 by the H. W. 
Wilson Company, New York), page 667, under the subject-head ‘‘ Houses, 
Prefabricated :”’ 


‘‘Boom for Prefab’’ (Architectural Forum, March, 1945). 


‘‘Expansible Prefab House for Postwar’’ (Architectural Record, 
December, 1944). 


‘‘Britain’s Prefabs’’ (Business Week, June 16, 1945). 


‘‘House every 30 minutes; every job provides interesting prefab 
study’’ (American Builder and Building Age, November, 1944). 


Applicant contends that the examiner has been unable to find any 
reference in which the word ‘‘Prefab’’ has been used in connection with 
anything other than houses and that the examiner was in error in assuming 
that by reason of the fact that in 1946 ‘‘Prefab’’ was descriptive as to 
houses, it was therefore descriptive of any and all articles including shelv- 
ing for storage boxes and drawers when applicant adopted and first used 
the mark in 1948. 
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— 


The word ‘‘prefabricate’’ appears on page CIII, New Words Section, 
of the 1940 Edition of Webster’s New International Dictionary, Second 
Edition, Unabridged, and is defined as 


‘*To fabricate all the parts of (as a house) at the factory so that 
construction consists merely of assembling and uniting standardized 
parts.’’ 


The use of this word is clearly not limited to a house, as the parentheses 
clearly indicate, and the words ‘‘as a house’’ are merely used as an example. 
The word ‘‘prefabricate’’ is now used in a broad sense to indicate anything 
that is pre-cut or pre-formed to a desired size or form so that it can be 
readily assembled and put together on the job instead of having to be cut 
and sized on the job. I agree with the examiner that the term ‘‘Prefab’’ 
is an obvious corruption or contraction of the word ‘‘prefabrication’’ and 
is equally capable of being applied to many manufactured articles and as 
such would not indicate the origin of the goods but only that, whatever 
the goods were, they had been pre-cut and pre-sized so that they could be 
readily assembled on the job. 


The examiner is also correct in his contention that it is the present 
meaning of the word ‘‘Prefab’’ that is significant and controlling and not 
what it may have meant five or ten years ago. Ex parte Cube Steak Com- 
pany, 86 U. S. P. Q. 327, 329, (Affirmed by the District Court for the Dis- 
triet of Columbia in Spang et al. v. Marzall, 93 U.S. P. Q. 61). 


The decision of the Examiner of Trade-Marks is affirmed. 


ERNST LEITZ, G. m.s.H. v. E. LEITZ, INC. 


Commissioner of Patents—February 27, 1953 


REGISTRATION PROCEDURE—OPPOSITION—PLEADING AND PRACTICE 


Opposition by German national barred by regulations of Attorney General 
under Trading With The Enemy Act in effect during statutory period for filing 
opposition; Resolution and Proclamation terminating state of war subsequent 
to such statutory period does not alter situation so as to render opposition valid 
ab initio, and motion to dismiss filed by Attorney General, as intervenor, is in 
effect a ruling by such official that filing of the opposition without a license under 
the Trading With The Enemy Act is barred. 


REGISTRATION PROCEDURE—OPPOSITION—PLEADING AND PRACTICE 
Notice of opposition filed during statutory period cannot be amended or 
supplemented in any material respect after the period has expired. 
REGISTRATION PROCEDURE—PLEADING AND PRACTICE 


Although opposition is dismissed, where it appears that registration should 
be refused, case is remanded to examiner of trade-marks for re-examination and 
refusal of registration. 
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Appeal from Examiner of Interferences. 


Opposition proceedings by Ernst Leitz, G. m. B. H. v. E. Leitz, Inc., 
filed June 6, 1950. Opposer appealed from decisions dismissing oppositions. 
Affirmed with instructions to re-examine and refuse registrations. 


Benjamin T. Rauber, of New York City, for opposer. 
Mason, Fenwick & Laurence, of Washington, D. C., for applicant. 
Feperico, Examiner in Chief. 


These are appeals by the opposer from the decisions of the Examiner 
of Interferences in two opposition proceedings. Both cases involve the same 
question ; the oppositions were dismissed on motions filed before answer on 
the ground that the opposer, being a German firm, is disqualified by law 
from prosecuting the proceedings in the absence of authorization by the 
Attorney General of the United States. 


Applicant’s position is that the Trading With The Enemy Act and the 
regulations thereunder, bar an action of this kind by or on behalf of a 
German national, which term includes juristic as well as natural persons. 
Opposer relies, (1) that it was and is not barred from instituting and prose- 
cuting the actions and (2) if it were at one time barred, the Joint Resolu- 
tion of Congress terminating the state of war between the United States 
and the Government of Germany, approved October 19, 1951 (65 Stat. 451), 
and the Presidential Proclamation (Proc. No. 2950, October 27, 1951, 16 
F.. R. 10015) issued thereunder, removed the disability. To this second point 
the applicant replies that a proviso in the Resolution applies to prevent re- 
moval of the disability in this case. 


The first question to be determined is whether the bringing of an 
opposition proceeding by or on behalf of opposer was barred during the 
opposition period in these cases. The applications involved were published 
for opposition in the Official Gazette on July 24, 1951 (648 O. G. 996) and 
the statutory period within which an opposition could be filed expired on 
August 23, 1951; the oppositions were filed on August 18, 1951. 


The regulations of the Attorney General under the Trading With The 
Enemy Act, in force at the time the oppositions were filed and during the 
opposition period, provide: 


‘‘Except as authorized by a license expressly referring to this 
general ruling, the transfer, or withdrawal of, or other dealings in, 
or the exercise of any right, power or privilege with respect to, * * * 
any property in the United States on December 31, 1946 in which on 
that date any of the following had any interest, * * * is hereby pro- 
hibited: * * *’’ (Section 511.211a of Title 8, Code of Federal Regula- 
tions). 


The list following this quotation includes German citizens and firms. The 
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term ‘‘property’’ used in this regulation is defined in broad terms in sec- 
tion 511.1 and includes trade-marks as well as any other form of property. 


The question is whether opposer, in filing the notices of opposition is 
dealing in or exercising any right, power or privilege with respect to any 
property existing in the United States on December 31, 1946, in which it 
had an interest. In the notices of opposition opposer asserts that it is the 
owner and prior user of the marks sought to be registered by the applicant ; 
that said marks have been continuously used by opposer (except when pre- 
vented by war conditions) since prior to 1929 on goods exported to the 
United States and sold in interstate commerce, that the marks have been 
widely recognized as the marks of the opposer, that large sums of money 
have been expended by opposer in advertising and introducing its goods 
under the marks in the United States, ete. Thus the oppositions are clearly 
based upon and assert trade-mark rights of the opposer existing in the 
United States over a period of time which includes the date specified in the 
regulation, and the filing of the oppositions is obviously the exercise of a 
right, power or privilege with respect thereto. 


The language of the regulation referred to hence covers the transactions 
involved in these proceedings. The Attorney General had licensed generally 
by regulation certain transactions relating to trade-marks, 8 C. F. R. 507.41, 
but the language of this authorization did not apply to the present cases, 
and no other regulation has been found which either in general or specific 
terms would authorize these actions. Recently a new regulation has been 
issued by the Attorney General (Section 507.46, 17 Federal Register 11783, 
December 30, 1952) removing prior restrictions on dealings of Germans 
with respect to trade-marks, the language of which would seem to permit the 
filing of the present actions; however Section 507.99 prohibits retroactive 
operation unless specifically provided. No specific license or authorization 
has been issued to the opposer. It must accordingly be held that the filing 
of the oppositions at the time they were filed.was barred. 


Since the filing of the oppositions is considered barred, it becomes 
necessary to determine the effect of the Resolution terminating the state of 
war with Germany. The Resolution was approved October 19 and the 
Proclamation thereunder was issued October 27, 1951, these dates being 
about two months after the expiration of the opposition period. 


The opposition period is fixed by statute and it has been held in many 
cases that a notice of opposition filed during the statutory period cannot be 
amended or supplemented in any material respect after the period has 
expired. This same principle should apply to these cases; the oppositions 
being defective when filed and during the opposition period, they are not 
seen to be rendered valid ab initio by the subsequent action of Congress 
in the absence of any provision for reviving and reinstating past void 
actions. 
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In view of the above considerations, the other reasons presented by the 
applicant need not be considered. 






































The Attorney General of the United States, in his capacity as Alien 
Property Custodian, has an interest in the present proceedings in that he is 
the principal stockholder of the applicant company, the stock formerly 
owned by opposer having been vested in 1942 under the Trading With The 
Enemy Act (Vesting Order Number 107). The Attorney General has inter- 
vened to the extent that the motions to dismiss brought by applicant were 
accompanied by parallel motions to dismiss by the Office of Alien Property 
of the Department of Justice. There is hence a ruling by or on behalf of 
the Attorney General that the filing of the oppositions without license is 
barred. Such ruling in and of itself would be considered sufficient for the 
Patent Office to dismiss the oppositions since the administration of the 
Trading With The Enemy Act is under the jurisdiction of the Attorney 
General. 


While the oppositions are dismissed, it does not appear to me that the 
registrations sought should be issued to the applicant. An ex parte rejec- 
tion developing the reasons is not made herein but instead the applications 
are remanded to the Examiner of Trade-Marks for re-examination and 
refusal of the registrations. 


The decisions of the Examiner of Interferences dismissing the opposi- 
tions are affirmed. 


EX PARTE PROCTER & GAMBLE CO. 


Commissioner of Patents—March 2, 1953 





TRADE-MaRK Act oF 1946—CONSTRUCTION—SECTION 45 


Section 45 defines a trade-mark as one which identifies and distinguishes goods 
of one manufacturer from those of another, and it is fundamental that to be regis- 
trable a trade-mark must be used in such a manner as to identify; use of words 
‘*it floats’’ in small print at the end of eight lines of printed matter is not trade- 
mark use within meaning of the Act. 





REGISTRATION PROCEDURE—EVIDENCE 


Specimens not part of application but introduced at the oral hearing are not 
of record, since there is no allegation of use at the time of filing application. 





REGISTRATION PROCEDURE—EVIDENCE 


Display sign is insufficient to justify registration, especially where there is 
no indication that the sign is ‘‘associated with’’ the goods. 


Appeal from Examiner of Trade-Marks. 






Application of Procter & Gamble Co. to register a trade-mark, Serial 
No. 527,728, filed July 5, 1947. Applicant appealed from decision refusing 
registration. Affirmed. 
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Allen & Allen, of Cincinnati, Ohio, for applicant. 
McCann, Examiner in Chief. 


This is an appeal from the final refusal by the examiner to register 
under the provisions of section 2(f) of the Act of 1946, the words ‘‘it 
floats’’ as a trade-mark for ‘‘sudsing cleaner, cleanser and detergent.’’ 


The examiner has refused registration under section 2(f) on the ground 
that the words ‘‘it floats’’ are incapable of indicating origin or ownership 
of the goods, and as used on the labels which have been filed in this case, 
are merely a statement of the fact that applicant’s ‘‘Ivory’’ soap floats. 


The examiner points out that the specimens filed in this case show the 
trade-mark ‘‘Ivory’’ in large type with the words ‘‘it floats’’ appearing at 
the bottom of the label in very small type and at the end of eight lines of 
printed matter. The examiner also points out that the term ‘‘trade-mark’’ 
as defined in section 45 of the Act of 1946 ‘‘includes any word, name, sym- 
bol, or device or any combination thereof adopted and used by a manu- 
facturer or merchant to identify his goods and distinguish them from those 
manufactured or sold by others,’’ and it is the examiner’s position that 
applicant’s use of the words ‘‘it floats’’ in small print at the end of eight 
lines of printed matter is not trade-mark use within that meaning of the 
Act. 


- It seems to me that the examiner’s position in this respect is well taken 
since it is fundamental that a trade-mark to be registrable must be used 
in such a manner to identify the goods. In ex parte National Geographic 
Society, 83 U. S. P. Q. 260, the Assistant Commissioner pointed out that 
the definition of the term ‘‘trade-mark’’ in section 45 of the Act of 1946 
contemplates use in such a manner as to identify the applicant’s goods and 
distinguish them from others and clearly does not contemplate that the 
publie will be required or expected to browse through a group of words 
or scan an entire page to decide that a particular word or words are 
intended to identify the product of applicant. The above holding is clearly 
applicable to this case. 


At the oral hearing applicant admitted that the specimens were not 
the best that could have been filed to show the use of the words ‘‘it floats’’ 
in a more distinctive manner and submitted for inspection a specimen show- 
ing the use of the words ‘‘it floats’’ in a more prominent manner directly 
under the words ‘‘Ivory Soap,’’ with the words ‘‘99 44/100% Pure’’ on 
the same line therewith. These specimens are not of record in this case; 
nor is there any allegation that they were actually in use at the time this 
application was filed. 


Applicant calls particular attention to an advertising sign which was 
used in grocery stores throughout the land as early as 1889, and attaches 
a print thereof to his brief. The particular print discloses three men look- 
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ing at a sign in the store window which reads: ‘‘Ivory Soap.’’ One of the 
men is pictured as saying: ‘‘Look at that sign in the window it says ‘It 
Floats.’’’ The other man is pictured as saying: ‘‘No it don’t! It says 
‘99 44/100% pure.’ ’’ The middle man is pictured as saying: ‘‘ You are both 
wrong it says ‘Ivory Soap’,’’ and applicant contends that such an ad- 
vertising sign under the definition of the 1946 Act constitutes proper use 
in commerce such as qualifies the mark for registration. There is no 
indication in the print that the sign in question is ‘‘associated with’’ the 
goods. No ‘‘Ivory Soap,’’ as such, appears in this print. Furthermore it 
is difficult to see how a sign which reads ‘‘Ivory Soap’’ can be used to 
show trade-mark use of ‘‘it floats’’ or ‘‘99 44/100% pure.’’ At any rate 
I fail to see any merit in applicant’s argument that the use of the words 
‘‘Tvory Soap’’ as a display sign in a store window can justify the registra- 
tion of ‘‘it floats.’’ 


Applicant contends that to a large part of the population of the 
United States the words ‘‘it floats’’ indicates the white floating soap 
made by applicant and states that a report, in affidavit form, of Phillip G. 
Corby, Associate Director of the Psychological Corporation, relative to 
a survey made in 1947 in which among five thousand women questioned, 
87% recognized the slogan as indicating ‘‘Ivory Soap,’’ has been filed 
in the case. 


The examiner held that the poll or survey was entitled to no weight 
and it is my opinion that the affidavit of the party Corby is too sketchy 
and too incomplete to be of any value as evidence, assuming it to be com- 
petent. 


I agree that the slogan ‘‘it floats’? is well known in connection with 
applicant’s trade-mark ‘‘Ivory’’ for soap products. However, both the 
statute and the rules require that the applicant file specimens of the 
mark as actually used, which use must be as a trade-mark, and I agree 
with the examiner that in the specimens filed in this case the words ‘‘it 
floats’’ are placed in such an obscure manner that they do not function 
as a trade-mark. 


The decision of the Examiner of Trade-Marks is affirmed. 


EX PARTE PROCTER & GAMBLE CO. 
Commissioner of Patents—March 2, 1953 


TRADE-MarK Act OF 1946—CONSTRUCTION—SECTION 45 
Section 45 contemplates use of a mark in such a manner as to identify and 
distinguish the user’s goods and clearly does not contemplate that the public 
will be required or expected to browse through groups of words in order to decide 
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that a particular word or words may or may not be intended to serve as a 
trade-mark. 
REGISTRATION PROCEDURE—EVIDENCE 


Both the statute and rules require that the applicant file specimens of the 
mark as actually used, which use must be as a trade-mark; and specimens sub- 
mitted at the oral hearing may not be considered, since there is no allegation 
that they were in use at the time of filing the application. 


Appeal from Examiner of Trade-Marks. 


Application of Procter & Gamble to register a trade-mark, Serial 
No. 527,507, filed July 5, 1947. Applicant appealed from decision refusing 
registration. Affirmed. 


Allen & Allen, of Cincinnati, Ohio, for applicant. 
McCann, Examiner in Chief. 


This is an appeal from the final refusal of the Examiner of Trade- 
Marks to register under the provisions of section 2(f) of the Act of 1946 the 
words ‘‘99 44/100% pure,’’ as a trade-mark for ‘‘sudsing cleaner, cleanser 
and detergent.’’ 


The examiner has refused registration on the ground that the words 
“99 44/100% pure’’ are incapable of indicating origin or ownership of 
the goods and as used on the labels which have been filed in the case are 


merely a statement of the fact that applicant’s ‘‘Ivory’’ soap is 99 44/100% 
pure. 


In this connection the examiner points out that the specimens filed by 
applicant show the use of ‘‘Ivory’’ in capital letters as the trade-mark 
of the goods with the words ‘‘99 44/100% pure’’ appearing near the bot- 
tom of the label in the 8th line of descriptive matter. The examiner also 
points out that the term ‘‘trade-mark’’ as defined in section 45 of the 
Trade-Mark Act of 1946 includes any word, name, symbol, or device or any 
combination thereof, adopted and used by a manufacturer or merchant to 
identify his goods and distinguish them from those sold or manufactured by 
others. It is the examiner’s position that this section contemplates use in 
such a manner as to fulfill that function and clearly does not contemplate 
that the public will be required or expected to browse through groups of 
words in order to decide that a particular word or words may or may not 
be intended to serve as a trade-mark to identify the product of a partic- 
ular manufacturer or dealer. 


The examiner’s holding in this respect is in keeping with the decision 
in Ex parte National Geographic Society, 83 U. S. P. Q. 260, and is 
affirmed. 


At the oral hearing applicant admitted that the specimens were not the 
best that could have been filed to show the use of the words ‘‘99 44/100% 
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pure’’ in a more distinct manner and submitted for inspection several speci- 
mens showing the use of the words ‘‘99 44/100% pure”’ in a more prominent 
manner directly under the word ‘‘Soap’’ or ‘‘Ivory Soap’’ and with or 
without the words ‘‘it floats.’’ However, as they were not of record in this 
ease and since there is no allegation that they were actually in use at the 
time this application was filed they cannot be considered as part of this case. 


Applicant points out that the words ‘‘99 44/100% pure’’ have been 
used 68 years with ‘‘Ivory’’ soap and that there can be no question but that 
to millions of people the words ‘‘99 44/100% pure’’ have become distinc- 
tive of applicant’s ‘‘Ivory’’ soap products. I agree that the slogan is 
well known in connection with applicant’s trade-mark ‘‘Ivory’’ for soap 
products. However, both the statute and the rules require that the appli- 
cant file specimens of the mark as actually used, which use must be as a 
trade-mark, and I agree with the examiner that in the specimens filed in 
this case the words ‘‘99 44/100% pure’’ are placed in such an obscure man- 
ner that they do not function as a trade-mark. 


The decision of the Examiner of Trade-Marks is affirmed. 


EX PARTE SAN FRANCISCO BREWING CORPORATION 


Commissioner of Patents—March 2, 1953 


TRADE-MARK Act OF 1946—REGISTRABILITY—CONCURRENT USE 





Where applicant’s date of first use is subsequent to filing date of a prior 
registration of the same mark, concurrent registration is specifically barred by 
statute. 


TRADE-MAaRK Act oF 1946—CONSTRUCTION—SECTION 2(d) 





Section 2(d) is specific in prescribing condition for concurrent registration; 
and absence of any one of the conditions is sufficient to preclude the concurrent 
registration. 


REGISTRATION PROCEDURE—EVIDENCE 





Where it is clear, due to similarity of the marks and the goods, that there 
would be likelihood of confusion, letter of consent cannot be given any weight. 









Appeal from Examiner of Trade-Marks. 


Application of San Francisco Brewing Corporation to register a trade- 
mark, Serial No. 551,204, filed March 4, 1948. Applicant appealed from 
decision refusing registration. Affirmed. 


Naylor & Lassagne, of San Francisco, California, for applicant. 
McCann, Examiner in Chief. 


This is an appeal from the final refusal of the Examiner of Trade- 
Marks to register the notation ‘‘Burgermeister’’ as a trade-mark for ‘‘beer 
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and ale’’ as a concurrent registration for the areas comprising the states 
of Arizona, California, Colorado, Iowa, Montana, New Mexico, Nevada, 
Oregon, Utah, Washington, and Wyoming; the territory of Hawaii, Guam 
and Puerto Rico and commerce with foreign nations, including: the Philip- 
pine Republic and the Netherlands East Indies. Applicant’s registration 
was refused in view of the prior registration No. 116,235, to Popel-Giller 
Co. for the same notation and for the same goods, which registration was 
filed on November 26, 1916, registered on April 17, 1917, and subsequently 
renewed. Applicant also appeals from the refusal of the examiner to insti- 
tute concurrent use proceedings between this application and the registra- 
tion mentioned above pursuant to section 2(d) of the Act of 1946. 


In his statement the examiner points out that section 2(d) of the Act 
of 1946 permits concurrent registration of the same or similar marks to 
more than one registrant provided that 


(1) the parties have become entitled to use such marks through 
concurrent lawful use in commerce; 


(2) they must have become so entitled prior to any of the filing 
dates of the applications involved; and 


(3) the Commissioner or Court determines that confusion or mis- 
take or deceit of purchasers is not likely to result from the continued 
concurrent use. 


- The examiner points out that the statute specifically bars the con- 
current registration of a mark whose date of first use in commerce is subse- 
quent to the filing date of a registered mark and since applicant’s date of 
first use of his mark was subsequent to the filing date of the application 
which became registration No. 116,235, it necessarily had to be rejected as 
not complying with the statute. 


In replying to an argument advanced by applicant that the registrant 
of trade-mark registration No. 116,235 had impliedly consented to appli- 
cant’s concurrent use of the mark within applicant’s territory, the exam- 
iner points out that there is no indication that the registrant had 
granted consent, expressly or impliedly, to a concurrent registration. 


Applicant contends that the decision in Ex parte Stauffer Chemical Co., 
80 U. S. P. Q. 180, was not intended to stand for the inflexible rule that an 
application for a concurrent use registration must be denied where appli- 
cant’s date of first use is subsequent to the filing date of the registration, 
and he states that this is apparent from the following language used by 
the Assistant Commissioner at page 182: 


‘*Tf, as contended by applicant, it was to permit the right of con- 
current registration in cases such as those last cited, it must be evident 
that the provisions of section 2(d) were intended to provide for 
extraordinary situations and not as a procedure to be invoked as a 
matter of course, but only upon a showing of unusual conditions.’’ 
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I am unable to agree with applicant’s argument in this respect since 
as pointed out by the examiner, section 2(d) of the Act sets forth the condi- 
tions which must be complied with before the Commissioner is authorized 
to grant a concurrent registration and the absence of any one of these 
conditions is sufficient in itself by the very terms of the statute to preclude 
the concurrent registration. Inasmuch as applicant’s first date of use is 
subsequent to the filing date of registration No. 116,235, the examiner’s 
final refusal to register applicant’s mark was proper and is affirmed. 


Applicant’s argument relative to the implied consent to the concurrent 
use of his mark by the owner of registration No. 116,235, has been noted. 
It may be that in certain circumstances so-called letters of consent granted 
by the owner of a registration serve a definite purpose, such as when there 
is some doubt in the examiner’s mind as to the likelihood of confusion but 
such letters should not be used to create the doubt in the first instance and 
in those cases where it is clear, due to the similiarity of the marks and the 
goods, that there would be a likelihood of confusion, letters of consent 
cannot be given any weight. In In re Laskin Brothers, Inc., 32 C. C. P. A. 
820, 146 F. 2d 308, 64 U. S. P. Q. 225, 226, the court said: 


‘‘Nor does the fact that the applicant procured a Letter of Con- 
sent from the registrant alter the situation. In refusing to register 
a prohibited mark, the Commissioner of Patents acts as the guardian 
of the public interests and the parties by their deeds or agreement 
cannot confer upon him the power to do that which he is prohibited 
from doing under the statute.’’ 


The above holding being true in cases where an actual letter of consent 
to the registration was filed obviously has greater weight in cases, such as 
the instant one, where no actual letter of consent has been filed, and the 
only basis therefor is a so-called ‘‘implied consent’’ which at best is merely 
speculative. 


The decision of the Examiner of Trade-Marks is affirmed. 
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LIST OF OTHER TRADE-MARK ARTICLES AND LEGAL NOTES* 


Articles 
Burrell, Robert, Infringement, Opposition and Passing off. (Indian Law Review, 
v. 5, no. 2, 1951, pp. 102-125). 


Conover, Milton, Comparative Trade-Mark Rights in Common Law and Civil Law. 
(North Dakota Law Review, v. 29, no. 1, January 1953, pp. 33-37). 


Sutherland, Raymond, The Unmentioned Trade-Mark in a Business Transfer. 
(Virginia Law Review, v. 39, no. 1, January 1953, pp. 53-63). 


Legal Notes 


Charles D. Bridell, Inc. v. Alglobe Trading Corp. 
Trade-Marks and Trade-Names and Unfair Competition—Unfair Trade—Imi- 
tation in Appearance and Form of another’s Goods. (Texas Law Review, v. 
31, no. 2, December 1952, pp. 229-230). 

Golden Slipper Square Club v. Golden Slipper Restawrant and Catering, Inc. 


Equity—Trade Name Protection—Charitable Corporation’s Rights against a 
Business. (Washington University Law Quarterly, v. 1952, no. 4, December 


1952, pp. 590-593). 

Shakespeare Co. v. Lippman’s Tool Shop Sporting Goods Co. 
Regulation of Business—Resale Price Maintenance—Constitutionality of Non- 
Signer Provision in Michigan Fair Trade Act. (Michigan Law Review, v. 51, 
January 1953, pp. 452-455). 

Smith, Kline & French Laboratories v. Heart Pharmaceutical Corp. 


Passing-off of Goods: Form of Interdict. (South African Law Journal, v. 69, 
part III, August 1952, pp. 317-321). 


* Copies of these articles and legal notes are available in the Association’s library. 
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NL Sin i506 6.8 40 EROS RTS 4440645 6 HES HERES National Biscuit Company 
. pe REPPPPTTTTITITITE ITT TTT eee Kane, Dalsimer & Kane 
Pe, Pn sis ne ebe debs 4c seneses cuss Alexander, Maltitz, Derenberg @ Daniels 
DO De, RENE, Dice ccccccsccccevsccesocs Brown, Jackson, Boettcher @ Dienner 
Isaac W. Digges 
DE Es cc wees cccnccesesecesescovceses Gravely, Lieder, Woodruff & Dees 
PE EL ac chsh weaned ev beceda knees seeneeece eee ee Rogers, Hoge & Hills 
N60 6.00 60d 06 8d040 68 1.4 OCA RON ON RRO ee ES wee Merck @& Co., Inc. 
NN re re er re Wilkinson, Huxley, Byron @ Hume 
We I aps s0screaeennnsdenwd Cooper, Byrne, Dunham, Keith & Dearborn 
RE Fe so vac cvccesccsoecccceencescoesssees Munn, Liddy & Nathanson 
ie I Ki 60.000 se 0en-00 cee eesnnse een een st enate The Borden Company 
George E. Middleton................ Pennie, Edmonds, Morton, Barrows & Taylor 
TTT rrr rrTrrrrrre rie lTi rrr Tire Mock & Blum 
John Dashiell Myers 
ins ce cciedesceaneededsseesdncece can eeee eee Naylor & Lassagne 
66 0a b 6d n8 dose roede sevees er eenveenee Rogers and Woodson 
BEE Ee I, Ee oc cceccccccoccccccsnsecceesnceeectestoneces Koenig & Pope 
SS Eee Beer, Richards, Lane, Haller & Buttenwieser 
i i ac eakaceturdereseeessed Watson, Johnson, Leavenworth @& Blair 
es no 00.600 00s60006006 000sscensossceesel Bates, Teare @ McBean 
PE Ee EE ccccevccccecsesecocecoseosecesenewecth Thomson & Thomson 
PE PE Da rs sncaccccseeeseeceeseoucegsenans Fish, Richardson & Neave 
POOy . WON occ cccscveces Nims, Martin, Halliday, Whitman & Williamson 
Walter J. Derenberg, Chairman.......... Alexander, Maltitz, Derenberg & Daniels 
BNMNE PE, cc wa cenccccccccesscesesceceseccvoscees Vick Chemical Company 
EE I i's 5. boon. a0 409 040900 ese eelees Union Carbide & Carbon Corp. 
oS 2 SEPPPPPITTITrrrirrrereer rere eerie American Home Products Corp. 
i i a nAd6bhee sanedereedeusorercegecosseede Esso Standard Oil Company 
SE Es cd cconccceoscedsocrsevecaseseeeseces Warner-Hudnut Company 
BE is 6s ccowecceecccescceseséseccesoesesadeseeeseen Mock & Blum 
i nn. vbcwceheeeeeesencetesceseeacosesessenpeneseeel Marks & Clerk 
WE Be IE, Dic cccccccccccccecvecesscecces California Texas Oil Co., Ltd. 
Agtirer TE. JORMGIOR . 2 ccc ccccscccccccecccsccccccssees Colgate-Palmolive-Peet Co. 
POD B,  awcvcecccnccvccessescceseoes Langner, Parry, Card & Langner 
PON Ws MME oc ccccccrccvccccecccccesccsoescncesoes Johnson & Johnson 
i Ci in .s.ecen seco srceverecssedecdsuensts Hoffmann-La Roche Inc. 
ES on uk cave ee bb bees ees Alexander, Maltitz, Derenberg & Daniels 
PE cass recoedccseccavenseussceeeces Lehn @ Fink Products Corp. 
John Dashiell Myers 
Tt PEGA cteeeceadcereenc eee Prncneee General Electric Co. ( International) 
i i  ctwrese secede sweedsheenwe son Wm. Wallace White & Scotti 
Se 1 ae b cig diwd wo ead bse oe-0deab eae chews se wa sem Haseltine, Lake & Co. 
PE EE Cink Wstabs tines eeneeeed Pennie, Edmonds, Morton, Barrows & Taylor 
James E. Curtiss, Chairman. ........00.eeeeeeeeceeeees National Biscuit Company 
George C. Arvedsom. .....ccccccccccccccces Automobile Manufacturers Association 
GD Be I occ ccccdcccscrecoccocosseeeee Union Bag & Paper Corporation 
ORES BONE co cccccccccccccsesececesesccorcceessesene The Texas Company 
Prem WE. DW oc ccc cccccccecccccccscccccsces Standard Brands Incorporated 
EE Ms ho 6 hese tose re besousosséesechen teaneeones Sterling Drug, Inc. 
pn GD OPPTTTTIT TULLE TT TILT TETeT reir? tee Philco Corporation 
SE IIS 5 i n'b.o00600060 06008084 0004n000 600800 The Procter @ Gamble Co. 
Frederick H. Knight.............+see08: Secccessvcvceceees Corning Glass Works 
ac cee we ssnedcadiesncovescoaeeses Munn, Liddy & Nathanson 
a so 6h 08 Woe beeeN ee reedecceseseeessegneseeenen Johnson @ Kline 
Dhetvin Th. BEOmSGR. 0 ccc ccccccsvcccccsccccedeses California Packing Corporation 
Ds onde ceed sccesaccoeneesscccosseszesesues Wise, Corlett & Canfield 
— GUMMMBEF. 2 ccc cece cccccccccccccccccsccccssccccccese Lorentz & Stamler 
mows B. BeemMhtem. 2. ccccccccccccvccccccccccescecccce Rogers, Hoge @ Hills 
Demme FE. TMs oe cccccccccccccccceseccesces Socony-Vacuum Oil Company, Inc. 
John WerttiOhe oc cc ccccccccccccccccccccccceces Radio Corporation of America 
Stewart W. Richards, Chairman....... Beer, Richards, Lane, Haller & Buttenwieser 
IIE 0 cc cc cccccsccecetececcccccccesecoscocecs The Coca-Cola Company 
Dudley TOW. 2 occ cc cccccccsccccccesccevesces American Home Products Corp. 
— ie awa sacec0senees cnnnereesesesecesahessanen Philco Corporation 
emma Be, CAMEO. 0c ccc ccccccccecccvcccccscccscoceccese Johnson and Johnson 
BER Be MEIER. os cccccoucbicccbcvesscccesocccecss The Quaker Oats Company 
6 Ws MNEs cc ccdoveccccccecoesevenes E. I. du Pont de Nemours @ Co., Inc. 


Sidelkhee conateceauedsesceesedarwoeueed The Coca-Cola Company 











